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PART I 


SERVICE MARKS FOR SERVICES CONNECTED WITH THE SALE OF 
MERCHANDISE BEARING THE MARK 


By Erastus S. Allen* 


In the administration of the Trade-Mark Division of the Patent Office, the task 
of formulating rules for the registration of service marks under the new Trade- 
Mark Act has been difficult because of indefiniteness in language. In the first 
place there is no definition of the word “Service.” While the act particularly defines 
what the term “service mark” means, it defines it in terms of applying to “services” 
without any suggestion of what the word “services” means. To indicate the 
separate and distinctly different meanings of the word “service” or “services” one 
has but to consult a modern dictionary. 

In the Merriam-Webster New International Dictionary, Second Edition (1948), 
there are two definitions which are interesting to compare. The first is the 22nd 
definition. It is as follows: 

22. Usually in plural. Any result of useful labor which does not produce a tangible 


commodity. In economics, such business concerns as railroads, telephone companies, or 
laundries, and such persons as physicians, are regarded as performing services. 


The 24th definition is quite in contrast. It is as follows: 


24. Commercial. a. Accommodation to a dealer or consumer to promote the sale and 
use of a product, such as dealer window displays, demonstrations, the making of repairs, 
etc. Such service may be free of specific charge. b. Loosely, all the auxiliary activities 


in the production and distribution of a product. 
If now we consider the definition in the Act, we find the following: 


The term “service mark” means a mark used in the sale or advertising of services 
to identify the services of one person and distinguish them from the services of others 
and includes without limitation the marks, names, symbols, titles, designations, slogans, 
character names, and distinctive features of radio or other advertising used in commerce. 


The definition of “Service Marks” approvedt by The House of Delegates of 
the American Bar Association at its meeting held in Chicago, Illinois, March 17, 
18, 1941, was as follows: 


“Service marks” are marks so used as to distinguish the user’s services of any nature 
from the similar or related services of others and shall include marks, names, symbols or 
words otherwise registrable under which interstate commerce and trade in the user’s goods 
is done or promoted and the titles of radio programs. 


_ “Member of the Lawyers’ Advisory Committee of The United States Trade-Mark Asso- 
ciation. 

+ American Bar Association Report approved by House of Delegates, Chicago, March 17-18, 
1941, page 17. 
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The words “services of any nature” implied a broad definition of services. 
Further it is obvious that the words “under which interstate commerce and trade 
in the user’s goods is done or promoted” contemplated that the use of a service 
mark in promoting the sale of merchandise was not a bar to the registration of 
that same mark or any other mark as a service mark if services were performed 
under its aegis. 

The concluding words, “and the titles of radio programs,” meant just what the 
words implied. Since | proposed the definition at the meeting of the Section of 
Patent, Trade-Mark and Copyright law of the American Bar Association in Wash- 
ington on Feb. 6, 1941, which was certified to the House of Delegates of the Amer- 
ican Bar Association in Chicago, March 18, 1941, and approved by it, it is my feel- 
ing that the efforts of the Coordination Committee subsequently to clarify this 
definition only succeeded in making it doubly obscure. As a result the Patent 
Office appears to have adopted an interpretation based not on what was the intent 
of the proponents of the bill or what Congress understood the language to mean, 
but what the Patent Office has decided the law should have been. The interpreta- 
tion of the Patent Office has perhaps been influenced by an understandable effort 
to simplify its work. 

So we have Dr. Walter Derenberg in his progress report to the Section of Patent, 
Trade-Mark, and Copyright Law of the American Bar Association, advising the 
section at its meetings Sept. 3-5, 1949,* that “certain policies have been adopted 
by the Office during the last year which may serve as a guide to the profession.” 

A basic requirement for service marks was stated to be: “The service must not 
be entirely incidental to the advertising or sale of merchandise.” 

This is an amusing and almost amazing sequel to the approval by the House of 
Delegates in 1941 of the definition of “service marks,” “which shall include marks, 
names, symbols or words otherwise registrable under which interstate commerce 
and trade in the user’s goods is done or promoted.” 

That the proponents of the law and Congress understood that service marks 
were not to be barred from registration because these same marks were actually 
used on goods sold for promoting the sale of the applicant’s goods is borne out in 
the wording of Sec. 3 of the Act which creates the right to register service marks 
and which concludes with the words “except when used so as to represent falsely 
that the owner thereof makes or sells the goods on which such mark is used.” In 
other words, the provision of the statute creating the right to register service marks 
clearly and unmistakably defines the exception to the right of registration in which 
only a false representation that the owner makes and sells the goods on which such 
mark is used isa bar. It would seem to follow logically that registration as a service 
mark of a mark used on goods made and sold by the proprietor of the mark was 
within the contemplation of the statute. 

As a particularly interesting example of an attempt to register as a service mark 
a mark which is also used on merchandise, I refer to the efforts to register the 
mark “Armco” as a service mark for “Engineering and Product Development 


* 39 T. M. R. 651, 654; U. S. P. Q., Vol. 82, No. 9, Part II, September 17, 1949, page 3. 
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Services in connection with the fabrication of various products made from ferrous 
metals.’ In this application there are reprints of many advertisements telling of 
the work of “Armco” service engineers. The story as to one division (7.e., the 






enameling division) is told in the following advertisement which recently appeared 
in the magazine Better Enameling. 










ALWAYS ON 





THE HUNT 






There’s no closed season on facts where “Armco” Enameling Specialists are concerned. 
They’re constantly hunting down new porcelain enameling information in the “Armco” 
Research Laboratories and in the field. 

These tireless researchers go right into enameling plants in all parts of the country for 
first-hand study of forming, cleaning, dipping, spraying, firing and other operations. They 
bring back useful facts to help in processing “Armco” enameling iron to fabricators’ exact 







needs. 
Always glad to share their 40 years of experience with customers, the “Armco” 





enameling specialists help solve many a problem in redesigning products and developing 
new ones. This service is one of the extra values that make “Armco” enameling iron 
first choice. 

Demand for this “world’s standard” enameling iron still exceeds supply but everyone 
at Armco is working at top speed to make ore available. Armco Steel Corporation, 150 
Curtis Street, Middletown, Ohio, Export: The Armco International Corporation. 














The rejection, which was final at applicant’s option, included the following basis 
for rejection: 





That the alleged services of “engineering and product development” as here claimed 
are a part of and incidental to the development, manufacture and sale of applicant's prod- 
ucts and not a service within the meaning of the statute. 

























The policy which the Patent Office has adopted (i.c., that the service must not 
be entirely incidental to the advertising or sale of merchandise) is a rule which for 
all practical purposes can only be determined by the test: Is a charge made for the 
: services ? 

The Patent Office maintains: “It has never been the position that an applicant 
may not be engaged in both the manufacture and sale of products and in the render- 
ing of services nor that the mark may not serve both as a trade-mark and as a service 
mark.” 

If, however, the test suggested is applied to those service marks which have 
been registered, they have only been for services for which a price was charged. 
For example, registration No. 248,482, published in the Official Gazette for August 
14, 1948, page 302, consisted in the letters H. E., on a black background sur- 
rounded by a black circular band. The registrant was Houston Engineers, Inc., 
and the mark was stated to be used on “apparatus for ascertaining the quantity and 
quality of fluid in an earth stratum in a well bore.” This same mark was passed 
for publication in the Official Gazette of December 7, 1948, page 2, as a service 
mark for “oil well servicing”—namely, the reclamation of stuck pipe or tubing and 
the like, tools that have been stuck in an oil well, and also the rental of oil well 
tools. 

The distinction between the H. E. service and the “Armco” service for all prac- 
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tical purposes is that H. E. makes a charge for its services and “Armco” does not. 

No other service marks have been registered where it is not clear that a charge 
is made for the services. 

It is the author’s position that the Trade-Mark Division in its adoption of 
policies is not thinking clearly on the subject of service marks and that until it de- 
cides upon a broader interpretation of the meaning of “services” based on analysis 
of the services per se, irrespective of the commercial aspects of the use of the service 
mark, the policy will only encourage subterfuge. It would, of course, be a simple 
matter for “Armco” to rent some metal fabricating equipment to a fabricator and 
thus comply with the so-called “basic requirements” of the Office. Such restrictions 
in “basic policy” lead to such ridiculous procedures as that of a well known cosmetic 
manufacturer which has registered its mark in all 50 classes merely by making and 
shipping goods in all these classes under its mark. 

Yet in an office action in the “Armco” service mark application in which many 
of the points urged here were advanced, the position of the Office was 


the acceptance of the all comprehensive dictionary definitions which the applicant urges 
would carry the provision beyond any reasonable interpretation of the intention of the 
Congress and reduce the register to a legal absurdity. 


It is the author’s sincere feeling that the converse is true and that if the Office, 
by the adoption of a restricted basic policy requires applicants to go a circuitous 
route of indirection to obtain their rights through registration, the Lanham Act 
will mean nothing more to the Courts, and this includes the “incontestable pro- 
visions,” than does the Act of 1905, or State registrations. 

In Dr. Derenberg’s Second Annual Report to the Section of Patent, Trade- 
Mark and Copyright Law of The American Bar Association at St. Louis,* refer- 
ence is made to the publication of “Duffy’s Tavern,” as a service mark for “advertis- 
ing and entertainment services in the nature of a radio program. The registrant 
is Edw. F. Gardner. 

When Mr. Gardner selects a sponsor for his program, the sponsor might desire 
to have the “Duffy’s Tavern” mark assigned to it. An interesting situation then 
would develop. If the assignment included the good will of the services in con- 
nection with which the service mark was used, it would seem that the Assignment 
Division would have no choice but to record the assignment. Would the service 
mark then become invalid? Since the normal business practice is for radio pro- 
grams to have sponsors, it would seem to be rudimentary justice and common 
sense not to penalize the person charged with the expense of putting on the pro- 
gram, merely because use of the service mark (the title to the program) was entirely 
incidental to the advertising of his merchandise. Thus Courts would be almost sure 
to challenge the position of the Patent Office in granting only to composers, authors 
and publishers, the right to register service marks. 

Is the Patent Office trying to build up an analogy to patents which must be 
applied for in the name of the inventor? The Patent Statutes require that the 


* 39 T. M. R. 651, 655; U. S. P. 2, Vol. 82, No. 9, September 17, 1949, Part II, page 4. 
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applicant be the inventor. But there is no such requirement in the Trade-Mark 
Statutes. Section 1, in its initial statement of requirements, refers to the privileges 
of ““The owner of a trade-mark used in commerce,” and Sec. 3, relating to service 
marks, states: “Service marks used in commerce shall be registrable, in the same 
manner and with the same effect as are trade-marks.” So the analogy to patents 
has no statutory justification. 

Assuming that the Courts will sustain assignments of service marks applied for 
by composers to the “owners” is not the present attitude of the Patent Office rather 
shortsighted and technical to start out with a premise (1.e., that the service mark 
must not be entirely incidental to the advertising of merchandise), when the only 
result of such a position is to keep off the Principal Register most of the titles of 
radio programs which properly belong there? 

Again, we have a situation where, unless the commercial aspect of the use of 
the mark is divorced from a consideration of whether the mark, per se, is entitled 
to registration because of its various aspects of use, it is the author’s opinion that 
nothing but confusion and subterfuge will result. 

Perhaps it would be of interest to trace the history of an application to register 
the mark “Ma Perkins.” The historical background of this radio program is inter- 
esting. It was begun in 1933. A fictitous person, ““Ma Perkins,” is the heroine of 
a serial story which has continuously held a high rating in public attention for six- 
teen years. Many millions of dollars have been spent on this program for radio time. 
The program is sponsored by “Oxydol,” a well-known soap product of Procter & 
Gamble. 

In the argument which I advanced to the Patent and Trade-Mark Section of 
the American Bar Association in February, 1941, I spoke long and earnestly about 
the commercial value of the title “Ma Perkins,” and it may be presumed that 
the acceptance by the Section of the definition of service marks ending in “and the 
titles of radio programs” was because of it. 

Perhaps others will sympathize with my feeling of being a lone voice crying 
in the wilderness. In fact no one else that 1 know seems to be bothered by the 
failure of the Patent Office to interpret the law as to service marks as I think it 
plainly should be interpreted. At least my dismay may be understood when several 
months ago I received an office action rejecting for the second time the applica- 
tion to register ‘““Ma Perkins” as a service mark for ““Radio Entertainment Services.” 
The statement showed that “the use of such service mark in commerce being a verbal 
announcement of the name as a title of a broadcasting program in which the chief 
actor is known as ‘Ma Perkins,’ and in advertising and other ways customary in 
the trade.” 

The rejection held: 


The refusal to register on the ground that the claimed mark is used merely to advertise 
and promote the sale of the applicant’s goods which is not a service within the meaning of 
the statute is adhered to and repeated. 


The registration of the title of radio programs has few, if any, complexities. 
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The registrations of the titles of publications, newspaper columns, comic strips in 
Class 38, prints and publications, proceeds with normal Patent Office dispatch. 

It seems that the registration “without limitation of the marks, names, symbols, 
titles, designations, slogans, character names and distinctive features of radio,” 
offers no particular obstacle to well ordered administration of the statute. When it 
is remembered that the words “or other advertising used in commerce” completes 
the definition of “service marks” the problem of how to handle “or other advertising” 
seems to present difficulties in administration. 

It is the author’s idea, after a careful review of everything that was said in the 
various hearings before the House Subcommittee on Trade-Marks,* that there is 


nothing particularly complex about what was meant. The words “and shall include 


without limitation” meant “irrespective of the commercial aspects of the use of 
the mark.” The Patent Office has adopted an opposite interpretation which is: 


The applicant must be engaged in the business of rendering a service. 


This interpretation leads immediately to a situation in which there becomes a 
preferred class of applicants. An applicant who is engaged in the business of 
rendering a service may register a mark, a name, a symbol, a title, a designation, 
a slogan, a character name, or a distinctive feature of radio or other advertising 
used in commerce. 

The question might be asked: “Did Congress wish to put a man in a ‘strictly 
defined’ service business in a preferred position where he could register practically 
anything on the Principal Register and deny these rights to the rank and file of 
businesses which make and sell goods?” The only reasonable answer to this ques- 
tion is that it did not. 

As an example of a mark used in advertising in commerce which in the authors’ 
opinion properly qualifies for registration as a service mark, let us consider the 
words “T Zone” and the cross-shaped diagram applied to the portrait of an imaginary 
lady. It is the catch phrase and distinctive feature of Camel cigarette advertising 
and undoubtedly is a tremendously valuable trade property.; The proprietor of 
such marks, except by resort to filing suits for unfair competition, has no recourse 
against someone deliberately appropriating his slogan because either of its trade 
value or its nuisance value. 

Any individual, so far as the present trends of Patent Office interpretation are 
concerned, may begin to do an advertising business as T Zone, Inc., print some 
stationery which has ““T Zone” on it, send some letters across a state boundary and 
being properly qualified, apply for registration of ‘“T Zone”’ for advertising services. 
Five years later the mark becomes incontestable. Could such a situation do other 
than encourage Courts to discredit and pay no attention to the Lanham Act? 

It is the author’s fear that instead of building up a register of marks under the 


* Hearings, Trade-Marks, H. R. 9041, March 15, 16, 17, 18, 1938; Hearings, Trade-Marks, 
H. R. 4744, March 28, 29, 30, 1939; Hearings, Trade-Marks, H. R. 102, November 4, 12, 13, 14, 
1941; Hearings, Trade-Marks, S. 895, December 11, 1942; Hearings, H. R. 82, November 15, 
16, 1944. 

+ See testimony of Mr. Jennings Bailey, Jr. Hearings H. R. 102, November 4, 12, 13 and 
14, 1941, pages 44, 61, 78, 177. 

See report accompanying H. R. 1654, Calendar 1358, Report 1333, May 14, 1946, page 5. 





39 T. M. R. TRADE-MARK LICENSES IN CHILE 979 


1946 Act, which Courts will respect, the opposite will result due to the policies 
which the Patent Office has adopted, which overlook the “long view” that unless 
the Courts respect marks on the register because they legitimately represent trade 
properties properly qualified to be respected, the Act degenerates into a fiasco. 

Again it is the author’s view that businesses which promote the sales of their 
products through the use of slogans and other distinctive features in advertising— 
radio and otherwise—know much better than the Patent Office what features of their 
advertising are of a permanent nature which will, with the passing of time, become 
valuable trade properties, and what are merely temporary. It is thought that there 
would be no effort on the part of proprietors of such marks of only temporary inter- 
est to swamp the office with applications for registration of non-distinctive service 
marks. 

It is the author’s opinion that the policy adopted by the Patent Office, barring 
the right of registration of service marks to those whose services are entirely inci- 
dental to the advertising or sale of merchandise, restricts this class of marks on 
the Principal Register to ownership by a preferred class of applicants—that this 
is directly contrary to the understanding and approval of the House of Delegates 
of the American Bar Association*—and that a continuation of the present prac- 
tice, based on what is thought to be a narrow and distorted interpretation of the 
Act, insofar as it applies to service marks, is bound to prevent the accomplishment 
of the objective stated by Senator Pepper in recommending passage of the bill to the 
Senate : 


To modernize the trade-mark statutes so that they will conform to legitimate present- 


day business practice. 


TRADE-MARK LICENSES IN CHILE 
By Pedro Johansson} 


Up until February, 1949, the Chilean Trade-Mark Office had refused the reg- 
istration in their records of the licenses granted by the owners of registered trade- 
marks for the use of said marks by third parties. The reason for this refusal was 
based on the fact that the Law of Industrial Property granted rights, privileges and 
legal protection to the owners of the marks and that the only act contemplated and 
authorized in the law was the registration of duly legalized transfers of ownership. 
The Trade-Mark Office also objected to the registration of licenses on the grounds 
that the dual interests thus recognized would cause difficulties in the handling of 
opposition, renewals, etc. 

In view of this restrictive ruling, license agreements were not registered with 
the Trade-Mark Office and it was doubtful if they could have been advantageously 
cited in proceedings against third parties. The licensees had no legal rights and 
could not proceed against infringers unless especially authorized by the registered 
owners of the mark. 


*“T Zone” is used in dealer’s window displays to promote the sale of Camel cigarettes and 
thus qualifies under the commercial definition of “Services.” 
+ Member of the Chilean Bar. 
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On the 15th of February, 1949, Law No. 9,321 was enacted increasing certain 
taxes and creating others, amongst which was one taxing the licensing of trade- 
marks. Faced with this new law which implictly recognized the validity and useful- 
ness of trade-mark licensing, the Trade-Mark Office had to abandon their previous 
objections, and they are now prepared to accept, for official registration in their 
records, trade-mark license agreements in accordance with the same procedure 
which governs assignments of registrations and on payment of the corresponding 
taxes. 

The law has not laid down any special regulations or conditions for the registra- 
tion of these licensing contracts, but by application of general principles and to pre- 
vent difficulties in accordance with them we suggest the following recommenda- 
tions: 


1. The registration of license agreements is only recorded if the mark in question 
has already been registered in Chile. 

2. License agreements are often long and complicated documents and it is therefore 
suggested that the actual contract authorizing the use of the trade-mark could 
be drawn up in a separate and shorter document, specially prepared for the 
effects of the recording of the license in the Trade-Mark Office. It would be 
convenient if the contract, or the special shorter document referred to above, in 
addition to the usual clauses, contains the following informations: 

3. Names, Nationalities, professions and addresses of the owner of the mark 
and of the licensee. 
Name or description of the mark, its number and date of registration. 
The statement that the owner authorizes the use of the mark to the licensee. 
Duration of the license. 
When the principal contract is a separate document, it should be referred 
to by its date and place where issued. 
An indication as to whether or not the owner reserves for himself the right 
to the use of the mark simultaneously with the licensee. 
An indication as to whether the licensee is authorized to renew the mark 
should same become due for renewal during the term of the license agreement. 
An indication as to whether the licensee is or is not authorized to lodge 
opposition and act in general in the legal protection of the mark and to 
take legal action against infringers. 
The license agreement may include a clause authorizing a trade-mark attorney 
to effect the registration of the agreement and attend to legal matters. Authoriza- 
tion for these matters to be attended to by the owner or the licensee is also per- 
mitted. 
The license agreement should be drawn up before a Notary Public, whose sig- 
nature should be visa’d by a Chilean Consul if the deed is executed abroad. 
A registration of a license agreement cannot be cancelled during its validity 
at the will of only one of the parties. If the contract contains any clause for its 
prior cancellation under certain circumstances, such as non-payment of royalties, 
etc., it would be necessary to have this matter handled through legal channels 
and for the cancellations to be ordered by the decision of a court. 


SS 
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THE LAW AND PHILOSOPHY OF THE FEDERAL TRADE 
COMMISSION ON ADVERTISING’ 


By Daniel J. Murphy?’ 


The jurisdiction of the Federal Trade Commission over advertising is by vir- 
tue of the provisions of sections 5 and 12 of the Federal Trade Commission Act. 

Section 5 declares that unfair methods of competition in commerce are unlawful. 
This was a provision of the original act of 1914. However, as years passed, it 
became apparent that this provision, although it was of some value in protecting the 
public against the consequences of false advertising, was inadequate, since the Com- 
mission’s jurisdiction was based upon injury, actual or potential, to a competitor, 
rather than to the public. In consequence, the act was amended in 1938—the so- 
called Wheeler-Lea amendment—to declare unfair and deceptive acts and practices 
in commerce to be unlawful. This amendment permits the Commission to proceed 
openly and directly for the protection of the public, rather than to have this as an 
indirect result of the protection of competitors. 

“Unfair and deceptive acts and practices in commerce,” of course, is sufficiently 
broad to cover false advertising of any commodity. Nevertheless, section 12 of the 
act, which was also added in 1938, specifically declares that the dissemination in 
interstate commerce of false advertisements of food, drugs, cosmetics, or devices 
is unlawful and is an unfair and deceptive act or practice in violation of section 5. 
It also has the same provisions as to the dissemination of false advertisements of 
such products by any means, for the purpose of inducing or which is likely to induce 
their purchase in interstate commerce. 

Section 15 defines “food” as “articles used for food or drink for man or other 
animals,’ which, of course, includes the stock and poultry feeds in which you gentle- 
men are primarily interested. 

Presumably any conscientious advertiser does not want to disseminate false 
advertisements of his wares, but nevertheless wants his advertisements to be effective. 
In consequence, he is vitally interested in what a false advertisement is. Section 
15 of the Federal Trade Commission Act defines it as one “which is misleading 
in a material respect.” 

Of course, it is apparent that the lie direct is misleading—for example, to rep- 
resent that the use of a particular food will insure against Bang’s disease. But it 
does not follow that a statement which is 100 percent true is not misleading. In its 
decision in Donaldson v. Read Magazine, Inc. (October, 1947), the Supreme Court 
of the United States said: 

Advertisements as a whole may be completely misleading although every sentence 
separately considered is literally true. This may be because things are omitted that 


should be said, or because advertisements are composed or purposefully printed in such 
a way as to mislead. 


1. Extract from address before Annual Convention of National Mineral Feeds Association, 
Inc., on September 19, 1949, at Chicago, Illinois. Opinions and conclusions expressed are not 
necessarily those of The Federal Trade Commission. Reprinted from Congressional Record 
Appendix, pp. A6082-A6083, September 21, 1949. 

2. Chief of Trial Division, Federal Trade Commission. 
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You will note that the Court referred to matters being omitted as rendering an 
advertisement misleading, even though every statement made was literally true. 
This makes good sense, and good sense is usually pretty good law. Suppose you 
were invited to invest in an oil property and it was represented to you that one-half 
mile to the north of it there was a well making 20,000 barrels of oil a day. There 
is such a well, but it is also a fact that 100 yards north of this property a well was 
drilled which was dry. I think we would all feel that this was a fact that should 
have been disclosed, and that in the absence of such a disclosure, the representation 
about the large producer was extremely misleading. 

Perhaps you will recall that in Mark Twain’s “Huckleberry Finn,’ when Huck 
and Tom Sawyer were floating down the Mississippi on their raft they were joined 
by a character who leaped on board just in time to escape from a large and angry 
crowd, bent on doing him serious bodily harm. It later developed that this indi- 
vidual had been selling a product positively guaranteed to remove tartar and the 
stains of eating tobacco from the teeth, and indeed it would do so with a speed that 
was little less than miraculous. There was, however, one other little fact which the 
seller had not deemed it necessary to disclose, namely that it also removed the teeth 
although not quite so rapidly. The local citizenry, who could no longer chomp 
their pone and side meat with the verve and effectiveness to which they had been 
accustomed apparently felt that they had in some fashion been misled, and who shall 
say that they were wrong. 

So bear in mind that literal truth may not be enough to prevent an advertisement 
from being misleading in some respect. 


Congress recognized this in another provision of section 15 which says: 


In determining whether an advertisement is misleading there shall be taken into account 
(among other things) not only representations made or suggested by statement, word, 
design, device, sound or any combination thereof, but also the extent to which the advertise- 
ment fails to reveal facts material in the light of such representation, or material with 
respect to consequences which may result from the use of the commodity to which the 
advertisement relates under the conditions prescribed in such advertisement or under such 
conditions as are customary or usual. 


You will note that in arriving at a determination, the Commission is to consider 
representations made or suggested, and this includes both representations made cate- 
gorically and by innuendo and indirection. Of course neither the Congress nor the 
Commission can furnish the multifarious industries of the country with charts and 
blueprints for the things they may or may not say, and how they may or may not 
be said, about their myriad products. The individual advertiser must make his own 
determination in the first instance. Of course it is very easy for the advertiser to 
become querulous and say, “How in the world can I tell what to do or what I can 
say? I don’t know about these things. Why doesn’t Government tell us before- 
hand and not sock me when I have inadvertently done what they say is wrong?” 

The answer is very simple, and any seller who will be intellectually honest 
with himself can find it. Start with the simple premise that it is unlawful to put 
false ideas in others’ heads by direct statement, innuendo, or otherwise. Ask your- 
self the questions: “What will the reader of this advertisement think about this 
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product? Is what he will think the truth? Is there anything else that he ought 
to know?” 

The matters covered by advertising are matters within the peculiar knowledge 
of the advertiser. Who is in a position better than he for the making of an honest 
appraisal of his product or the framing of advertisements that honestly represent it ? 

The Commission feels keenly its statutory responsibility to eliminate false ad- 
vertising. Some such matters are brought to its attention by complaints registered 
by members of the public; the names of such complainants are not divulged. In 
addition, the Commission’s Division of Radio and Periodical Advertising maintains 
a continuous survey of advertisements by radio, newspaper, magazine, and other 
media. Several hundred thousands of radio continuities, magazines, newspapers, 
etc., are examined yearly. 

In the Commission’s work directed toward the stopping of false advertising 
or preventing its use, it follows three well-defined courses of procedure. One might 
somewhat descriptively refer to them as the consent method, the compulsory method, 
and the cooperative method. 

The consent method may be used when the offender desires to agree voluntarily 
to discontinue the representations complained of, and to enter into an agreement, 
called a stipulation, to cease and desist from using them any more. When this 
procedure is initiated, the Commission’s attorneys who prepare these agreements 
have before them the information which has been gathered by investigations of one 
sort or another. Since there is always the possibility that some of this may be in- 
correct or has been rendered out of date by advances in scientific knowledge, the 
advertiser is given the opportunity to come and discuss the matter with one of the 
attorneys of the Bureau of Stipulations and present his side of the matter. The 
procedure is quite informal, and if the advertiser can satisfactorily justify the repre- 
sentations he has made, he will be out of the woods. If he cannot do so, he may, if 
he elects, agree to cease and desist from their further use. If he continues to assert 
that his advertisements are not false, and the Commission is of the opinion that 
they are, the issuance of a complaint follows—the compulsory method. 

This opportunity to dispose of a matter by stipulation is not a matter of right, 
but a privilege extended by the Commission. It is the policy of the Commission to 
extend it only in cases where it is of the opinion that under all the circumstances, 
such a disposition will effect a prompt correction and fully protect and satisfy the 
public interest. It is not extended when the Commission is of the opinion that 
the advertiser has undertaken to perpetrate a deliberate fraud or when danger from 
the use of the product is to be anticipated. 

If the opportunity to stipulate is not given by the Commission, or if it is offered 
and refused, a complaint is issued. 

The law provides that the Commission shall issue and serve complaints when- 
ever it shall have reason to believe that false advertising has been disseminated and 
that a proceeding in respect thereof would be in the public interest. Of course, the 
Commission would have reason to believe both of these things before the opportunity 
to stipulate was extended. 

The complaint states the charges against the advertiser, whom we call the 
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respondent, and is served upon him. He may be represented by counsel and file an 
answer to the complaint. Thereafter hearings are held at which the testimony of 
witnesses is taken under oath. The proceeding is before an officer called a trial 
examiner, and the respondent has all the rights of any party to litigation in court. 
The case ultimately comes before the Commission for its decision upon the record, 
briefs by both sides, and oral argument if requested. If the complaint has not been 
sustained, it will be dismissed. If it has been sustained, the Commission will make 
its findings as to the facts and issue its order to cease and desist, which is review- 
able by the United States circuit court of appeals or the United States Supreme 
Court if an appeal is taken from it. 

A third procedure available for the elimination of false advertising and the con- 
sequent promotion of fair standards of business ethics is provided by the Commis- 
sion in the trade practice conference plan. This is what I have referred to as the 
cooperative method. Such trade practice conference procedure has for its purpose 
the wholesale elimination of false advertising by industry-wide cooperation with 
the Commission and collaboration of all groups in interest in the formulation, estab- 
lishment, and observance of fair-trade practice rules governing the conduct of the 
industry and trade in question. Under the plan, joint action among competitors 
with the supervision and aid of the Commission is possible, and experience has 
proved the efficacy of this method in more than 100 industries as an adjunct to 
the compulsory procedure which I have outlined. The Commission is now, with 
the sanction of the Congress, enlarging this method of procedure. 

Conference proceedings are conducted on a basis of voluntary participation ; 
though the Commission may initiate the conference, it cannot compel attendance or 
participation. Parties in interest are at all times free to advise and consult with the 
Commission’s representatives in the matter. Where necessary or desirable, informal 
meetings or preliminary discussions may be arranged to formulate tentative drafts 
of rules or to develop, through an exchange of ideas, a clearer understanding of the 
problems involved and the assistance which can be rendered by the Commission in 
their solution. The conference considers and proposes rules for submission to the 
Commission for its approval. Before rules are finally approved or promulgated by 
the Commission, they are subjected to public hearings at which all interested or 
affected parties are afforded opportunity to present their views. They may submit 
such in writing or be heard orally as desired. Through such conferences and hear- 
ings, all groups in interest have the opportunitly to be heard and to consult with us 
in the matter, even though they may not happen to be classed as members of the 
particular industry or trade involved. 

In passing upon the rules proposed for approval, the Commission applies the 
test of law. In oiher words, the rules must not sanction practices which are con- 
trary to law or which, when put into effect, may bring about a result which is 
illegal or opposed to the public interest. The purpose of this is, of course, obvious. 
It is not within our province to sanction violations of the law, but on the contrary 
we are directed to promote law observance, to the end that honest business may 
be liberated from the waste and fetters of unfair practices, and the rights of the 
public may be protected. 
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I believe that from what I have said, the philosophy of the Commission in its 
administration of the Federal Trade Commission Act is fairly clear. The purpose 
of the trade practice conference is to stop some false advertising before it starts, as 
well as to eliminate current bad advertising practices throughout an industry. The 
stipulation method in the individual case furnishes machinery for a relatively amicable 
disposition of a matter. The formal complaint is issued when necessary. The 
Commission does not go about flexing its muscles, flourishing a legal club, and 
issuing complaints on small justification. I believe that the Commission’s basic 
philosophy is to stop or prevent as much false advertising as it can, and the result 
is more important than the employment of any particular method of attaining it. 





TRADE SLOGANS 


In accordance with our custom, we publish below a Trade Slogan in use by 
one of our members with a view to placing on record the member’s claim thereto. 
This service is rendered without charge to all members of the Association: 
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THE TRADE-MARK REPORTER 
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GARDEL INDUSTRIES v. KINGSLAND, et At. 






No. 9911-9912—C. A. D. C_—November 30, 1949 






TRADE-MarkK Act oF 1946—JURISDICTION—SECTION 21 
Suits Unper R. S. 4915—Parties—GENERAL 

Under 1905 Act, unsuccessful applicant for registration was permitted to bring 4915 suit 
in District of Columbia against Commissioner of Patents alone because he was the necessary 
party. 

Under 1946 Act, since section 21 provides that Commissioner of Patents shall not be a 
necessary party to an inter partes proceeding under R. S. 4915, it follows that opposer is nec- 
essary party to suit by unsuccessful applicant. 

4915 suits, in District of Columbia, held properly dismissed for lack of jurisdiction over 
opposer, the necessary party. 

Courts—STATuTORY CONSTRUCTION—APPLICABLE LAW 
TRADE-MarK Act OF 1946—PLEADING AND PRACTICE—SECTIONS 21 AND 46 

Section 21 of 1946 Act held applicable to all 4915 suits begun after July 5, 1947, the 
effective date of 1946 Act; effectiveness of section 21 does not depend upon any repeal; 
section 21 is new, added rule. 

Proviso of section 46(a) does not suspend effectiveness of 1946 Act, except insofar as 
new act would conflict with a repealed provision of former acts. 

On effective date of 1946 Act, opposer’s appeal to Commissioner was pending and by the 
terms of section 46, the old act remained in force with respect to that proceeding. 

Between date of Commissioner’s decision in August of 1947 and filing of these 4915 suits 
in February of 1948, nothing was pending; 1946 Act applies to these 4915 suits which were 
filed subsequent to and were not pending on its effective date. 

























Appeals from District of Columbia. 


Two suits under R. S. 4915 to compel issuance of registrations, by Gardel 
Industries against Lawrence C. Kingsland, Commissioner of Patents, and Nancy 
Ann Storybook Dolls, Inc. Plaintiff appeals from dismissal of complaints. Af- 
firmed. 











Herbert J. Jacobi, of Washington, D. C., for appellant. 

Walter J. Derenberg and Edwin L. Reynolds (W. W. Cochran on the brief), of 
Washington, D. C., for appellee Kingsland. 

Hugh N. Orr, of San Francisco, California (Raymond J. Mawhinney, of Washing- 
ton, D. C., on the brief), for appellee Nancy Ann Storybook Dolls, Inc. 








Before EpGERTON, MILLER, AND PRETTYMAN, Circuit Judges. 


Per CurRIAM: 


These are appeals from orders of the District Court of the United States for 
District of Columbia, granting appellees’ motions to dismiss. Gardel Industries, 
Inc., is engaged in the manufacture of dolls and applied to the Commissioner of 
Patents for registration of trade-marks “Birthstone Doll’ and “Birthstone Doll of 
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the Month.” Nancy Ann Storybook Dolls, Inc., resident of California, filed oppo- 
sition to the registration, alleging interference with its pending applications for reg- 
istration of the trade-marks “Birthday Dolls” and “Dolls of the Month.” The 
Examiner of Interferences dismissed the opposition, on the ground that the opposer 
failed to establish prior use of the marks. Thereafter, on July 5, 1947, the Lanham 
Trade-Mark Act of 1946' became effective. On appeal to the Commissioner, the 
Examiner was reversed, the decision of the Commissioner being entered in August 
of 1947. In February, 1948, Gardel Industries, Inc., filed these civil actions in the 
District of Columbia under Section 4915 of the Revised Statutes,? naming as de- 
fendants both the Commissioner and Nancy Ann Storybook Dolls, Inc. 

Section 21 of the Lanham Trade-Act Act* provides, in part, that in an inter 
partes proceeding under Section 4915 the Commissioner of Patents shall not be 
a necessary party. Section 46(a)* provides that the new act shall not affect suits, 
proceedings or appeals pending on its effective date. It also repeals all former trade- 
mark acts, in so far as they are inconsistent with the new act, but contains a proviso 
“That this repeal shall not affect the validity of registrations granted or applied for 
under any of said Acts prior to the effective date of this Act, or rights or remedies 
thereunder except .... [exceptions not applicable].” 

The District Court granted the motions to dismiss, on the ground that the actions 
could not proceed in the absence of the necessary party, Nancy Ann Storybook 
Dolls, Inc., the opposer. 

Two questions are raised on the appeals, first, whether the Commissioner is a 
necessary party in a Section 4915 proceeding under the new Trade-Mark Act and, 
second, whether the new act applies to these cases. 

We held in Barron-Gray Packing Co. v. Kingsland*® that under the prior act 
an applicant for a trade-mark could proceed in the District of Columbia against the 
Commissioner of Patents alone, since he was the necessary party. Section 21 of the 
new act clearly provides that the Commissioner of Patents is not a necessary party 
in this type of proceeding. Since there must be at least one defendant in an inter 
partes proceeding, it follows that the opposer is a necessary party under the new 
act. 

The other question is covered by Section 46 of the new act. On July 5, 1947, 
the date that act became effective, there was pending an appeal to the Commissioner 
of Patents. With respect to that proceeding, the old act remained in force. After 
the decision of the Commissioner was rendered, these proceedings under section 
4915 were brought in the District Court. These were suits de novo. They were 
not begun until after the new act became effective. To be sure, when brought 
they became part of the proceeding upon the application,’ and if they had been pend- 
ing when the new act became effective, that proceeding would then have been pend- 
ing. In the same sense, an appeal is part of an action; but until it is filed it is not 


. 60 Stat. 427,15 U. S.C. A. § 1051 et seq. 

. 35 U.S. C.A. § 63. 

. 60 Stat. 435, 15 U. S.C. A. § 1071. 

. 60 Stat. 444, quoted in part in Historical Note to 15 U. S. C. A. § 1051. 

. 84 U. S. App. D. C. —, 171 F. 2d 576 (1948). 

. American Steel Foundries v. Robertson, 262 U. S. 209, 67 L. Ed. 953, 43 S. Ct. 541 (1923). 
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pending. So, between the time of the Commissioner’s decision and the time these 
actions under Section 4915 were filed, nothing was pending. Therefore, these 
proceedings were not pending on the effective date of the new act, and that act 
applies to them. 

It is argued that a Section 4915 action is a remedy ; that under the prior acts that 
action could be brought in the District of Columbia against the Commissioner alone ; 
that the effect of applying section 21 of the new act is to make the unsuccessful appli- 
cant proceed in the court of the opposer’s domicile; that this is a change in the 
remedy available to this applicant in respect to its application made before the 
effective date of the new act; and that, therefore, the clause in section 46(a) which 
provides that remedies thus available shall not be affected by the repeal of prior 
acts, saved inviolate to applicant his remedy as it was under the prior act. 

We think this latter provision in section 46(a) is a saving clause only against 
the effect of the repeal of prior acts; it does not suspend the effectiveness of the new 
act itself, except in so far as the new act would conflict with a repealed provision. 
That is to say, the effect of section 46(a) is that the provisions of the new statute 
apply, except as to pending proceedings, but that the repeal of old statutory pro- 
visions does not deprive applicants, whose applications had theretofore been made, 
of the rights and remedies afforded by any repealed statute. 

Section 21, in providing that the Commissioner of Patents shall not be a necessary 
party in an inter partes proceeding under section 4915, does not conflict with any 
repealed statute nor with any right or remedy afforded by any such. No repealed 
act provided that the Commissioner should be a necessary party. The effectiveness 
of Section 21 does not, therefore, depend upon a repeal. It is a new and added rule. 
It would be effective had there been no repeal of prior acts. Consequently, we hold 
that section 21 applies to all actions under section 4915 which were begun after the 
effective date of the statute under consideration. 
The orders of the District Court are affirmed. 


LANOLIN PLUS COSMETICS, INC. v. BOTANY MILLS, INC. 
No. 9986—C. A. 3—November 18, 1949 


Suits Unoer R. S. 4915—J urtspicrion—PartiEs 
CourTs—PLEADING AND PracticE—Morion To DIsMiss 

Commissioner of Patents held necessary and only indispensable party to 4915 suit, by 
unsuccessful applicant to compel issuance of registration, where defendant’s opposition was 
sustained by Patent Office which also held mark “Lanolin Plus” descriptive of cosmetics. 

Defendant, the successful opposer, which markets both lanolin and lanolin cosmetics, but 
makes no claim to words “Lanolin Plus” as a trade-mark or to any other mark with which that 
mark is alleged to interfere, held not an indispensable party. 

Since Commissioner of Patents is not a party and not subject to suit in District of New 
Jersey, but is held indispensable where descriptiveness was a ground for refusal of registra- 
tion, unsuccessful applicant’s complaint in 4915 suit against successful opposer dismissed. 


Appeal from District of New Jersey. 
Suit under R. S. 4915 by Lanolin Plus Cosmetics, Inc., against Botany Mills, 
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Inc., to compel issuance of registration. 
plaint. Affirmed. 


Plaintiff appeals from dismissal of com- 


McCarter, English & Studer, of Newark, N. J., James R. McKnight, of Chicago, 
Illinois, and Kennard N. Ware, of Philadelphia, Pennsylvania, for appellant. 
Ranzenhofer & Pasternack, of Passaic, New Jersey, for appellee. 


Before Maris and Goopricu, Circuit Judges, and Cary, District Judge. 
Maris, C, J.: 


This is an appeal from a judgment of the District Court for the District of 
New Jersey dismissing for lack of jurisdiction a complaint filed by the plaintiff, 
Lanolin Plus Cosmetics, Inc., against the defendant, Botany Mills, Inc., under 
§ 4915 of the Revised Statutes, as amended (35 U.S. C. A. § 63). 

The controversy originated in the Patent Office. The present plaintiff’s predeces- 

sor filed application Serial No. 479,141 under the Trade-Mark Act of 1905 to 
register the trade-mark ‘‘Lanolin Plus’ for cosmetics, with the word “Lanolin” 
disclaimed. The proposed trade-mark was passed by the Patent Office for pub- 
lication whereupon the present defendant filed an opposition to its registration upon 
the ground that the proposed trade-mark was merely descriptive of the plaintiff's 
goods and was accordingly not registrable under the act. The Examiner of Inter- 
ferences sustained the opposition and the plaintiff appealed to the Commissioner 
F of Patents. 
; Before the Commissioner it was asserted by the plaintiff that the opposer had 
: no right to maintain its opposition even if the proposed trade-mark was descriptive 
since no damage could result to it from the registration. In his opinion the Com- 
missioner stated that since the opposer marketed both lanolin and lanolin cosmetics 
it would seem that the registration of a descriptive term in connection with such 
products must be presumed to damage it. Accordingly he held that there was a 
sufficient showing of damage to support the defendant’s opposition to the registra- 
tion. The Commissioner went on to say: 






that even though no damage to opposer were shown it would be the duty of the Patent 
Office, when the descriptive nature of the mark has been called to its attention to refuse 
registration as an ex parte matter, and that I agree with the Examiner of Interferences 
that, irrespective of the rights of the parties in the opposition proceeding, the applicant 
would not be entitled to registration of its mark. 





The decision of the Examiner of Interferences was accordingly affirmed. 76 
U.S. P. Q. 618. 

The present plaintiff thereupon filed a complaint in the District Court for the 
District of Columbia under § 4915, R. S., against the Commissioner of Patents and 
Botany Mills, Inc., to compel the registration of the trade-mark. Nine days later it 
filed the complaint now before us in the District Court for the District of New Jer- 
sey also seeking to compel the registration of the trade-mark. In this suit it named 
Botany Mills, Inc., as sole defendant. In the suit brought in the District of Colum- 
bia the present defendant, Botany Mills, Inc., was served extraterritorially in the 
District of New Jersey. It thereupon filed a motion to quash the return of sum- 
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mons and to dismiss the complaint for lack of jurisdiction. The Commissioner of 
Patents also filed a motion to dismiss for lack of jurisdiction. Both motions were 
granted by the District Court for the District of Columbia and the complaint in 
that court was dismissed as to both defendants for lack of jurisdiction. From the 
judgment of dismissal so entered the plaintiff appealed to the Court of Appeals 
for the District of Columbia. Its appeal in that court is presently pending await- 
ing argument. 

In the second suit, the one now before us, the defendant also moved to dismiss 
the complaint for lack of jurisdiction and the District Court for the District of 
New Jersey, upon the authority of the decision of this court in Drackett Co. v. 
Chamberlain Co., 1936, 81 F. 2d 866 [26 T. M. R. 231], entered the judgment of 
dismissal from which the appeal now before us was taken. 

The facts which were involved in Drackett Co. v. Chamberlain Co. are indis- 
tinguishable in principle from the facts of the present case. In the Drackett Co. case 
we held that where a trade-mark had been refused registration at the instance of an 
opposer upon the ground that it was descriptive of the goods upon which it was to 
be used, the Commissioner of Patents was an indispensable party to a suit brought 
by the applicant under § 4915, R. S., to compel the registration of the trade-mark. 
Since the Commissioner had not been made a party to the suit we affirmed the 
judgment of the District Court for the Western District of Pennsylvania dismissing 
the bill in equity which the plaintiff in that case had brought against the opposer 
alone. 

Without attacking our ruling in the Drackett Co. case the plaintiff urges that 
§ 4915, R. S., contemplates that it should be entitled in some court to review the 
action of the Commissioner of Patents in refusing to register its trade-mark but 
that nonetheless it has been denied such an opportunity by each of the two district 
courts having possible venue jurisdiction. We are in agreement with the plaintiff 
that it is entitled to such review. At the same time we are clear that under the 
rule laid down in the Drackett Co. case, to which we adhere, the review to which 
the plaintiff is entitled may not be had in the District of New Jersey. This is be- 
cause the Commissioner of Patents, who is not subject to service in the District 
of New Jersey, is an indispensable party to a suit brought to compel him to regis- 
ter a trade-mark which he has refused to register because he has found it to be 
merely descriptive of the plaintiff’s goods and, therefore, not registrable under the 
Trade-Mark Act. 

We are equally clear that the present plaintiff is entitled to a review in the 
District Court for the District of Columbia of the action of the Commissioner of 
Patents in refusing registration of its trade-mark in spite of the decision of that 
court (since appealed) to the contrary. For the Court of Appeals for the District 
of Columbia has squarely held, in agreement with the view expressed by this court 
in the Drackett Co. case, that the Commissioner of Patents is an indispensable 
party to a suit brought under § 4915, R. S., to compel the registration of a trade- 
mark, the registration of which he has refused because it is descriptive of the appli- 
cant’s goods or is deceptively similar to an opposer’s mark. Tomlinson of High 
Point v. Coe, 1941, 74 App. D. C. 364, 123 F. 2d 65 [31 T. M. R. 440]. More- 
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over, that court has also held that under such circumstances the opposer, while a 
proper party and entitled to intervene if he so desires, is not an indispensable 
party and that the suit may, therefore, in the absence of the opposer proceed against 
the Commissioner of Patents alone. Barron-Gray Packing Co. v. Kingsland, 1948, 
—U. S. App. D. C.—, 171 F. 2d 576, cert. den. 336 U. S. 944. 

In Tomlinson of High Point v. Coe, 1941, 74 App. D. C. 364, 123 F. 2d 65 
[31 T. M. R. 440], the Court of Appeals for the District of Columbia distinguished 
cases of the kind now before us from Coe v. Hobart Mfg. Co., 1939, 70 App. D. C. 
2, 102 F. 2d 270, upon which the present defendant relied in support of its motion 
to dismiss the complaint in the District of Columbia. In the Hobart Mfg. Co. case 
the opposing party himself was a rival claimant for the patent involved in the liti- 
gation and was therefore, an indispensable party to the suit under § 4915, R. S., 
since his rights in the patent involved would necessarily be adjudicated in the suit. 
The Commissioner of Patents, on the other hand, is not an indispensable party in 
such an inter partes proceeding since he has approved the issuance of the patent 
or registration of the trade-mark as being in conformity with the statute so that 
the question of patentability or registrability is not in issue and the sole question 
involved in the litigation therefore is as to which of the parties in interference is 
entitled to it. See § 21 of the Trade-Mark Act of 1946 (15 U.S. C. A. § 1071). 

Since in the case before us the present defendant, Botany Mills, Inc., makes no 
claim to the trade-mark “Lanolin Plus” or to any other mark with which it is 
alleged to interfere it is apparent that the case does not fall within the class just 
described in which it would be an indispensable party but rather into the category 
referred to earlier herein in which the Commissioner of Patents who has refused 
registration of the mark upon statutory grounds is a necessary party and the only 
indispensable one. Accordingly, although it obviously is not our function to review 
the decisions of the District Court for the District of Columbia, we feel assured that 
the Court of Appeals for the District of Columbia in disposing of the appeal now 
pending before it will afford to the plaintiff in conformity with its decisions to which 
we have referred the right to maintain its suit in the District of Columbia against 
the Commissioner of Patents even though the dismissal of that suit as against 
Botany Mills, Inc., the defendant in the case how before us, may be upheld. 

The judgment of the district court will be affirmed. 
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KAUFMAN & RUDERMAN, INC. v. COHN & ROSENBERGER, INC. 
No. 56—C. A. 2—November 2, 1949 


CourTs—JURISDICTION—MotTIons TO DISMIss 
In 4915 suit between citizens of same state, second cause of action for declaratory judg- 
ment held properly dismissed on motion, as matter of judicial discretion, where there was 
prior action pending in state court, involving same issues, which plaintiff had failed to 
remove to federal court within statutory time but now concedes it could have removed, 
by asserting that district court has jurisdiction of its declaratory judgment cause of action. 


Appeal from Southern District of New York. 

Suit under R. S. 4915 to compel issuance of registration and for declaratory 
judgment, by Kaufman & Ruderman, Inc., against Cohn & Rosenberger, Inc. 
Plaintiff appeals from order dismissing cause of action for declaratory judgment. 
Affirmed. 

See also 39 T. M. R. 584. 


Morris Kirschstein, of New York, N. Y., for appellant. 
Mock & Blum, of New York, N. Y., for appellee. 


Before Aucustus N. HAnp, CHASE and FRANK, Circuit Judges. 


FRANK C. J.: 


Plaintiff and defendant are New York corporations. The complaint contains 


two causes of action. 

(1) In the first, plaintiff alleges: In 1928, plaintiff registered its trade-mark, 
“Karu,” for costume jewelry, in the United States Patent Office, under Registra- 
tion No. 247,662. On September 18, 1941, plaintiff filed an application for 
registration of “Karu” in another form. Defendant, having previously secured 
federal registration of the trade-mark “Coro” in a number of forms for use with 
costume jewelry, filed a notice of opposition in the Patent Office, asserting a con- 
flict and confusing similarity between the two marks. The Examiner of Trade- 
Marks sustained defendant’s opposition and on appeal the Commissioner of Patents 
[35 T. M. R. 249] affirmed that decision. Plaintiff now asks that under 35 U. S. 
C. A. section 63, the court order the Commissioner of Patents to register plaintiff’s 
mark in accordance with its application of September 18, 1941. 

(2) In the second cause of action, plaintiff claims that defendant has asserted 
to “the public” and “the trade” that plaintiff has been infringing a number of 
defendant’s trade-marks, “Coro,” which are registered in the Patent Office. Plain- 
tiff asks for a judgment declaring that its mark No. 247,622 is valid, that it does 
not conflict with any of defendant’s federally-registered marks, and that plaintiff 
infringes on one of those marks. Plaintiff also asks an injunction against defend- 
ant’s making further allegations of infringement to “the public” and “the trade.” 

Conceding federal jurisdiction of the first cause of action, defendant answered 
it on the merits. But defendant moved to dismiss the second cause of action on 
these grounds: (1) The federal district court lacked jurisdiction. (2) Even if 
it had jurisdiction, the court should exercise its discretion to dismiss because of 
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the pendency of another suit, raising the same questions, begun by defendant against 
plaintiff in the state court in May, 1943 and at issue since July, 1943. In that suit, 
defendant asks that plaintiff be enjoined from using its mark “Karu” on the ground 
that it is deceptively similar to defendant’s federally-registered “Coro” marks. 

The district court dismissed the second cause of action on the sole ground of 
lack of federal jurisdiction [39 T. M. R. 584]. 

We need not decide whether or not district court has jurisdiction of the 
declaratory judgment action. For even if it has, the court must determine whether, 
as a matter of judicial discretion, the suit ought to be entertained in a federal court. 
Assuming, then, that the court here has jurisdiction, we think it would have abused 
that discretion had it not dismissed the second cause of action. 

Plaintiff (by asserting that the district court has jurisdiction of the declaratory 
judgment action) concedes that it could have had the state court suit removed to 
the federal court, for the two cases deal with identical issues." But plaintiff lost 
its right of removal in July, 1943—more than two years before it began the federal 
action—when the time expired for it to file its plea or answer in the state court 
action.” Plaintiff may not use a federal declaratory judgment action as a substitute 
for a removal right thus lost by plaintiff’s inaction. Compare the attempt to use 
habeas corpus as a substitute for an appeal barred by lapse of time.* 

Affirmed. 


VERNEY CORPORATION v. ROSE FABRIC CONVERTERS CORPORA- 
TION, ET AL. 


No. 51-46—U. S. D. C. S. D. N. Y.—November 17, 1949 


CopyRIGHT—SuBJECT MATTER—PRINTS AND LABELS 
Artistic design printed on fabric by repeating the design over and over in continuous 
running form, held part of article of merchandise and not a print or label within meaning 
of Copyright Act. 
Use of the design in advertisement of the goods held proper and the use contemplated by 
the statute. 
CorpyRIGHT—ABANDONMENT—LACK OF STATUTORY NOTICE 
Even if there were doubt as to invalidity of copyrighted design, copyright held lost by 
failure to publish on fabric and dresses, in connection with each repetition of the design, the 
proper statutory notice. 
UnFrarr COMPETITION—SCOPE OF PROTECTION—PARTICULAR INSTANCES 
CourTs—PLEADING AND PracticE—MorTIon To Dismiss 
In absence of misrepresentation of defendant’s goods as plaintiff’s, defendant held entitled 
to copy plaintiff’s uncopyrightable design and color combination in making fabrics for 
dresses; and complaint distnissed on motion. 


Copyright infringement and unfair competition suit by Verney Corporation 
against Rose Fabric Converters Corporation, Raytex Dyers and Printers, Inc., 


1. See 28 U. S. C. A. section 71 as it read in 1943. We need not consider whether the 
identity of issues alone would require dismissal. See Brillhart v. Excess Ins. Co., 316 U. S. 
491. 

2. See 28 U. S. C. A. section 72, as it read in 1943. 

3. Cf. Sunal v. Large, 332 U. S. 174. 
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Cindy Frocks, Inc., and Louis Gutstein and David Gutstein, doing business as 
Helene Lynne. Plaintiff's motion for preliminary injunction denied. Complaint 
dismissed on motion by defendant Rose Fabric Converters Corporation. 


John S. Finn, of New York, New York, for plaintiff. 

Hirsch, Shalleck & Krakower (Jerome M. Hirsch and Ira T. Wender of counsel), 
of New York, New York, for defendants Rose Fabric Converters Corporation 
and Raytex Dyers and Printers, Inc. 

Schaeffer, Goldstein & Esbitt (William Esbitt of counsel), of New York, New York, 
for defendants Cindy Frocks, Inc., and Louis and David Gutstein. 


Coxe, D. J.: 


These are motions (1) by plaintiff for a preliminary injunction restraining the 
defendants from alleged infringement of a copyright, and (2) by defendant Rose 
Fabric Converters Corporation to dismiss the action for failure to state a claim 
upon which relief can be granted. There is diversity of citizenship between plain- 
tiff and all the defendants. 

The complaint contains two counts. The first count alleges that on April 16, 
1947, plaintiff copyrighted a design for use upon textiles and textile prints. The 
design and the certificate of registration, copies of which are annexed to the com- 
plaint, show that the registration was in Class K, on Form KK, of a “claim to copy- 
right in a print or label used for article of merchandise, viz., ‘chrysanthemum 
print .... for textile and textile print.” It was thus a commercial print or label. 
The complaint then alleges that, after notice by plaintiff, the defendants have in- 
fringed the copyright in the following, manner, viz.: Rose Fabric by delivering un- 
colored fabrics to the defendant Raytex Dyers and Printers, Inc., with instructions 
to imprint thereon, in various color combinations, a copy of plaintiff’s design; 
Raytex by imprinting plaintiff’s design upon the uncolored fabrics and delivering 
the same to Rose Fabric and to the defendants Cindy Frocks, Inc., and Helene 
Lynne; Rose Fabric by selling such imprinted fabrics to Cindy Frocks and Helene 
Lynne; and Cindy Frocks and Helene Lynne by manufacturing such imprinted 
fabrics into women’s dresses and selling the same to the public. 

The second count repeats the allegations of the first count and further alleges 
that plaintiff has built up a large and profitable business in interstate commerce in 
the production and sale of fabrics for women’s dresses, especially fabrics bearing 
printed designs in prescribed color combinations and fabrics dyed in certain pre- 
scribed color combinations; that plaintiff has entered into a contract with Royal 
Frocks, Inc., under which it sells its fabrics exclusively to Royal, which manufac- 
tures them into women’s dresses and sells them; that, by the use of advertising 
media, plaintiff and Royal have advised the public of the excellence of such dresses ; 
and that defendants have knowingly waited until plaintiff had developed such a 
successful market and demand for dresses bearing plaintiff’s design and color com- 
binations, and have then deliberately copied the same, and have thereby acted un- 
fairly in competition with plaintiff. 

Plaintiff’s design is not an artistic reproduction of a single chrysanthemum, but 
an artistic reproduction of several curly chrysanthemums, each surrounded by similar 
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curly lines, so that they all blend into a harmonious whole. It appears from the 
affidavits submitted, and from an inspection of the dresses exhibited on the argu- 
ment, that the design is printed in a continuous running form, repeating the design 
over and over, in distinctive colors, upon the fabric from which the dresses are made, 
and also that the fabric itself is in distinctive colors. There is no showing by plain- 
tiff that there was any copyright notice upon each repetition of the design. Defend- 
ants contend not only that the copyright is invalid but also that, if it is valid, copy- 
right protection has been lost through publication without a proper copyright 
notice. 

The Copyright Act of 1909 (17 U. S. C. A.) classified in Section 5 the works 
entitled to copyright protection. Sub-section (k) provided for “Prints and pic- 
torial illustrations.” In Kemp & Beatley v. Hirsch (D.C., E. D., N. Y.), 34 F. 2d 
291, 292, it was held that dress patterns were not copyrightable under the Act. Cf. 
Millinery Creators’ Guild v. Federal Trade Commission, 2 Cir., 109 F. 2d 175, 177 
(Aff’d without discussion of the point in 312 U. S. 469), where the court said that 
“What passes in the trade for an original design of a hat or a dress cannot be pat- 
ented or copyrighted.” The lack of statutory copyright protection for dress design- 
ers has been repeatedly pointed out by the Court of Appeals in this Circuit. (Nat 
Lewis Purses v. Carole Bags, 83 F. 2d 475, 476; White v. Leanore Frocks, 120 F. 
2d 113, 114-115; Belding Hemingway Co. v. Future Fashions, 143 F. 2d 216, 218. 

Section 2 of the Act of July 31, 1939 (53 Stat., Ch. 396) amended Section 5 
(k) by adding the words “including prints or labels used for articles of merchan- 
dise,” so that the question here is whether plaintiff’s design is a print or label used 
for an article of merchandise. Clearly it is not a label. The word “print” was de- 
fined by the Copyright Office in its Circular No. 46, dated March 18, 1941, as fol- 
lows: 


The term “print” as used in the said Act may be defined as an artistic work with or 
without accompanying text matter, published in a periodical or separately, used in con- 
nection with the sale or advertisement of an article or articles of merchandise. 


While the design may have been properly registered as a print for an article 
of merchandise, plaintiff, by printing it on the fabric from which the dresses are 
manufactured, uses the design as a part of the article of merchandise itself. It is 
obviously not used in connection with a sale or an advertisement of either the fabric 
or the dresses, but is an attempt by plaintiff to obtain a monopoly of the design in 
the manufacture of dress fabrics and dresses, to which it is not entitled. (Cf. Adel- 
man. v. Sonner’s & Gordon, Inc. (D. C., S. D. N. Y.), 21 U.S. P. Q. 218.) Plain- 
tiff’s use of the design in an advertisement of its fabrics and the products of Royal 
Frocks, as shown in an exhibit submitted by it in support of its motion, is a proper 
use of the design, and the use contemplated by the statute. See Ball on the Law of 
Copyright and Literary Property (1944), § 183. 

But, even if there were doubt as to the invalidity of the copyrighted design when 
so used on fabrics and dresses, which I do not entertain, still plaintiff's copyright 
on the design has been lost by failure to publish on the fabric and the dresses, in con- 
nection with the design, the proper copyright notice. “Every reproduction of a 
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copyrighted work must bear the statutory notice.” (DeJonge & Co. v. Breuker & 
Kessler Co., 235 U. S. 33, 36.) 

As to the second count for unfair competition, the case is indistinguishable from 
Cheney Bros. v. Doris Silk Corp., 2 Cir., 35 F. 2d 279 [19 T. M. R. 225, 491], 
Cert. denied 281 U. S. 728, where it was held that anyone might copy plaintiff’s 
silk patterns which had not been protected by a design patent or by a copyright. See 
also Lewis v. Vendome Bags, Inc., 2 Cir., 108 F. 2d 16. Cert. denied 309 U. S. 660, 
and Electric Auto-Lite Co. v. P. & D. Mfg. Co., 2 Cir., 109 F. 2d 566. The New 
York law is also in accord with these decisions. (Mavco, Inc. v. Hampdon Sales 
Ass'n, 273 App. Div. 297 [38 T. M. R. 368] ; Margolis v. National Bellas Hess Co., 
139 Misc. 738.) 

There is no charge that the defendants have misrepresented their dresses as those 
of plaintiff—only that they have knowingly copied plaintiff’s design and color com- 
bination and used them in making dresses which they are selling at a price lower 
than plaintiff does or can do. But this is not unlawful, and does not constitute un- 
fair competition. 

Plaintiff’s motion for a preliminary injunction is accordingly denied, and the 
motion of the defendant Rose Fabric Converters Corporation to dismiss the action 
is granted. 





KRAUS, etc. v. NEWMAN, etc. 
No. 10291—U. S. D. C. E. D. N. Y.—November 4, 1949 


UnFrair COMPETITION—BAsIs OF RELIEF—ForM oF Goops 
No particular period of time is required to create a secondary meaning. 
Plaintiffs held to have established secondary meaning in form of toy. 
Making Chinese copy of unique and distinctive form of plaintiffs’ toy so as to mislead 
purchasers as to source of manufacture held unfair competition. 
CourTs—PRELIMINARY INJUNCTION—PARTICULAR INSTANCES 
Where imitation is calculated to and it plainly appears that it may cause confusion, pre- 
liminary injunction is necessary and will be granted. 
Upon filing bond, plaintiffs held entitled to temporary injunction restraining defendants 
from putting on market toy complained of, which is copy of plaintiffs’ toy, and further for- 
bidding that such toy be marketed by defendants in “unmarked” boxes. 


Design patent infringement and unfair competition suit by Max R. Kraus, Trus- 
tee, and David C. Trager, trading as Topic Toys against Nathan Newman and Mor- 
ris Newman, trading as Premier Products Company. Plaintiff’s motion for injunc- 
tion pendente lite against unfair competition granted. 


W. Lee Helms, of New York, New York, for plaintiffs. 
Harry Price, of New York, New York, for defendants. 


Incu, C. J.: 


In this civil action plaintiffs make an application for an injunction pendente lite 
claiming that such relief is necessary to protect its business in the distribution of a 
novel plastic toy. This application is supported by the complaint, affidavits, and 


photograph exhibits. 
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The complaint charges infringement of a design patent, but it is unnecessary to 
here pass upon this alleged infringement for there is likewise charged unfair com- 
petition by defendants by a deceptive and unnecessary copying of this plastic toy of 
plaintiffs. It is in regard to this question of unfair competition that I confine this 
decision. 

I see no necessity to expand this opinion by some details which plainly appear 
elsewhere in the record, for the reason that it appears to me that if defendants had 
secured and used the actual dies and other apparatus of plaintiffs by which this toy 
was produced by them, defendants’ product would not have been a plainer copy. 

I do not depend on the mere color for my conclusion, for it is based on some- 
thing very much more definite, that is, on a plain copy of the grotesque appearance 
of the head and body of both plaintiffs’ and defendants’ toy, as well as its novelty 
feature. In other words, to me the defendants have exactly put on the market, in 
unfair competition with plaintiffs, a toy that would reasonably mislead any one as to 
the source of manufacture. In addition it is alleged that defendants have sold this 
product in boxes similar to those of plaintiffs, but “unmarked,” thus adding to the 
deception. At atime when plastic novelties were, in regard to demand, slowing up, 
plaintiffs’ toy was placed on the market and met with instant acceptance and suc- 
cess. This particular toy, because of its uniqueness in appearance, became recog- 
nized throughout the trade and public generally as a Topic Toys product. There 
is, therefore, sufficient evidence before me, in my opinion, to establish a ‘“‘secondary 
meaning” as to the item. Plaintiffs’ toy is so markedly distinctive, especially as 
to the grotesque head of the chicken, that the exact copy of this toy by defendants 
could not be a slight variation of other forms of the same kind, and its immediate 
success on the market indicated to buyers a single source, that is, Topic Toys. 

Counsel for plaintiffs properly urges that defendants’ article is a ‘““Chinese copy 
of plaintiffs’ unique and distinctive form.” 

In such circumstances there is authority and necessity for the issuance of a pre- 
liminary injunction. Lucien Lelong, Inc. v. George W. Button Corp., 50 F. Supp. 
708 [33 T. M. R. 399], (Judge Clancy) ; Matchabelli, Inc. v. Anhalt & Co. Inc., 50 
U.S. P. Q. 453 (Judge Coxe). “The duration of user required to create a ‘second- 
ary meaning’ can be measured by no accurate test.” Nims Unfair Competition, 38A ; 
Gillette Safety Razor Co. v. Triangle, 4 F. Supp. 319-322 [23 T. M. R. 334] ; Bar- 
ton v. Rex Oil Co., 2 F. 2d 402-405. The New York cases likewise support the 
issuance of a temporary injunction where the imitation is calculated to, and it plainly 
appears that it may, deceive or confuse a customer. Town Taxi Service Corp. v. 
Green. Cab Co., 38 N. Y. S. 2d 529; Robert Reis & Co. v. Herman B. Reiss, Inc., 
63 N. Y. S. 2d 786 [36 T. M. R. 182] ; International Latex Corp. v. Schleinberg, 
263 App. Div. 861. 

From the affidavits submitted, it is my opinion that defendants’ toy would, in 
fact, deceive an ordinary buyer and justifies the protection which the law gives to 
plaintiffs in such circumstances. Accordingly, upon filing a bond of twenty-five 
thousand dollars ($25,000) in the usual form, plaintiffs will be entitled to a tem- 
porary injunction forbidding defendants putting on the market of a toy such as has 
been here complained of by plaintiffs, which is a copy of plaintiffs’ toy, and further 
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forbidding that such toy be marketed by defendants in “unmarked” boxes by which 
the source of same is unidentified and concealed. 
Motion granted in accordance with the above decision. 







WEST COAST LUMBERMEN’S ASSOCIATION vy. LION LUMBER 
CORPORATION, et At. 


No. 11792—U. S. D. C. D. N. J—November 4, 1949 










TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of two pentagonal figures—each having the form of a shield— 
joined by two horizontal bars, between which is imprinted a grade mark, the left shield bear- 
ing the words “West Coast” and the right shield bearing the word “Lum-Ber,” held confus- 
ingly similar to composite mark consisting of two pentagonal figures—each having the form 
of a shield—joined by a horizontal line, the left shield bearing the words “West Coast” and 
the right shield bearing the letters “Lbr-Bur,” used on similar goods. 
CourTS—PRELIMINARY INJUNCTIONS—GENERAL 
Temporary injunction granted where defendant’s continued use of colorable imitation of 
plaintiff’s mark is likely to cause irreparable injury to plaintiff's reputation, good will, and 
business, and where restraint is not likely to cause hardship or injury to defendant’s business 
and good will. 
TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScCOPE OF RELIEF—PATRICULAR 
INSTANCES 
Upon furnishing appropriate bond, plaintiff’s motion for preliminary injunction granted 
to extent of restraining colorable imitation of plaintiff’s composite mark; but injunction will 
not restrain defendant’s use of term “West Coast,” except in conjunction with particular 
trade-mark here in question. 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—GEOGRAPHIC TERMS 
“West Coast” held primarily geographical as applied to lumber. 





















Trade-mark infringement and unfair competition suit by West Coast Lumber- 
men’s Association against Lion Lumber Corporation and Louis G. Gordon. Plain- 
tiff’s motion for interlocutory injunction granted. 







Carpenter, Gilmour & Dwyer, of Jersey City, New Jersey, for plaintiff. 
Walter R. Whiteburst, of Newark, New Jersey, for defendant. 






SmitTH, D. J.: 










This is a civil action under the Trade-Mark Act, Act of July 5, 1946, 15 
U.S. C. A. 1051, et seg. The complaint, which follows the usual pattern, charges 
the defendants with trade-mark infringement and unfair competition, and prays for 
the usual injunctive relief. The action is before the Court at this time on the motion 
of the plaintiff for an interlocutory injunction. 

The motion is predicated solely on the verified complaint of the plaintiff, the 
affidavits of the plaintiff’s employees, and the exhibits annexed to the said affidavits. 
The allegations of fact contained in this record are apparently not disputed by the 
defendants, who have filed no counter affidavits. The opposition of the defendants 
to the present motion rests solely on the legal arguments advanced in their briefs. 
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Facts 
I 








The plaintiff is a voluntary association incorporated under the laws of the State 
of Washington. The members of the association are engaged in the manufacture and 
sale of lumber. The corporate defendant is a corporation organized under the laws 
of the State of New Jersey and is engaged in the retail sale and distribution of lum- 
ber. The individual defendant is an officer of the latter corporation. 









II 


The plaintiff is the owner of two trade-marks (Trade-Mark 368,989 and Trade- 
Mark 368,990), which were lawfully registered under the Act of February 20, 
1905, as amended, on July 11, 1939. Pursuant to the provisions of the Act of July 
5, 1946, supra, and the rules promulgated thereunder (Rules of Practice in Trade- 
Mark Cases, Section 100-301), the plaintiff republished the said trade-marks. The 
‘4 specific allegations of the complaint are directed to the infringement by the defend- 


ants of trade-mark 368,990. 










III 






The specific trade-mark in issue at this time is described as follows: two 
pentagonal figures—each having the form of a shield—joined by a horizontal line. 
The left shield bears the imprint “West Coast” in block letters arranged in char- 
acteristic design; the right shield bears the imprint ‘““Lbr-Bur”’ in block letters ar- 
ranged in characteristic design." The form in which the trade-mark is actually 
used differs from that disclosed in the application for registration in that the right 
shield is depicted blank in the said application. 










IV 






The trade-mark is and has been used by members of the association to identify 
lumber of their manufacture and of the species common to the west coast—Cali- 
fornia, Oregon and Washington, and the quality and grade thereof. It appears from 
one of the affidavits that the trade-mark as thus used has been known in the trade 
for many years. 
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V 







The corporate defendant, which is neither a manufacturer of lumber nor a mem- 
ber of the association, has used a colorable imitation of the said trade-mark to 
identify lumber sold and distributed by it. This colorable imitation is described 
as follows: two pentagonal figures—each having the form of a shield, joined by two 
horizontal bars, between which there is imprinted a grade mark, to wit, the numbers 
1, 2, etc. The left shield bears the imprint “West Coast” in block letters arranged 
in a characteristic design identical with that of the plaintiff's trade-mark; the right 
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shield bears the imprint “Lum-Ber” in block letters arranged in characteristic 
design, likewise identical with that of the plaintiff’s trade-mark.* The slight modi- 
fication adopted by the corporate defendant is not sufficiently distinctive to dispel 
our conclusion that its mark is a colorable imitation of the plaintiff’s trade-mark. 


VI 


The continued use by the corporate defendant of the colorable imitation herein- 
above described is likely to occasion irreparable injury to the good will, reputation 
and business of the plaintiff. The temporary restraint of the defendant’s use of this 
colorable imitation is not likely to cause injury to the good will, reputation and busi- 
ness of the defendant; the nature of its business is such that any other appropriate 
mark will adequately identify the product sold and distributed by it. 


Conclusions 
I 


The mark used by the corporate defendant to identify its lumber is a colorable 
imitation of the trade-mark adopted by the plaintiff and used by its members for 
many years to identify lumber of their manufacture. The continued use by the 
corporate defendant of this colorable imitation is likely to occasion irreparable 
injury to the good will, reputation and business of the plaintiff and its members. 


II 


A temporary injunction directed solely to the use by the corporate defendant of 
the colorable imitation is not likely to be productive of hardship, oppression or in- 
justice. 


Iil 


The plaintiff’s motion for a temporary injunction will, therefore, be granted upon 
its furnishing a bond in an amount sufficient to indemnify the defendants against 
loss or damage. The injunction, however, will be directed solely against the use by 
the defendants of the colorable imitation herein described and will not be extended 
to the use by the defendants of the term “West Coast.” This term, except in con- 
junction with the particular trade-mark here in question, is primarily geographical 
and its use may not be enjoined. 


IV 


The plaintiff will prepare and submit to the Court, on notice to the defendants, 
an order or decree consistent with these findings of fact and conclusions of law. 
The amount of the bond will be fixed by the Court on settlement of the order or 


decree. 


LION 


2. Reproduction of defendant’s mark follows: Rs 1 7 
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39 T. M. R. PRO-PHY-LAC-TIC v. HUDSON 


V 


The issues raised by the defenses asserted in the brief of the defendants are not 
decided. The determination of these issues must await the trial of the action on the 


merits. 


PRO-PHY-LAC-TIC BRUSH COMPANY v. HUDSON PRODUCTS, INC. 
No. 9674—U. S. D. C. D. N. J—November 4, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Denture cream for holding false teeth held goods of substantially the same descriptive 
properties as denture powder for the same purpose. 
TRADE-MARK INFRINGEMENT—TEST—GENERAL 
In determining whether similarity of marks is sufficient to require restraint, test is 
whether ordinary purchaser in exercise of ordinary care and caution would be misled or 
deceived. 
In determining question of likelihood of confusion, Court must decide each case on its 
own facts; prior decisions are helpful but not controlling. 
TRADE-MArKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
Sufix “grip” of both marks held descriptive of the qualities of the products. 
TRADE-MARKS—MARKS NOT CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“PolieGrip” held not confusingly similar to “Perma-Grip,” used on identical goods, 
under 1905 Act. 


Trade-mark infringement suit by Pro-phy-lac-tic Brush Company against Hud- 


son Products, Inc. Complaint dismissed. 


McCarter, English & Studer, of Newark, N. J. (Dike, Calver & Porter, and George 
P. Towle, Jr., of Boston, Mass., of counsel) for plaintiff. 

Thomas J. Brogan, of Jersey City, N. J. (James F. Hoge, Lenore B. Stoughton, and 
George M. Chapman, of New York, N. Y., of counsel) for the defendant. 


MEANEY, D. J.: 
Findings of Fact 


1. This is an action alleging infringement of plaintiff's trade-mark ‘“Perma- 
Grip” brought under the Trade-Mark Act of 1905, 15 U. S. C. § 96 (now revised 
15 U.S. C. § 114 et seq.). 

2. Plaintiff is the owner of the registered trade-mark ‘Perma-Grip” for a 
denture powder for holding false teeth. 

3. Defendant uses “PolieGrip” as a trade-mark for a denture cream for hold- 
ing false teeth. 

4. Plaintiff seeks to enjoin defendant from using “PolieGrip” as a trade-mark 
for a denture cream and to recover damages. 

5. The merchandise for which the trade-marks in question are used has sub- 
stantially the same descriptive properties. 

6. Plaintiff’s trade-mark was in use prior to defendant’s. 

7. Plaintiff’s ““Perma-Grip” is a powder contained in a can and packaged in an 
orange, white and red cardboard carton. Defendant’s ‘“PolieGrip” is a cream 
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contained in a metal tube and packaged in a brown, white and tan cardboard car- 
ton. ‘“Perma-Grip” is printed in thin black lettering on an orange background. 
“PolieGrip” is printed on its package in large bold tan letters on a white back- 
ground. 

8. The name “PolieGrip” was adopted by the defendant subsequent to its use 
of the term “Polident” for a powder manufactured by defendant and advertised 
extensively since 1936 as a cleaning powder for false teeth, or “dentures” as Nice 
Nellydom would have it. 

9. Plaintiff's salesmen, Cloud, conducted a survey in several southern states 
calling on druggists. After identifying himself as representing the Pro-Phy-Lac- 
Tic Brush Company he would usually ask, “Do you carry our denture powder?” 
Cloud testified that on many occasions he was handed a package of defendant’s 
product “PolieGrip” or the druggist pointed to a package of “PolieGrip” on a shelf 
with the response “Is this yours?” 

10. Jules Lennard, Sales Administrator of the Block Drug Company, a firm 
affiliated with defendant, conducted a survey in some of the same states covered 
by plaintiff’s salesman Cloud making purchases of “Perma-Grip” and “PolieGrip.” 
Lennard testified that on no occasion was he handed one when the other was asked 
for. 


















Discussion 










This action was brought under the Trade-Mark Act of 1905, 15 U. S.C. § 
33 Stat. 728 (now revised, 15 U. S. C. § 1114, 60 Stat. 437) and 15 U.S. C. § 
33 Stat. 729 (now revised, 15 U. S. C. § 1116, 60 Stat. 439). The pertinent pro- 
visions of the Act, 15 U. S. C. § 96 are: 











.... Any person who shall, without the consent of the owner thereof, reproduce, counter- 
feit, copy, or colorably imitate any such trade-mark . .. . in connection with the sale of 
merchandise of substantially the same descriptive properties . . . . shall be liable to an 
action for damages... . 







Plaintiff argues that its mark is infringed because: 






1. Each mark is composed of two parts which are separated by a hyphen or its 
equivalent. 
2. The first word or part of each mark has two syllables. 
3. Each mark begins with the letter “P.” 
4. The accent is on the first syllable in each case, so that there is a rhythmic identity. 










These statements are true, but they do not solve the problem; they tend to show 
similarity but the ultimate question is whether the similarity is likely to cause con- 
fusion. 

Plaintiff has introduced testimony of the result of a survey intended to show 
that actual confusion exists. This survey was not conducted in a manner simulating 
actual purchase conditions, however, and usually the names of the products were not 
mentioned until after the druggist had referred to one or the other. The survey 
conducted by the defendant seems to have more nearly simulated actual purchase 
conditions. The results of defendant’s survey tend to show that no actual confusion 
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exists. At any rate, the court remains unconvinced of the existence of actual confu- 
sion. 

In determining whether the similarity is sufficient to require restraint the court 
must inquire whether the ordinary purchaser in the exercise of ordinary care and 
caution would be misled or deceived, McLean v. Fleming (1877), 96 U. S. 245. 
Judge Kalodner in Alexander Young Distilling Co. v. National Distillers Products 
Corporation (D. C. E. D. Pa. 1941), 40 F. Supp. 748 [31 T. M. R. 389], aff'd. 
per curiam 127 F. 2d 727, said, “. . . . similarity per se in sound or appearance of 
the trade-mark is not the true criterion. It is only a step taken in the process of 
analyzing or judging the true criterion. The test actually is: Will the similarity 
cause confusion ?” 

In the course of its deliberations the court has considered many cases on trade- 
mark infringement involving similar names. However, it must decide the question on 
the facts of this particular case; precedents are not conclusive. La Touraine Coffee 
Co. v. Lorraine Coffee Co. (2 Cir. 1946), 157 F. 2d 115 [36 T. M. R. 271], Cert. de- 
nied 329 U. S. 771. Prior decisions are helpful only as laying down general principles. 
Glenmore Distilleries Co. v. National Distillers Products Corp. (D. C. Va. 1938), 
23 F. Supp. 928 [28 T. M. R. 485], aff'd 101 F. 2d 479 [29 T. M. R. 305]. In 
the final analysis the decision becomes a matter of the application of such general 
principles to the factual situation actually obtaining in the instant case. The court 
among other things is called on to ascertain what it believes would be the reaction 
of that mythical being “the ordinary purchaser.” It does not seem likely that such 
a purchaser, using the ordinary attention displayed by even the casual buyer of 
merchandise, would become so confused as not to be able to distinguish between 
the bisyllabics “Poli” and “Perma.” Auricularly they are sharply distinct, despite 
the fact that they begin with the same lene consonant, the voiceless labial mute, P. 

The sole inference of colorable imitation is directed to the general similarity 
of aural representation, as the packaging, printing, and package hues are in no wise 
alike. True, the suffixes of the marks are identical; but the word “grip” is descrip- 
tive of the qualities of the products and hence is not to be regarded as the dominant 
portion of either mark. See West Disinfecting Co. v. Lan-O-Sheen Co. 
(C. C. P. A. 1947), 163 F. 2d 566 [37 T. M. R. 657]. 


PISS ER ai eae 





Conclusions of Law 


’ 


1. The trade-marks “Perma-Grip” and “PolieGrip” are not so alike in sound 
Or appearance as to cause purchasers or prospective purchasers to be confused. 

2. Defendant has not colorably imitated plaintiff’s trade-mark within the mean- 
ing of the Trade-Mark Act. 
An order may be submitted in conformity herewith. 


TT 
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THE NEW YORKER HOTEL CORPORATION vy. PUSATERI, Et At. 
No. 5486—U. S. D. C. W. D. Mo—November 3, 1949 


TRADE-NAMES—SECONDARY MEANING—GEOGRAPHICAL TERMS 

While undoubtedly there are other “New Yorker” hotels, “New Yorker” held geograph- 
ical term which has acquired secondary meaning identifying plaintiff's hotel, except in local 
circles, such as Kansas City or some other place where there may be a hotel of such name, 
and is entitled to protection accorded such geographical names under such circumstances. 

UnFarir CoMPETITION—BASIS OF RELIEF—GENERAL 

Mere distance or disparity in size, while not determinative, should be considered in decid- 
ing question whether confusion is likely to result from use of two names involved. 

On facts of record, held there is no evidence of misrepresentation, bad faith, or simula- 
tion of symbols, tokens or advertising, or that defendants are taking a “free ride” on plain- 
tiff’s name. 

New York sky line, like Statute of Liberty, belongs to the world; and there is marked 
similarity between uniforms worn by bell boys in many different hotels. 

Courts—EVvIDENCE—J UDICIAL NOTICE 

It is a matter of common knowledge that there are many hotels throughout the country 
bearing the same names but having no connection with one another and which are non- 
competing and not confused with on another. 

TravpE NAMES—NAMES Nor CONFUSINGLY SIMILAR—PARTICULAR INSTANCES 

“Pusateri’s New Yorker Hotel,” used on hotel in Kansas City, held not confusingly similar 
to “Hotel New Yorker” where the name “Pusateri’s” was well known in the local res- 
taurant and bar business and defendants had succeeded to and operated the “New Yorker 
Restaurant” for eight years a few doors from their present location. 


Unfair competition suit by The New Yorker Hotel Corporation against Gus 
Pusateri and James Pusateri. Judgment for defendant dismissing complaint. 


Henry I. Eager and Blackmar, Newkirk, Eager, Swanson & Midgley, of Kansas 
City, Missouri, for plaintiff. 

Hershel H. Goodman and Bernard T. Hurwitz, of Kansas City, Missouri, for de- 
fendants. 


Duncan, D. J.: 


This is an action for damages for unfair trade practices charged against the 
defendants through the operation of a hotel, restaurant and bar in Kansas City, 
Missouri, under the name of “The Hotel New Yorker” or “New Yorker Hotel” or 
“Pusateri’s New Yorker Hotel.” 

Plaintiff is a New York corporation and the defendants are residents of Kansas 
City, Missouri. 

There is no serious dispute as to the facts upon which the plaintiff bases its con- 
clusion that it is entitled to injunctive relief. Since January, 1930, the plaintiff has 
operated a hotel in the City of New York under the name of “Hotel New Yorker” 
located at 34th Street and Eighth Avenue. It contains 2,500 rooms and is modern 
in every particular, including recreational features, dining rooms, restaurants, ban- 
quet rooms, facilities for industrial, business and trade displays, conventions, and 
large meetings of all kinds. 
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Its clientele comes from all over the United States and many foreign countries. 
It is probably one of the best known hotels in the United States, and among its 
patrons are included several thousand from Missouri each year, and several hundred 
from Kansas City. It has issued credit cards to a large number of persons through- 
out the country—nearly 400 of whom are in Kansas City. It has a highly organ- 
ized business promotion division, the duty of which is to solicit patronage from 
various groups throughout the United States who anticipate holding conventions, 
business conferences and other types of meetings in New York City, as well as from 
individual guests, and to this end, large sums of money have been expended in 
various types of advertising in newspapers, magazines and periodicals, advertising 
plaintiff's facilities. 

From 1943 to 1948 more than $666,000.00 was expended in such advertising, and 
it is reasonable to assume that in the future, because of the greater competition 
and less demand for hotel accommodations by the public generally than during the 
war period, that such sums necessary to be expended for advertising will be con- 
siderably increased. 

Plaintiff’s advertising media during that period was circulated in Kansas City 
through trade journals, department store publications, some newspapers and other 
types of advertising, the readers of which usually patronize hotels of the type of 
plaintiff's. 

Through the conduct of its business the plaintiff enjoys an outstanding reputa- 
tion as a hotel, so operated and conducted as to satisfy the demands of the most 
exacting among the traveling public. In a general way, to refer to the name “Hotel 
New Yorker” implies the plaintiff’s hotel. It has no chains or branches in any other 
city of the United States. The name “Hotel New Yorker” is displayed prominently 
by a large sign on plaintiff’s hotel. 

The defendants, brothers, have been engaged in serving food in Kansas City 
for approximately thirty years, and during that time they have built up a reputation 
for serving fine food ; they have had several locations in Kansas City. They started 
in a small way, and conducted their business until 1940 under several different 
names, but always associated with the name “Pusateri.” 

From 1920 to 1932 they operated under the name of “Merchant’s Lunch”— 
“Oak Street Tavern”—in 1933 “Pusateri’s Bar” or “Pusateri’s Taproom”—1938— 
‘“Pusateri’s Restaurant.” From about 1934 to 1938 “Pusateri’s Hyde Park” a 
first class eating place located in the Hyde Park Hotel at 35th and Broadway in Kan- 
sas City. 

Prior to 1940 there was operated at 1102-04 Baltimore Avenue in Kansas City 
by persons other than the defendants, the “Milwaukee Delicatessen’ —in 1939 (there 
may be some dispute about this, but I think the record bears it out) the operators 
of the “Milwaukee Delicatessen” changed its name to ‘New Yorker Bar and Res- 
taurant.” The defendants, prior to that time had been operating a restaurant and 
bar under the name of “Pusateri’s Restaurant” at 1213 Baltimore Avenue in Kan- 
sas City, and acquired from the operators thereof, the “New Yorker Bar and Res- 
taurant” located at 1102-04 Baltimore Avenue, as aforesaid. 

The operation at 1213 Baltimore was discontinued and they operated the “New 
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Yorker Bar and Restaurant”’ in addition to “Pusateri’s Hyde Park” in the Hyde 
Park Hotel heretofore described, until about September, 1948, at which time 
they leased the Bray Hotel at 1114 Baltimore Avenue, Kansas City, and disposed 
of the “New Yorker Bar and Restaurant” at 1102-04 Baltimore Avenue. Prior 
to this time they had not been engaged in the operation of a hotel; their activities 
had been confined entirely to the operation of restaurants and bars. 

The defendants’ hotel is nine stories high and 25 feet wide, and contains ap- 
proximately 85 rooms. Following its acquisition by the defendants, they made ex- 
tensive improvements. At the time of the trial between $355,000.00 and $365,000.00 
had been expended in remodeling and improving the hotel building and furnishings, 
and in building and equipping with modern facilities a restaurant and bar on the 
first floor and a small bar room on the second floor. 

There is a small office and lobby in the front of the building, and the bar and 
restaurant are arranged to the rear of this lobby and office. The entrance to the 
bar and the restaurant parallels the front office or lobby to the extent thereof before 
it enters the bar room. The restaurant is immediately back of the bar room and is 
25 feet in width, as is the bar room, being divided by columns or an archway. 

The words “New Yorker’ appears on the floor mats leading to the bar room. 
Across the top of the large plate glass window in front of the office are the words 
“New Yorker.” The letters are about 12 inches in height and are at the extreme 
top of the plate glass and immediately beneath the marquee. Upon the wall of the 
entrance leading to the bar and restaurant, there is a large bronze plaque bearing 
the name “Pusateri’s since 1920.’ Over the entire portion of the glass back of the 
bar is painted, not too expertly or realistically, a view of the New York skyline and 
New York harbor. 

A perpendicular Neon sign about 30 feet in height was erected on the front of 
the building, visible from both directions, north and south. This sign is placed 
several feet from the face of the building. Perpendicularly thereon in large block 
type letters originally appeared the name “New Yorker.” Immediately to the bot- 
tom of such perpendicular portion of the sign and as a part thereof, there is a hori- 
zontal base upon which appears the word “hotel” and below that on the same hori- 
zontal arm, in script in smaller letters is the word “Restaurant.” The sign thus 
read : 


HOTEL 


Restaurant 


Plaintiff’s hotel also has a large sign, as shown by plaintiff's Exhibit 5, which 
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is attached to the front of the building and above the marquee over one of the 
entrances. Upon the sign appear the words “Hotel New Yorker.” The structure 
to which the letters are attached is entirely different in design from that of defend- 
ants’ hotel, as shown by plaintiff’s exhibits 17 et seg. The letters are comparable, 
but not exactly the same. In both signs the letters are of large black block type. It 
would appear that there is nothing unusual or particularly distinctive about such type 
of letters. 

Linens, towels, ash trays, soap, coat hangers, napkins, sanitary glass covers 
and other accessories incident to the operation of a hotel either bore the name 
“Hotel New Yorker” or “New Yorker” or “New Yorker Hotel.” 

Prior to the opening of the hotel, considerable advertising was prepared and 
inserted in numerous advertising facilities in and about Kansas City, such as the 
“Buyer’s Guide’—‘“Tavern Talk’—programs and other publications. The 
telephone book carried the listing ‘““New Yorker Hotel” and the listing was repeated 
in the classified hotel section as ‘““Hotel New Yorker.” 

Most of the advertising incident to the opening of defendants’ hotel either 
used the title ““Pusateri’s New Yorker Hotel” or “Pusateri’s Hotel New Yorker” 
and in practically every instance where the name “Pusateri’s” did not precede the 
words “New Yorker” the name was prominently displayed and referred to in such 
advertising. 


so 99 


In all of the advertising, since the addition of the name “Pusateri’s” to the top 
of the sign on the front of the building, the hotel has been designated as “Pusateri’s 


New Yorker Hotel.” In a few instances some classified advertisements have been 
inserted in the name of “Hotel New Yorker” or “New Yorker Hotel” without the 
use of the name “Pusateri’s.” 

A large number of notices were sent out by the defendants announcing the open- 
ing of the hotel, including one to the plaintiff. Upon learning of the proposed open- 
ing the ‘““New Yorker Hotel” in Kansas City by the defendants, the plaintiff wrote 
them a letter protesting the use of the name, and demanding that they discontinue 
its use, claiming the sole right to the use of such name. 

After such notice and either just before or shortly after this suit was brought, 
defendants added to the perpendicular sign the name “Pusateri’s.”” This was done 
by adding an arm to the top of the sign horizontally, and placing thereon in script, 
the name “Pusateri’s” corresponding to word “Restaurant” at the bottom, thus 
making the sign in the shape of an “I” and now reading: 


Pusateri’s 


N 
E 
W 


HOTEL 


Restaurant 
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The building immediately to the north of the defendants’ nine story building is 
a one story structure, thus leaving most of the side of defendants’ building exposed 
to view, and along the side thereof, near the top, defendants, at the time of the 
opening, had caused to be painted in large letters, the words ‘““Hotel New Yorker.” 
At the time the change in the front sign was made, there was added to this sign im- 
mediately above the words ‘““New Yorker” the name “Pusateri’s on the front of 
the hotel, thus making this sign also read: 


Pusateri’s 
NEW YORKER 
nOVe LL 


Restaurant & Cocktail Lounge 
Completely Air Conditioned 


Over the entrance a marquee was constructed across the entire width of the 
building and extending over the sidewalk. (Plaintiff’s Exhibit 18.) 

At the top of the marquee and attached thereto on the north and south sides 
thereof, the name “Pusateri’s” appears in large letters. The marquee is constructed 
of stainless steel and the letters apparently of like material. The letters extend 
entirely across the marquee, which is probably ten feet in width. The “P” and “T”’ 
in the word “Pusateri’s’” are considerably larger than the other letters, and in 
height are approximately two feet. The other letters are a foot or more in height. 
Below these letters and along the north and south sides of the marquee and attached 
thereto are the words “Famous Steaks and Cocktails.” (Ex. 23.) All of the let- 
ters are Neon lighted. 

At the time of the trial the defendants were continuing to use such supplies as 
towels, glass covers and other daily hotel necessities bearing only the name “New 
Yorker” and “New Yorker Hotel”; it was testified by James Pusateri that it was 
impossible to change the lettering upon these supplies, particularly the towels, 
blankets and other things into which the name had been woven, but that as rapidly 
as replacements weve necessary, they were adding the name “Pusateri’s” to the name 
“New Yorker Hotel.” The stationery was changed to include the name “Pusateri’s.” 
The laundry lists which were supplied by the laundries had not been changed by 
adding the name “Pusateri’s.” 

The manager of “Pusateri’s New Yorker” testified that the uniforms of the 
bell boys were beige and maroon. The plaintiff contended that they are maroon 
and gray and correspond exactly in color to the uniforms of plaintiff’s bell boys. 
The distinction is probably the difference between tweedle-de-dee and tweedle-de- 
dum, so far as color is concerned. 

There was no evidence to show that the hotels are in competition or that at 
this time the plaintiff has sustained any damage, and it admits that it proved no 
damages, and it claims none. 

The foregoing I believe to be a fair statement of the facts about which there 
is little controversy. 

The plaintiff contends that by reason of the extensive publicity and advertising 
campaign conducted by it over a long period of time throughout the entire country, 
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and the patronage which it has attracted, it has attained for its name a secondary 
meaning which entitles it to the exclusive use thereof, in the operation of a hotel. 
That although there might be no actual competition, the mere use of the name by 
another might tend to confusion or suggest association of the enterprises and result 
in reflection upon plaintiff’s reputation, thus resulting in loss of trade and patron- 
age. 

I agree with plaintiff that its name has attained a secondary meaning of signifi- 
cance. Outside of local circles, t.e., Kansas City, or some other city where there 
may be a hotel of such name, a reference to the name “Hotel New Yorker” would 
imply—and the inference would be clear—the plaintiff’s hotel. 

Defendants contend that the name “New Yorker” is a geographical name and is 
not subject to exclusive appropriation by any person. Plaintiff disagrees with the 
contention. I think it is a geographical word, but that does not render it incapable 
of attaining a secondary meaning and of exclusive appropriation subject to the 
rules of law applicable under such conditions. The rule was well expressed in 
Western Auto Supply Co. v. Knox, 93 F. 2d 850 [28 T. M. R. 112] where it was 
said : 








Confined to their primary meaning, geographical words and words which are merely 
descriptive of the merchandise are not capable of exclusive appropriation. But, where 
words of that character have been used so long and so exclusively by a trader or distributor 
with reference to his merchandise that they are generally understood to mean and denote 
such merchandise, they acquire a secondary meaning quite apart from their primary sig- 
nificance and he may restrain their perfidious use by another if it causes deceit and injures 
his business. (Emphasis supplied.) 


ane ae Or aes fe ge aS 





Or as said in another case, R. W. Eldridge Co., Inc. v. Southern Hdkf. Co., 
23 F. Supp. 179: (1. c. 184) [28 T. M. R. 308] 



















But it is well settled, we think, that a geographic name or term may acquire such a 
secondary meaning as to remove it from the “generic” or “descriptive” designation which 
renders it incapable of individual appropriation, and make it subject to rights which equity 
will, within proper limits, protect. In other words, a geographic name can, and frequently 
does, acquire a meaning which causes it to become something other than merely geo- 
graphic, or solely geographic, or only geographic. 





While, undoubtedly, there are other “Hotel New Yorkers” or “New Yorker 
Hotels” they are of little prominence as compared to the plaintiff, and I am con- 
vinced that plaintiff's name, by reason of its national and international promi- 
nence, has attained a secondary meaning and is entitled to the protection that such 
geographical names, under such conditions, are entitled to. 

I cannot agree with the suggestion that adding the letters “er’’ to the words 
“New York” make it “fanciful” rather than “geographic.” I think the words 
“Hotel New Yorker” or “New Yorker Hotel” or “New Yorker” are neither “odd,” 
“fanciful,” “strange” or in any respect unusual. 

In its ordinary meaning it would designate a citizen or former citizen of New 
York, which certainly cannot be adopted or appropriated exclusively, any more than 
the word “Missourian” or “Pennsylvania” may be, unless the requirements necessary 
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to acquire a secondary meaning are clearly met. There is a greater burden upon 
one claiming such distinction than there is respecting “Fanciful” names. 


Equity gives a greater degree of protection to “fanciful” trade names than it accords to 
names in common use. Stork Res. v. Sahati, 166 F. 2d 1. c. 355 [38 T. M. R. 431]. 


Having determined that the name is a “geographical’’ one and that it has by its 
wide publicity and patronage attained a secondary meaning, the question is whether 
or not there is reasonable likelihood of confusion in the use of the name “Pusateri’s 
New Yorker Hotel & Restaurant.” 

The fact that plaintiff's hotel has 2,500 rooms, with a world-wide reputation as 
one of the greatest hotels, 1,250 miles from Kansas City, the location of defendant’s 
hotel, which hotel is 25 feet wide and nine stories high, containing 85 rooms, may 
not if itself settle the question. Stork Res. v. Sahati, supra. 

Mere distance or disparity in size is not determinative of the question of com- 
petition or likelihood of confusion, but I think such facts should be considered along 
with others in determining the question of whether there is a possible danger of 
confusion of identity, resulting in damage to reputation and credit and loss of pres- 
tige. 

Plaintiff has cited many cases where the use of trade names has been enjoined. 
In most of those cases the names fell within the “fanciful” name class, or the wrong- 
doers by advertising, tokens and other means were imitating the business whose 
name they had appropriated. They were taking a “free ride’”—“reaping where they 
had not sown.” That is not the situation here. There is no evidence here that the 
defendants are taking a “free ride” on plaintiff's name, or are “reaping where 
they have not sown.” Nor am I able to find any evidence of the use by them of 
symbols, or tokens or simulated advertising aside from the name itself. 

For eight years the defendants had operated the “New Yorker Restaurant,” a 
few doors from their present location. They acquired the name with the business, 
the name having been changed by the former owner from “The Milwaukee Delica- 


tessen” (a geographical name) to the “New Yorker Restaurant” (another geo- 
graphical name). It was a name which they continued to use without protest, until 
they acquired the hotel. They had “sown” in this “field” and from 1943, three 
years after they acquired the business, until September 27, 1948, the date the hotel 
opened, they reaped to the extent of $1,201,036.09. Broken down into annual re- 


ceipts it was: 


$135,346.44 

186,974.90 

235,052.12 

246,104.37 

222,695.78 

175,462.48 (Jan. 1 to Sept. 27) 


The earnings for the first three years were not made available. 
The plaintiff in its reply brief concedes that it could not have complained of the 
use of the name “New Yorker” in connection with the bar and restaurant, even 
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if plaintiff had known of its use. It is joining thereto the word “hotel” to which 
it complains. 

It is not unusual that after the use of the name “New Yorker” in a prosperous 
business for eight years defendants should take it with them when they acquired the 
new business, and add thereto the word “hotel” to designate their new business. 
The word “hotel” is one that any one may use to describe such an enterprise. So 
they combined a name which they long had rightfully used and a word which no 
one may exclusively appropriate. 

These facts seem to negative any accurate charge of bad faith on the part of the 
defendants in the choice of the name, and should be a complete answer to a charge 
of a “free ride” on plaintiff's reputation. 

Plaintiff says that the similarity of colors of the uniforms and the New York 
skyline and waterfront upon the glass back of the bar are symbol designed to con- 
fuse. As heretofore stated, the scene is a rather poor reproduction of New York’s 
skyline and waterfront. The uniforms are similar in color. I think we may safely 
say that the view of New York skyline, like that of the Statue of Liberty, belongs to 
the world. There is a marked similarity between uniforms worn by bell boys in 
many different hotels. 

The evidence does not reveal that defendants have at any time been guilty of 
misrepresentation, or by any manner or means have they attempted to confuse the 
public as to a connection between the two hotels. On the contrary, as heretofore 
stated, in practically all of their advertising they have connected with the name of 
the hotel the name “Pusateri’s’” which was well known in the restaurant and drink 
business in Kansas City. 

The inference I draw from the evidence—advertising exhibits mostly—is that 
defendants were attempting to simply continue what they had and add to it—a con- 
solidation of such good will as the name “New Yorker” had developed as a res- 
taurant and bar with that of the name “Pusateri’”’ in the various locations where 
they had operated. 

We know as a matter of common knowledge that there are many hotels through- 
out the country which bear the same names, but have no connection with one an- 
other, and are in no sense competitive, are not confused with one another, and are 
not likely to be confused. Seeing the name “Congress Hotel’ in Kansas City is 
not likely to be confused with the same name in Chicago. The same may be said 
of the many—‘‘Ambassador” — “Pennsylvanian” — “Broadmoor” — “Mayflower” 
hotels and scores of others throughout the country. 

Plaintiff produced two witnesses who were “seasoned travellers” familiar with 
plaintiff's hotel and others in New York and other cities, who said that upon see- 
ing defendants’ sign they wondered if it had any connection with plaintiff's hotel. 
On cross examination such witnesses had not felt such reaction to the names of 
other hotels in Kansas City which bore the same names as nationally and interna- 
tionally known hotels of the same name elsewhere. 

In its effort to show that defendants may operate their hotel in such manner as 
to reflect upon its good name, plaintiff attacks the reputation of defendants. De- 
fendant James Pusateri admitted that they illegally sold intoxicating liquor in their 
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restaurants during prohibition. Plaintiff also sought to show that defendant Gus 
Pusateri, who did not testify, has been convicted of violating the liquor law. The 
offer was denied on the ground that the conviction was more than sixteen years ago— 
during the “dry era.” 

There is no evidence that the defendants have not conducted themselves in an 
upright manner in the conduct of their business since long before they began using 
the name “New Yorker.” The amount of their investment is such that they are 
likely to continue to do so. 

So long as the name “ Pusateri’s’”—a name well known in the restaurant and bar 
business in Kansas City—precedes the name “New Yorker Hotel” I am unable to 
find that there is any reasonable possibility of confusion of names or likelihood of 
associating this hotel or the management thereof with plaintiff’s hotel in any man- 
ner or form that would result in damage or injury to plaintiff or its good name, or 
in any wise result in damage to it. 

In view of the foregoing, the finding and judgment will be and is against plain- 
tiff. It is so ordered. 





SCHREIBER MILLS, INC. v. O. A. COOPER COMPANY, INC. 
No. 38-48—U. S. D. C. D. Neb.—November 2, 1949 


TRADE-MarKs—Marks Nor ConFusINGLy SIMILAR—PARTICULAR INSTANCES 

“Sweet Lassy” and “Lassy” held not confusingly similar to “Pro-lass,” “Lasso,” and 
“Molasso.” 

“’Lasses” held not confusingly similar to “Lassy.” 

TRADE-MARKS—Worps SuBJECT TO EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 

“Lassy” and “Sweet Lassy” held fanciful and subject to appropriation as trade-marks for 
cattle food, though “Sweet” alone is merely descriptive. 

Courts—Conriict oF LAws—GENERAL 

Federal law held controlling in determining protection of plaintiff’s federally registered 
technical trade-marks, and state law governs questions of unfair competition and secondary 
meaning rights. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—BASIS OF RELIEF—GENERAL 

Test of infringement of technical trade-mark is whether ordinarily prudent purchaser is 
likely to be deceived. 

Proof of formal intent to confuse or of actual confusion is not required. 

In unfair competition cases, proof of intent to palm off is not sole ground of equitable 
relief, and while the purpose of palming off is emphasized, that purpose and the probability 
of its achievement are commonly inferable. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Lassie” and “Lassy” held not merely similar terms but the same word. 

Defendant’s use of other words, such as “Lucky,” “Lumpets” and “Summer” held insuf- 
ficient to avoid infringement. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PARTICULAR 
INSTANCES 

Injunction against defendant’s use of “Lassy” denied because it was never applied to any 
product and its use in a single ad published in three papers by mistake held not to require 
injunction. 

Defendant’s use of “Lassie” in “Lucky Lassie Lumpet” and “Summer Lassie” restrained 
as trade-mark infringement and unfair competition; destruction of advertising material bear- 


’ 
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ing the enjoined word “Lassie” not required; and plaintiff allowed costs but question of 
damages and accounting of profits reserved for further hearing and determination. 
Defendant’s discontinuance of infringing use of “Lassie” should not deter Court from 
entering injunction preventing future infringement. 
Injunctive relief against defendant’s use of “Lucky ‘Lasses Lumpets” and “Summer 
’Lasses” denied. 


Trade-mark infringement and unfair competition suit by Schreiber Mills, Inc., 
against The O. A. Cooper Company, Inc. Judgment for plaintiff granting injunc- 
tion. 


C. Earl Hovey, of Kansas City, Missouri, Watkins & Watkins, of St. Joseph, Mis- 
souri, and Beghtol & Rankin, of Lincoln, Nebraska, for plaintiff. 

Robert Van Pelt and Van Pelt, Marti & O’Gara, of Lincoln, Nebraska, for defend- 
ant. 


DELEHANT, D. J.: 


The plaintiff, a corporation organized under the laws of Missouri, filed its com- 
plaint in this action on August 17, 1948, under its then corporate name of Schrei- 
ber Milling and Grain Company, against the defendant, a Nebraska corporation. 
The matter in controversy exceeds in value the sum of $3,000.00. Whether it be 
premised upon the infringement of a technical trade-mark in violation of statute, 
Title 15 U. S. C. A., Section 1121, or upon diversity of citizenship, Title 28 
U.S.C. A., Section 1332(a) (1), jurisdiction unquestionably exists. And the plain- 


tiff resorts to it and the defendant does not challenge it. 

In its complaint, the plaintiff, basing its claim upon prior origination and em- 
ployment, and upon registration under the National Trade-Mark Law, and upon 
alleged acts of the defendant amounting to infringement and unfair competition, de- 
mands a decree establishing its prior use of, and exclusive right in and to, the trade- 
marks ‘‘Lassy” and “Sweet Lassy” in application to live stock feeds, and adjudging 
that the use by the defendant of the terms “Lassy,” “Lassie” and ‘’Lasses,” or 
either of them, or any phonetic equivalent of them, or either of them, in connection 
with stock feeds constitutes unfair competition and a violation of, and infringement 
upon, the plaintiff's rights; a perpetual injunction against such use; an accounting 
against the defendant of its profits by reason of its use of such names; a judgment 
for damages for such alleged infringement and unfair competition ; the destruction of 
advertising and publicity material incident to the alleged infringement; costs and 
general relief. 

In its answer, the defendant generally admits the use by the plaintiff in the 
stock food trade within a limited area of the term “Lassy” and, inferentially, “Sweet 
Lassy” (though claiming that others had made use prior to the plaintiff of “Lassy’’) 
and its own subsequent employment for a brief period of time in 1948 of brand 
names for certain stock foods containing the word “Lassie’’ and, thereafter and 
still, of brand names for such foods containing the term ‘’Lasses’’; alleges its 
abandonment in its brand names, upon demand by the plaintiff, of the word “Las- 
sie,” denies that, in its actions in the premises, it ever intended to or did engage in 
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unfair competition with the plaintiff or infringe its trade-mark or trade-marks ; and 
prays for the dismissal of the complaint. 

Both the complaint and the answer, each with its supplemental pleading, deal 
with many matters of detail which, the court considers, need not now be set out or 
further summarized. The facts, as the court proceeds to find and announce them, 
have been assembled in full view of the averments of the pleadings. The parties 
conducted during the pendency of the action certain discovery proceedings ; a pre- 
trial conference was held and formal report thereof made; trial was had to the 
court, but only upon the issue of the plaintiff’s right to injunctive relief; and on 
that issue the case has been submitted upon exhaustive briefs of counsel. By 
agreement of the parties trial has not been had of the issue of the plaintiff’s right to 
or the amount of recovery for damages or profits. 

Both parties, through their respective corporate entities and individual predeces- 
sors, have long been engaged in the production and marketing, among other things, 
of various feeds for domestic live stock, the plaintiff having its principal place of 
business at St. Joseph, Missouri, and the defendant having its original and principal 
place of business at Humboldt, Nebraska, and within recent years another plant 
at Beatrice, Nebraska. 

The founder of the plaintiff’s business, still living, and active in its manage- 
ment and operation, is Allen B. Schreiber, Sr. The business has continued for more 
than thirty-one years, probably some where near a half century. The plaintiff enjoys a 
high standing, and its products are highly regarded within its trade territory. It 
is generally and familiarly referred to as Schreiber Mills. The defendant’s business 
was established in 1879 by one O. A. Cooper, now deceased, and it has continued as 
a family operation. It, too, and its products have attained and enjoy a high stand- 
ing in its trade territory. In the course of time, each business passed under cor- 
porate control, but with a comparatively slight actual change, in consequence of 
the persistence in each instance of the founder’s direction, and, in the defendant’s 
case, later that of his descendants. While the general business of the plaintiff has 
always included the preparation and sale of live stock feeds, its relations to the par- 
ticular products and trade-marks or trade names involved in this action are of 
shorter duration. So, too, while the defendant has been engaged for some twenty- 
one years in the stock feed business, its dealings in the precise products and brand 
names before the court have been very recent. 

Prior to a time which may be fixed at about 1924, the plaintiff prepared and 
sold live stock feeds in bulk. Among those feeds were mixtures of ground grains 
with a high molasses ingredient, whose contribution to the composite mass included 
palatability and cohesiveness. Such products were objectionable on the score of 
their accumulation in blocks or chunks of such sizes as to be inedible until they 
were chopped or broken into smaller pieces. 

But by a date shortly prior to the year 1924, Allen B. Schreiber, Sr., had per- 
fected a machine, apparently only for the use of his own company and not shown 
generally to have been manufactured for sale, upon which he obtained a patent or 
patents, by means of which a mixed mass of the feed with a high molasses content is 
forced under pressure and while heated, through round holes of desired diameters. 
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Each machine has several hundred holes of that character bored into a single metal- 
lic plate. Under such pressure, the product emerges from the holes compressed 
into a cylindrical shape. Each cylindrical piece is allowed to attain such length after 
extrusion from its moulding hole that it falls of its own weight upon a drier belt by 
which it is conveyed through a drying process. Thereby, a small parcel of the stock 
food results which the plaintiff in its trade practices characterizes as a “pellet.”” That 
term is not unique with the plaintiff, but is used generally in describing the moulded 
form of any such product. These pellets are produced by the plaintiff in two 
diameters, the smaller, or “pea size” being three-eighths inch, and the larger or 
“range size” being approximately one inch, in diameter. Pellets of both sizes vary 
in their lengths between one-fourth inch and one inch. 

The small masses formed in that fashion are characterized as soft pellets, be- 
cause their component parts are not forced under high pressure into a more con- 
centrated and harder mass. They are naturally subject to some erosive and disin- 
tegrating action through excessive handling and delay in consumption, slightly im- 
pairing the permanent stability of the pellets and producing a fragmented but edible 
dust like residue. However, the method of manufacture and its result are entirely 
practicable in the trade. And a witness for the defendant explained, and the 
court finds, that feeds of the character involved, with a molasses content as high 
as that of the plaintiff’s product—and also part of the defendant’s products, vide 
infra—may be compressed only into soft masses and may not practicably be made 
and marketed as hard pellets. 

It should be observed that while the pellet form is the principal present state 
in which the plaintiff’s products are prepared, it is not the exclusive manner. Some 
of them are in meal form and some in either pellet or meal style. 

Early after the introduction of its pellet product just described, the plaintiff 
devised and applied to it the name “Sweet Lassy”; and from some time in 1924 it 
has marketed the product under that name. On June 24, 1927, it applied to the 
United States Patent Office for the registration in its name of “Sweet Lassy” as a 
trade-mark under the Act of February 20, 1905, for stock feed, in Class 46, Foods 
and ingredients of foods, claiming the initial application date of September 5, 1924, 
and continuous use thereafter. Registration was made and certificate thereof issued 
under date of November 15, 1924. The certificate was renewed under date of 
October 21, 1947, for the term of twenty years from November 15, 1947, on that 
occasion under the Act of July 5, 1946. 

On July 12, 1946, the plaintiff, having theretofore initiated and prosecuted the 
sale of a dog food under the name “Lassy,” applied to the United States Patent Of- 
fice for the registration in its name of “Lassy” as a trade-mark under the Act of 
February 20, 1905, for a dog food composed of certain designated ingredients in 
unstated proportions, in Class 46, Foods and ingredients of foods, claiming the 
initial application date of about November 27, 1944, and continuous use thereafter. 
Registration was made and certificate thereof issued under date of July 15, 1947. 

In the matter of the registration and use by others than the parties to this action 
of trade names or trade-marks alleged by the defendant to be destructively similar 
to those claimed and relied on by the plaintiff (postponing for the present any ex- 
pression of their relevancy or materiality) the court finds the following to be facts. 
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(a) Staley Milling Company, North Kansas City, Missouri, upon application 
to the United States Patent Office therefor, claiming first use as of January, 1939, 
was issued on May 14, 1946, registration certificate for the registration in its name 
of “Pro-Lass” as a trade-mark. And it uses that name in the manufacture and sale 
of a food for hogs with a trade area that is not clearly defined in the evidence beyond 
its inclusion of Missouri and Nebraska. 

(b) Abingdon Milling & Cattle Feeding Company, Abingdon, Illinois, pursuant 
to an application claiming first use as of April, 1914, on March 24, 1931, received 
from the United States Patent Office the registration in its name of the trade-mark 
“Molasso” for stock food, Class 46. The evidence does not establish whether any, 
or what, use has been made of the name by Abingdon Company. 

(c) Application was made, with first publication on November 30, 1937, by 
Southern Milling Company of Augusta, Georgia, claiming initial use in 1927, for 
the registration in its name of “Lasso” for a dairy feed, Class 46. But the evidence 
discloses no registration in pursuance of that application. Nor is any actual use of 
the name by the claimant established. 

(d) Federal Mill and Elevator Company of Lockport, New York, on April 3, 
1922, with first publication December 12, 1922, made application for registration 
under the Act of February 20, 1905, in its name of “Lassie” with a subjoined engrav- 
ing cut of a young girl standing in a field of maturing wheat as a trade-mark for 
wheat flour Class 46, claiming first use as of October 27, 1915, and a previous reg- 
istration under date of April 11, 1916. Registration was granted April 24, 1923. 
This registration has since been renewed in the name of Federal Milling Company, 
Lockport, New York. The evidence does not disclose what use has been made of 
that registered mark. 

The plaintiff has used the name “Sweet Lassy” in application to several of its 
products. Principal among these is “Sweet Lassy” cattle feed, a supplement to 
grain and other material in cattle feeding, and one of the products sold only in pellet 
form after the initial use of the pellet making machine. But it has also applied 
the name to a hog balancer and a dairy concentrate, as well as to some other prod- 
ucts which have not been marketed for several years. The single word “Lassy” has 
been used in its business in identifying several stock .feed products, including a 
milk producer, a calf meal, a dairy ration, a so-called Hi pro cattle feed, and a dry 
freshening supplement, and very recently a dairy concentrate and so-called “24 per- 
cent dairy supplement,” and “alfa ration.”” By far the largest volume of such prod- 
ucts has been, and still is the “Sweet Lassy” cattle supplement feed, although for 
the six years ending with 1948 the “Sweet Lassy” hog balancer has had extensive 
sales. And a product named “Kattle Lassy” 20 percent protein has also been made 
and sold. Of the feeds branded simply as “Lassy” the largest sales have been of 
the milk producer and Hi pro cattle Fattener, although the new product identified 
as an Alfa ration achieved substantial sales in 1948. Of the plaintiff’s products 
characterized only as “Lassy,” two calf feeds do not have any molasses content. 
The foregoing enumeration of the plaintiff’s products is not, and is not intended to be 
all inclusive, but is considered adequate for present purposes. Nor has the court 
set down exact sales figures for the several products. Due recognition has been 
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taken, however, of the entire list of products and summary of sales of “Sweet 
Lassy”’ cattle feeds extending from 1924 to 1948 reflected in Exhibit 1, and of sales 
of other products, using the names “Lassy” and “Sweet Lassy,” from 1927 to 
1948 set out in Exhibit 2. Upon the subject of volume of sales, it is considered 
sufficient to say that from January 1, 1924 to November 1, 1948, nearly five million 
sacks containing nearly a quarter million tons of the “Sweet Lassy” cattle feed 
were sold, of which the sales for the first ten months of 1948 were 349,332 sacks 
containing 19,974.85 tons. Generally, the annual sales of that product have in- 
creased, though that record has not been invariable. The highest sales were made 
in 1928 and 1929; the lowest, after the initial yéar, in 1932. 

The plaintiff has advertised its products extensively, systematically, and at 
large cost through its territory. Its advertising program upon the “Sweet Lassy” 
cattle feed contemplates the expenditure of at least one dollar per ton of the product’s 
sales; and it has spent at least that much in advertising. Its advertising has been 
made principally in farm and stockmen’s papers, circulars or pamphlets, radio pro- 
grams, store signs, road signs, and advertising novelties. The distribution of 
samples of the product is also a species of advertising in which it has engaged. 

The plaintiff’s trade territory includes Missouri, Iowa, Illinois, Nebraska, Kan- 
sas, South Dakota, Oklahoma, Colorado and Minnesota and, for some of its prod- 
ucts, Ohio. It formerly operated a now abandoned distribution center in Min- 
neapolis, Minnesota, serving, besides some of the area above identified, the addi- 
tional states of Wisconsin and North Dakota, and, it may be gathered from some 
features of the testimony, prosecuting its Minnesota and South Dakota business 
more aggressively than it is now pressed. (One witness, for instance, omitted Min- 
nesota from its present trade territory. ) 

Salesmen travel the territory for the plaintiff, selling its products to retail mer- 
chants and consumers, and, among the latter, especially to ranchers. Of those 
salesmen two operate regularly in Nebraska, in addition to whom a third man, a 
local dealer, covers a limited part of the state for some of the plaintiff’s products on 
a commission basis. 

The plaintiff's principal products are commonly sold to the trade in burlap 
bags, each with a capacity of one hundred pounds. This is particularly true of 
“Sweet Lassy” cattle supplement. The bags presently and for some time used by 
the plaintiff feature vertical parallel lines about an inch wide and at intervals of 
the same length painted in colors differing as to the products respectively packaged 
in the bags. However, on occasions when bags usually in the regular stock have 
not been available, some of the product has been marketed in other bags that 
could be used. And a few of its preducts, not including, as the court recalls, “Sweet 
Lassy” cattle supplement, are marketed in paper bags; and some products also in 
bags of sizes smaller than one hundred pound capacity. 

The plaintiff by private arrangement with Allen B. Schreiber, Sr., pays him a 
stipend which it regards as a royalty for the employment of his soft pellet machines. 
However, it also owns and uses for the production in hard pellet form of certain 
of its feeds some four so-called California pellet mills. It does not use those 
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latter machines in the preparation of “Sweet Lassy” cattle supplement, “Lassy 
Hi pro,” or “Kattle Lassy.” 

The reach of the defendant’s business operations is, and for many years has 
been, broad. It includes the purchase and sale of grain, the operation of grain ele- 
vators, farming, ranching, dealing in live stock, and the manufacture and sale of 
flour and its by products. Since 1928 it has also included the manufacture and sale 
of live stock feeds. That department of the business was opened concurrently with 
the coming into the family enterprise of Guy Cooper, Jr., presently vice-president 
of the corporation. Since its inception he has had charge of the defendant’s live 
stock feed business. 

Its feeds have been prepared and sold in various forms, including mash, since 
1934 hard pellets, and, more recently, (vide infra) soft pellets. Continuously since 
1928 it has used molasses in varying percentages in the preparation of some of its 
feeds. 

Here the distinction—or, at least, a distinction—between hard pellets and soft 
pellets in the stock feed trade may be explained. They differ in apparent density, 
the hard pellets seeming to be more closely compressed and to possess a more glazed 
exterior surface, while soft pellets appear to be less cohesive and to have a dull and 
rough surface. Without contradiction, an informed witness for the defendant testi- 
fied, and the court finds, that a critical distinction between them lies in the ratio 
to the entire product of their respective molasses contents. Hard pellets can not 
be made with a molasses ingredient greater than about twelve percent by weight. 
And soft pellets can not practicably be made with less than thirty percent by weight 
of molasses, and commonly have about forty percent. 

The soft pellet feeds produced by each of the parties to this suit contain less than 
fifty per cent by weight of molasses. The exact percentage is not shown in either 
instance, but it is fairly inferable that in each product it is probably between forty 
and forty-seven percent. 

Several manufacturers, besides the parties to this suit, make and sell molasses 
bearing stock feeds in the trade area of the parties or some part or parts thereof. 
They include the Tarkio Molasses Company, formerly of Tarkio, now of Kansas 
City, Missouri, the Famous Molasses Company, of Omaha, Nebraska, Allied Mills 
of the same place, Norfolk Mill and Elevator Company of Norfolk, Nebraska, and 
one Conley of Nebraska City, Nebraska. 

At least two manufacturers make and sell machines for the preparation of soft 
pellets in the feed trade. One of these is The California Pellet Mill Company of 
San Francisco. The other is Wenger Molasses Mix Company of Sabetha, Kansas. 
The California Company also makes hard pellet mills, four of which the plaintiff has 
and uses (supra). The defendant has and uses both the soft pellet mills and the 
hard pellet mills of the California Company’s manufacture. It obtained and used 
the hard pellet equipment before its acquisition of the soft pellet machine or machines. 

The defendant entered upon the manufacture and sale of a cattle feed prepared 
in soft pellets in February, 1948. It had received its soft pellet mill late in 1947 
upon an order placed much earlier than that. It had previously, and since 1934, 





39 T. M. R. SCHREIBER MILLS v. COOPER 1019 


manufactured and sold and still makes and sells feeds in hard pellets, including, since 
early in 1946, a product known as “Lucky Seven.” 

The defendant’s trade territory includes the states of Nebraska, Kansas, Mis- 
souri, lowa, Colorado, Wyoming and South Dakota. It sells its stock feeds to deal- 
ers and consumers. It markets through traveling salesmen and direct orders. It 
advertises systematically and extensively and employs farm papers, live stock trade 
papers, billboard displays, samples of products, and radio material among its ad- 
vertising media. The precise extent and costs of its advertising programs have 
not been disclosed but enough has been established to warrant a finding that both 
have been substantial. So also have been the sales of its products, though for pres- 
ent purposes their exact amounts need not be set down. 

To its soft pellet cattle feed, upon its introduction in 1948, the defendant first 
applied the name ‘“‘Lucky Lassie Lumpets.” “Lucky” was taken from the name of 
its own “Lucky Seven’’; and from the same source was also used by it in designat- 
ing, at about the same time, a calf starter as “Lucky Laddie.” ‘‘Lumpets” was and 
is merely descriptive of the form in which the product is made. For Webster’s New 
International Dictionary (1925) defines “‘lumpet” as “‘a little lump. Rare.” Neither 
“Lucky” nor “Lumpets” resembles any name employed, or registered as a trade- 
mark by the plaintiff, so far as the present record discloses. “Lassie” remains for 
further consideration (infra). 

The California Company’s soft pellet mill with which the defendant’s soft pellet 
product is made has knives which cut off the pellets as they are extruded from the 
holes in its drum or head, thus achieving a greater uniformity in their length 
than is sought or obtained in the plaintiff’s like product. The defendant’s hard 
pellets have also been made on a California mill (supra.) 

The defendant’s soft pellet product is made in cylindrical masses five-sixteenths 
inch in diameter. Its hard pellet product is made in three sizes, one a seven-eighths 
inch cube, another an oval shaped mass whose width in its larger dimension is about 
one and three-fourths inch, and the third, a so-called wafer with two parallel and 
joined cylinders. The last item was quite aptly described by a witness as resembling 
a short segment of the end of a filled shot gun barrel. These descriptions apply ir- 
respective of the changes in the names applied to the several products. 

In May, 1948, the defendant first made and sold in hard pellets a product adapt- 
able especially for summer cattle range feeding, to which it applied the name “Sum- 
mer Lassie.” In appearance this product closely resembles its “Lucky Seven.” The 
court, however, does not find or declare that they are identical, for the court does 
not recall that the evidence discloses the formulae of the two products. 

For its “Lucky Lassie Lumpets” the defendant set on foot a formal and sys- 
tematic advertising campaign through its then regularly employed advertising 
agency, designated for convenience as Ayres Agency. That agency had also under- 
gone in the internal prior to trial a presently irrelevant change in name. On April 
12, 1948, the defendant, by Guy Cooper, Jr., wrote and sent to Ayres Agency a let- 
ter initiating the program and inviting the agency’s activity in the project. The 
letter contained the following sentences: 


.... We have brought out a new type of molasses cattle supplement, which we call 
“Lucky Lassie Lumpets.” We have had it on the market a little over a month now, 
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and without any advertising or promotion whatsoever, it seems to be a pretty fair seller. 
I enclose a tag on the product and under separate cover a small sample of the product it- 
self. I also enclose the circular on an almost identical product put out by Schreiber that 
has been on the market for a long time. 


The letter also made several suggestions of advertising details: 

The Ayres Agency, thus invited, prepared a preliminary layout for proposed 
stock trade newspaper advertising and sent it to the defendant. That layout will be 
adverted to shortly hereafter. On April 23, 1948, the defendant, again by Guy 
Cooper, Jr., returned it to the agency with a letter in which several suggestions 
were made touching the language in which representations of the product’s virtues 
should be couched. Besides these, it contained the following sentences: 


I am returning to you the layout and copy on the “Lucky Lassie” ad. I think we will 
run this once only in the Nebraska Farmer. However, I would like to run it once a month 
in the Kansas City, St. Joseph, and Omaha stock papers until further notice. 

. . and probably you could draw, patterning after the picture on Schreiber’s a man 
holding a sack of feed with the pellets pouring out into a bunk. 


Certain other features of this letter will also be mentioned hereafter. 

Through the Ayres Agency, the material was filled in and the advertising layout 
for that item was completed and a commitment was made for its publication monthly 
till further notice by the defendant (but with a contemplated run of once a month 
for about four months) in the Kansas City, St. Joseph and Omaha daily stockmen’s 
journals. 

It was published in the Kansas City paper on May 21, 1948, and was also pub- 
lished on or about the same date in the St. Joseph and Omaha papers. Each such 
publication was the first of the scheduled monthly repetitions of the same advertis- 
ing matter. All of the publications involved the preparation of only a single item 
of material. However, after the detection of the error next discussed the publica- 
tion was never repeated. 

Through an error occurring in the first instance in the Ayres Agency office, and 
undetected by the defendant in its handling of the material for that advertisement the 
word “Lassie” intended to be used in the advertisement in reference to the product 
was misspelled as “Lassy” both in the material furnished to the papers and in the 
printing thereof. However, once detected, the error was not repeated in any other 
advertising of the product. 

At this point, the court pauses to note and pass upon a matter much argued in 
the plaintiff’s brief. The ruling and discussion of it are appropriately set out here 
because the issue is one of fact. The plaintiff’s counsel seize upon the May 21, 1948, 
advertisement, and deny that the use therein of the word “Lassy” was mistaken, and 
insist that it was purposeful and deliberate. And pointing their argument to the 
defendant’s entire conduct and particularly to its present branding of its soft pellet 
feed, they repeatedly charge the defendants in substance, and sometimes in ipsis 
verbis, with backing away from “Lassy” to “Lassie,” then to “’Lasses.” That 
contention is simply untrue factually. The defendant never knowingly or intention- 
ally used the word “Lassy” in application to its product, and its appearance in the 
one advertisement was due to an error and wholly unintentional. Many things con- 
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clusively prove that to be true; and much of the material was introduced by the 
plaintiff. Upon this trial the plaintiff plowed a part of its furrow with the defend- 
ant’s ox; for the defendant in 1948 terminated its employment of Ayres Agency, 
and one of the latter’s employees with its files furnished considerable evidence for 
the plaintiff. 

To start at the beginning, the defendant’s letter to the agency under date of 
April 12, 1948 (supra), named the product as “Lucky Lassie Lumpets” (emphasis 
added) and invited the preparation of advertising material for the product thus 
named and not otherwise. Then the agency’s initial rough layout is before the court 
as Exhibit 51. Its heaviest type reference to the product calls it “Lucky Lassy 
Lumpets.” But on its left margin in smaller, yet still heavy, type appears the dis- 
play material “Why you should feed ‘Lucky Lassie Lumpets?’”’ So, both spellings 
occurred in that first rough draft. When Cooper returned that layout on April 23, 
1948, he included in his suggestions of arguments for the product, one for the print- 
ing, near the lower right side of the legend: “Lucky Lassie Lumpets—For Faster 
Fat & Finish,” thus using the word “Lassie” on his own initiative. It is true that 
with that letter he also included a rewriting (Exhibit 52) of certain language there- 
tofore suggested by the agency for insertion along with the display features of the 
advertisement in which the word “Lassy” appears three times in type. Whether 
the spelling in that particular exhibit originated in the defendant’s office or was mis- 
takenly prompted by the material first prepared by the Ayres Agency from which 
the exhibit was rewritten can not be determined, for the primary material, of which 
it is manifestly a rewriting, is not evidence. The defendant, from the initial 
introduction of its product, packaged it in bags spelling the challenged word as 
“Lassie,” never as “Lassy,” and never sold or attempted or intended to sell a 
single ounce of its product under a brand name containing a word spelled, “Lassy.” 
Of course, Guy Cooper, Jr., as a witness also explained the use of the word 
“Lassy” in the challenged advertisement as an error, occurring in the first instance 
in the agency’s office and undetected, and actually preserved in his own inadvertent 
and careless handling of the material. Standing alone, his manifest interest would 
be allowed to minimize the effect of his testimony upon the point. But it is con- 
firmed by obvious facts, and it is inferentially conceded by the witness Swanson, of 
the Ayres Agency. The court has carefully studied the correspondence upon the 
subject between the St. Joseph attorneys for the plaintiff and the defendant, by Guy 
Cooper, Jr. It need not be summarized here. Cooper might well have been some- 
what more frank with the attorneys in his letter of June 9, 1948, answering their 
letter of June 8, 1948. Instead, though he knew of the advertising error (see his 
letter of June 12, 1948, Exhibit 45), he was content sweepingly and repeatedly to 
deny the defendant’s use of the word “Lassy” rather than to mention and acknowl- 
edge the mistake. But he might narrowly, though the court thinks erroneously, 
have construed the attorney’s letter as attributing the defendant’s use of the word 
“Lassy” to “a cattle feed” rather than to the “advertising” of a cattle feed. Thus 
understood, Cooper’s answer of June 9, 1948, was correct as a matter of verbal ac- 
curacy but surely not in spirit and in its implications in the light of the erroneous 
advertisement. Restated, the court finds that the defendant never made or marketed 
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a product whose assigned name consisted of, or included, the word “Lassy” thus 
spelled, or used that word, so spelled, in the advertising of any of its products, ex- 
cept in the single advertisement published once in each of the three designated 
papers which erroneously and unintentionally carried the word. Specifically, the 
defendant never “backed away” from any use of that word. 

The plaintiff’s argument, in its brief, respecting the defendant's part in the mis- 
taken advertisement, proceeds to the extreme length of asserting that: “It appears 
to be a carefully planned scheme to copy plaintiff in such manner that defendant’s 
advertising agency could subsequently be blamed.” In the light of the entire rec- 
ord upon the point, such “mask and flash light” deduction is only doubtfully deserv- 
ing of comment. It is certainly without foundation in reality. 

The defendant did, however, advertise and propose to advertise as a settled and 
permanent program its product branded as “Lucky Lassie Lumpets.” It published 
advertisements in papers and pamphlets and provided itself with display advertising 
materials, some of which it put in place and much of which it retains. 

And, along with that advertising, it projected and initiated a comprehensive 
advertising program covering its “Summer Lassie” product. That program, how- 
ever, was deferred in its opening until late in May or some time in June, 1948. 

Among the steps in its introduction of its soft pellet product, the defendant 
purchased a large supply of one hundred pound burlap sacks of the ordinary and 
natural brownish color, stamped in bright blue with the words “Lucky Lassie” in 
rather strikingly irregular alignment, below which, in order and in blue color, were 
the words “Molasses cattle supplement,” a cut of a steer’s head, the words “for 
faster fat & finish,” and the legend ‘““Mfg. by Cooper Mills, Humboldt, Nebr.” 
The words “Lucky Lassie” were composed of letters whose shaft were about 
three-fourths inch wide and some three, others four, inches high, and the words 
“Cooper Mills,” capitalized, were in letters whose shafts were three-eighths inch 
wide and one and three-fourths inches high. When it discontinued the use of 
the word “Lassie,” infra, it continued to use those bags; but with two heavy paral- 
lel back lines largely, but not completely, covered the word, “Lassie,” and slightly 
above it stenciled in the word “Lasses” in letters three-fourths inch high. The 
bags thus originally prepared and also as altered did not resemble, except in size 
and their basic burlap material, the bags in which the plaintiff packaged and sold 































“Sweet Lassy.” 
The defendant also has and uses a so-called “‘stock bag” on which in a large 


blue bordered red circle it has printed in blue characters offset by the natural bag 
material color the words, “Cooper’s Best Feeds,’ beneath which are printed the 
words “‘compare results, The O. A. Cooper Company, Humboldt, Nebr.” in capital 
letters and in three lines, the corporate name occupying the middle line. It uses that 
bag generally for the packaging of its products. It has recently used it for the 
packaging of its soft pellets, identifying the product by stenciling the words “Lucky 
"Lasses Lumpets” in three lines in letters about an inch high. Similar use of the 
bag is made in the marketing of the hard pellet, for which the words “Summer 
"Lasses Cake” are stenciled. 

While it is not material here, “Lucky Seven” is packaged by the defendant in a 
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specially devised burlap bag of which the distinctive features are those two words 
followed by a large figure “7” and the words “it’s natural” (which, so it is said, 
has some association with a game of chance well known in some quarters), and the 
name of the defendant. 

By letter of June 24, 1948, the St. Joseph attorneys for the plaintiff, which mean- 
while, had come upon advertising of the defendant’s product, “Lucky Lassie 
Lumpets,” threatened the defendant with litigation unless the use of that term was 
abandoned. The defendant, after encountering some necessary delay in the mat- 
ter, consulted its attorney upon the subject, and following certain communications 
by telephone with the plaintiff's attorney, agreed to, and did, abandon the use of the 
words “Lucky Lassie” in the branding, advertising and sale of its product. On 
July 3, 1948, by Guy Cooper, Jr., the defendant wrote Ayres Agency directing the 
cancellation of the “Lucky Lassie Lumpets” advertising schedule and attributing 
its action to the plaintiff’s threat of suit. On July 6, 1948, Ayres Agency acknowl- 
edged that letter and advised of its compliance. Into the letter its writer inserted 
the following inquiry, “Does this alleged infringement include the ‘Summer Lassie’ 
name? I rather imagine it does. It will be impossible to cancel the Sandhill 
Feeder as it is a second cover set-up. Also, if so, the cancellation will include our 
outdoor program on ‘Summer Lassie.’ If this is not correct please let me know.” 
Up to that time, apparently up to and includnig the institution of this suit, the 
“Summer Lassie” operation had not been challenged by the plaintiff and probably 
was unknown to the plaintiff. To the Ayres Agency letter the defendant, by letter 
of July 7, 1948, replied: “I have your letter of July 6, 1948. I imagine that Schrie- 
ber will get after us on ‘Summer Lassie,’ but until they do, we will let our schedule 
go right along. I imagine you noticed Schreiber’s ad in the last issue of Nebraska 
Farmer. It is unusual for them to advertise in the Nebraska Farmer, but we are 
getting them stirred up and that is why they have.” And later, on July 26, 1948, 
the defendant, but this time by one Seits, its sales manager, and not by Guy Cooper, 
Jr., wrote to the Ayres Agency: “I am enclosing a few folders on ‘Cooper’s Sum- 
mer Lassie Grain Pasture Cubes.’ These came in today and we want to get them 
in our cooperataive advertising book as soon as possible. Will you see that the 
salesmen get these so that they can start sending in direct mail on them at once?” 
However, it is not shown that the folders actually reached the trade. 

The defendant, through Ayres Agency, did briefly carry out at least some of its 
advertisement commitments on “Summer Lassie.” It published a few advertise- 
ments in farm journals, had pamphlets printed, and also procured the preparation 
of material for a substantial number of large posters. Of the item last mentioned, a 
few were put in place, but much of the greater number were never used and are 
still in the defendant’s possession. 

However, between July 17 and 24, 1948, the defendant abandoned both the 
advertising and the selling of any products under the names, “Lucky Lassie 
Lumpets” and “Summer Lassie,”’ or either of them. It continues to make both of 
the products. But to the soft pellet feed it has applied the name “Lucky "Lasses 
Lumpets,” and to the hard pellet feed the name, “Summer ’Lasses.’” Under those 
several names it has continued to make and market, and still makes and markets, 
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the two products. And it has continued extensively to advertise both of them 
throughout its trade area. 

At all times during which the defendant was planning for, and advertising 
and marketing its products known as “Lucky ’Lasses Lumpets,” and “Summer 
Lassie,” and “Summer ’Lasses,” it knew of the existence and business activities of 
the plaintiff and of its products, in a general way, and especially of “Summer 
Lassy”’ cattle supplement. Some of its witnesses sought unconvincingly to mini- 
mize the extent of this information. But the court can not credit such disclaimers 
of knowledge. They impose too heavy a burden on ordinary—or even judicial— 
credulity. Schreibers and Coopers were, and long had been, competitors in certain 
phases, at least, of their respective businesses. Their trade territories were common 
at many points. Humboldt, Nebraska, and St. Joseph, Missouri, are only seventy- 
five miles apart by rail and not greatly farther by improved public highway. And, 
most significantly, in his letter to Ayres Agency initiating the “Lucky Lassie 
Lumpets” advertising program, the defendant’s vice-president disclosed his knowl- 
edge of the plaintiff’s competing product and that it had been on the market for a 
long time. And shortly thereafter in the correspondence he again referred to the 
advertising material used by the plaintiff. 

In introducing its products whose names are presently in controversy, the 
defendant had no formal intention to sell its products as the plaintiff’s or to appro- 
priate any of the trade names or trade-marks of the plaintiff. It intended to sell its 
product as its own, and it thought, mistakenly as the court is persuaded, that its 
initial selection of names including the word “Lassie” was within its right. How- 
ever, it did know of the appeal to cattlemen of products of the general nature of 
those it was introducing, of the large trade in such products, however named, en- 
joyed by other feed makers, including the plaintiff ; and it sensed the possibility and 
had the hope of profiting from the good will enjoyed by such products generally, as 
reflected by their volume of sales in the trade. And it knew, or must be considered 
to have known, that in its application to products of the kinds in question, and within 
the trade territory common to itself and the plaintiff, of names containing the word 
“Lassie,” in the face of the plaintiff’s long employment of “Sweet Lassy,” and, for 
less duration, of ‘“‘Lassy,” it was inviting probable confusion in the minds of ordi- 
narily prudent purchasers. 

No evidence adequate to establish actual confusion among purchasers is before 
the court. There is some testimony of doubtful competency upon the point, but it 
falls far short of sustaining a judicial finding of actual confusion. It may be con- 
sidered that the plaintiff did not seriously try to establish such confusion as a 
demonstrable fact. However, it has demonstrated to the court’s satisfaction the 
reasonable likelihood of confusion among ordinary buyers in the plaintiff’s trade 
territory of directly competing products under names containing the word “Las- 
sie,” thus spelled. 

The right of the defendant to make and market within its trade territory stock 
feeds having the ingredients and characteristics of its products, and particularly its 
soft pellet feed, is not directly challenged. Neither is its right to make them in the 
forms and shapes and sizes which it employs or its right generally to package them 
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in bags or sacks of varying sizes. Those features of its operations, considered inde- 
pendently, are within the licit enjoyment of any one engaged in the live stock feed 
business, which is not itself closed against proper competitive invasion by persons 
or organizations newly entering the field. Of course, all of those factors are to be 
considered insofar as they may have significance in relation to the defendant’s 
designation of its merchandise, and its advertising and sale, to the extent that 
those operations are drawn in question. 

By way of legal conclusion the court, for the present, has to determine whether 
the plaintiff is entitled to injunctive relief against the defendant’s employment (a) 
of the names “Lucky Lassie Lumpets” and “Summer Lassie,” and (b) of the names 
“Lucky ’Lasses Lumpets” and “Summer ’Lasses,” and, if and to the extent that such 
right exists, the appropriate reach of the injunctive order. Questions of a judg- 
ment for damages or profits or both are not now before the court. As to the chal- 
lenged names, the court is persuaded that they must be regarded separately, those 
containing “Lassie” falling into one classification, those containing “’Lasses” an- 
other. 

While it may not be considered that the title of the plaintiff to its alleged techni- 
cal trade-mark of “Sweet Lassy,” and, within its declared use, of “Lassy,” and the 
validity of those trade-marks are admitted by the defendant, they seem to be estab- 
lished, to the extent that they are not so admitted. The employment of the terms 
by the plaintiff in application to its products and their registration under the Act of 
1905, and the renewal of the registration of “Sweet Lassy” under the Act of 1946, 
are unquestioned. The generality and extent of the use of the terms are sufficiently 
proved. 

By section 16 of the Act of February 20, 1905, 33 Statutes at Large, p. 724, it 
was provided: 

That the registration of a trade-mark under the provisions of this Act shall be prima 
facie evidence of ownership. 


And the subject is more broadly covered in Title I, Section 7(b) of the Act of 
July 5, 1946, as follows: 


A certificate of registration of a mark upon the principal register provided by this Act 
shall be prima facie evidence of the validity of the registration, registrant’s ownership of 
the mark, and of the registrant’s exclusive right to use the mark in commerce in connection 
with the goods or services specified in the certificate, subject to any conditions and limita- 
tions stated therein.” 


The latter language would seem to have direct application only to the plaintiff’s 
registration of “Sweet Lassy.” The registration of “Lassy” in respect of a dog 
food was made under the Act of 1905, although the certificate of registration was 
issued after the operative date of the Act of 1946. However, the court does not 
regard the suggested distinction as controlling in any degree in the present case. 

After recognizing and declaring that trade-marks registered under the Act of 
1920 (not involved on this occasion) may be attacked collaterally, contrasting that 
Act, in such respect, with the Act of 1905, the Supreme Court in Armstrong Co. v. 
Nu Enamel Corporation, 305 U. S. 315, 323, 59 S. Ct. 191, 83 L. Ed. 195 [29 T. M. 
R. 3], said: 
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The significant distinction between the two acts is the omission in the 1920 act of the 
provision of section 16 of the earlier act making the registration’ of a trade-mark prima 
facie evidence of ownership. 


The 1946 Act makes no such omission, but rather reiterates and amplifies the 
provision. ; 

To the statutory presumption of ownership of the marks, the plaintiff has added 
the admissions made in the pleadings, and formal proof of prior employment of the 
names “Sweet Lassy” and “Lassy,” especially the former. No evidence disproves 
it. 

The extent to which names including the word “Lassy” or its equivalent have 
been either registered or used in application to products similar to those of the 
plaintiff is inadequate to impair the plaintiff's title to its trade-marks. This subject 
need not be more than mentioned, for there is no real collision between the plain- 
tiff and any other employer of a like name. In actual use in the marketing of a 
hog food by Staley Milling Company is “Pro-Lass.” But it is not at all ap- 
proximable to “Sweet Lassy” or to “Lassy.”” Phonetically and visually they are 
dissimilar. And this court is unwilling to accord to the plaintiff even as against its 
actual competitors any absolute monopoly of the syllable “Lass.” There is no evi- 
dence of the actual registration or use of “Lasso”; and, even if there were, it is 
sharply divergent, in both sound and suggestive significance, from “Lassy.” ‘“‘Molas- 
so” is even more obviously distinguishable. Besides, though its registration is estab- 
lished, it is not shown whether, or how if at all, it has been used. “Lassie,” with 
an accompanying picture, has been registered by Federal Milling Company and its 
predecessor, but only for use in the branding of flour for human use. What em- 
ployment of it has been made is not shown; but it satisfactorily appears that its 
application has not competed with the plaintiff in product, and probably not in ter- 
ritory. 

The names themselves, “Lassy” and “Sweet Lassy,” are, in the court’s view, 
subject to appropriation as trade-marks. The defendant does riot appear to contend 
otherwise. And such a contention would not seem to be valid. “Sweet” alone 
could hardly be relied upon as a valid mark, because it is merely a descriptive 
adjective, and in the case of the plaintiff’s “Sweet Lassy” products, especially the 
cattle supplement, is faithfully reflective of its taste induced by its distinguishing 
molasses ingredient. Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 59 S. Ct. 
109, 83 L. Ed. 73 (28 T. M. R. 569] ; Standard Paint Co. v. Trinidad Asphalt Mfg. 
Co., 220 U. S. 446, 31 S. Ct. 456, 55 L. Ed. 536; William R. Warner & Co. v. Eli 
Lilly & Co., 265 U. S. 526, 44 S. Ct. 615, 68 L. Ed. 1161; Elgin National Watch 
Co. v. Illinois Watch-Case Co., 179 U. S. 665, 21 S. Ct. 270, 45 L. Ed. 365; Rich- 
mond Remedies Co. v. Dr. Miles Medical Co. (8 Cir.), 16 F. 2d 598; Skinner Mfg. 
Co. v. Kellogg Sales Co. (8 Cir.), 143 F. 2d 895 [34 T. M. R. 274]. But the word, 
“Lassy,” in its relation to stock feeds, is clearly fanciful, not descriptive. Its ordi- 
nary connotation suggests the personality of a young girl; and, as such, it is in no 
wise, naturally, and apart from purposeful and protracted use in trade, descriptive 
of any cattle feed or hog feed or dog feed. Nor, in the court’s estimation is its 


’ 





39 T. M. R. SCHREIBER MILLS v. COOPER 1027 


availability as a mark destroyed or impaired by the association with it of the adjec- 
tive “Sweet.” ¥ 

And the plaintiff is not limited, for its protection, to its position that: in the 
terms “Sweet Lassy”’ and “Lassy” it has valid technical trade-marks. For it is held 
that, though a name relied upon by a claimant can not become a valid trade-mark, 
“nevertheless, when a person has adopted and for a long time used a word or words, 
descriptive or otherwise, as a trade-name until it has acquired a new or secondary 
meaning, viz., a designation of a particular product or business as belonging to that 
person, the courts will protect him in his rights in relation to his trade-name.” 
Richmond Remedies Co. v. Dr. Miles Medical Co. (8 Cir.), 16 F. 2d 598; Arm- 
strong Paint & Varnish Works v. Nu-Enamel Corporation, 305 U.S. 315, 59 S?Ct. 
191, 83 L. Ed. 195 [29 T. M. R. 3]; Coca-Cola Co. v. Koke Co. of America, 254 
U. S. 143, 41 S. Ct. 113, 65 L. Ed. 189; Elgin National Watch Company v. Illinois 
Watch-Case Co., 179 U. S. 665, 21 S. Ct. 270, 45 L. Ed. 365; Charles Broadway 
Rouss, Inc. v. Winchester Co. (2 Cir.), 300 F. 706. And within the territorial 
limits of its trade area, the court is led to conclude that the plaintiff has employed 
its terms in application to its products and with emphasis upon itself as their source, 
thus branded, so long, so diligently and so consistently that they have achieved 
thereby a secondary meaning, whereby they identify the plaintiff's stock feeds. 

While federal authorities control the course of decision in the protection of the 
plaintiff’s names as technical trade-marks, the law of the state of Nebraska in which 
this court sits governs insofar as the question of unfair competition with a product 
having a name with a secondary meaning is concerned. But this distinction is of no 
vital significance, because there is no substantial difference between Nebraska’s law 
and the general law, and both parties rely principally upon federal authorities. (See 
observation of Judge Sanborn in Skinner Mfg. Co. v. Kellogg Sales Co. (8 Cir.), 
143 F. 2d 895 [34 T. M. R. 274]; the writer’s detailed discussion of the matter in 
Skinner Mfg. Co. v. General Foods Co. (D. C. Neb.), 52 F. Supp. 432 [33 T. M. R. 
494] ; and Kellogg Co. v. National Biscuit Co., 305 U. S. 111, 59 S. Ct. 109, 83 L. 
Ed. 73 [28 T. M. R. 569]. 

The right of the owner of a technical trade-mark is actionably violated when a 
competitor, especially within the former’s trade territory and in the designation of 
an identical or essentially similar product, either employs the identical name alone 
or in association with other language, or employs one so colorably imitative of it that 
its use is likely to mislead or deceive an ordinarily prudent purchaser in supposing 
that he is securing the product of the trade-mark owner. Proof of formal intent 
to confuse or of actual confusion is not required. Davids Co. v. Davids Manufactur- 
ing Co., 233 U. S. 461, 34 S. Ct. 648, 58 L. Ed. 1046; Barton v. Rex-Oil Co., 2 F. 
2d 402. And while in cases involving only unfair competition with goods not pro- 
tected by a technical trade-mark, the purpose of “palming off” of one’s goods as 
those of a competitor is emphasized, that purpose and the probability of its achieve- 
ment are commonly inferable from the name appropriated and the manner of its 
use. And even in that field a formal intent to “palm off” one’s goods is not the 
sole ground of equitable relief. International News Service v. Associated Press, 
248 U. S. 215, 39 S. Ct. 68, 63 L. Ed. 211; Armstrong Paint & Varnish Co. v. Nu- 
Enamel Corporation, 305 U. S. 315, 59 S. Ct. 191, 83 L. Ed. 195 [29 T. M. R. 3]. 
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The plaintiff’s prayer for injunction against the defendant’s employment of the 
word “‘Lassy”’ must be and is being denied, for the simple reason that the defend- 
ant has never applied it to any product. Its single advertisement published in three 
papers in which the word was mistakenly spelled in that manner does not nullify or 
impair that conclusion. Arguments by the plaintiff to the contrary are unrealistic 
and immature. 

But the court is satisfied, and concludes as a matter of law that the defendant’s 
use of the word “Lassie” in its names “Lucky Lassie Lumpets” and “Summer Las- 
sie” was both violative of the plaintiff’s rights as holder of its trade-marks and also 
an act of unfair competition in the field of the common law. 

The facts upon the issue will be only partially recalled, not at all restated. 
The parties have largely common, though not identical, trade territories. They deal 
in large part with the same purchasing trade. Their soft pellet feeds are practically 
indistinguishable in form, content, and purpose. Their advertising methods are 
broadly alike. The defendant, as between it and the plaintiff is the newcomer, first 
in the general stock feed trade and especially in the preparation and sale of a soft 
pellet feed. In entering into the soft pellet field the defendant knew of the plaintiff’s 
business and its trade name, “Sweet Lassy,” though it had no knowledge of the 
registration of its trade-marks. It had a general knowledge of the favorable trade 
enjoyed by the plaintiff in their common territory. It chose to apply to its soft pellet 
feed the name “Lucky Lassie Lumpets,” and to a hard pellet product the name 
“Summer Lassie,” in both of which the distinguishing word is “Lassie.” 

Now, “Lassie” and “Lassy” are, in reality, not merely similar terms but the 
same word, identical in conventional significance and in phonetic quality. In a 
generation which advertises extensively by radio spot announcements, the latter 
identity is especially serious; for one hearing either of the names could not know 
the manner of its spelling. 

The court considers that, in the face of the plaintiff’s trade-mark and long em- 
ployment of the word “Lassy,” the word “Lassie” was simply unavailable to the 
defendant, and also that its use for the products to which it was applied and in the 
common trade area of the parties was naturally and necessarily calculated to mislead 
reasonably prudent purchasers of feeds into supposing they were getting the plain- 
tiff’s established and familiar product. The use of the words “Lucky” and “Sum- 
mer” and of the descriptive noun “Lumpets” does not absolve the defendant from 
the fault of illicitly appropriating the word “Lassy” through the employment of its 
true counterpart “Lassie.” Neither does the defendant’s emphasis of its identity as 
the maker and seller. While such emphasis is often a circumstance supporting 
innocence of piracy in the use of a name that is available, Skinner Mfg. Co. v. Kel- 
logg Sales Co. (8 Cir.) 143 F. 2d 895 [34 T. M. R. 274], it can not avail as justi- 
fication for the appropriation of another’s validly established name. Jacobs v. 
Beecham, 221 U. S. 263, 31 S. Ct. 555, 55 L. Ed. 729; Menendez v. Holt, 128 
U. S. 514, 9 S. Ct. 143, 32 L. Ed. 526; Hanover Milling Co. v. Metcalf, 240 U. S. 
403, 36 S. Ct. 357, 60 L. Ed. 713. 

It is true that the defendant no longer uses the word “Lassie” in application 
to any of its products and that it discontinued such use a few weeks before the 
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institution of this action. But in the circumstances of this case the actual abandon- 
ment of the word should not deter the court from entering an order injunctively 
preventing the defendant from employing the word hereafter. The court recognizes 
that an injunction operates prospectively and is aware that there is no present and 
continuous violation of the plaintiff’s rights by the use of the word “Lassie” in its 
business. But the threat of its resumption is not, on that account, wholly eliminated. 
There was earlier an active employment of the term under a claim of right. While 
this litigation has witnessed no substantial attack upon the plaintiff’s claim of the 
title to the exclusive use of its trade-marks, it may not be said that the defendant 
unequivocally admits that right. The strict legal necessity of its abandonment of the 
word “Lassie” as distinguished from its disuse from considerations of prudence 
or fair dealing, is not formally conceded by the defendant. Some of the advertising 
material, in substantial quantity, publicising the defendant’s products or at least one 
of them under names or a name including the word is still in existence and in its pos- 
session. 

An injunctive order should, therefore, be granted establishing the plaintiff’s 
title to and right to the exclusive use within its trade territory of its two names in 
application to its stock feeds, preventing the defendant from using, or resuming the 
use of, the word “Lassie” in application to competing products of its manufacture or 
sale and from the use in advertising of any of its advertising material prepared for 
advertising its products or any of them under names or a name including the word 
(without, however, directing the destruction of such material) and taxing the costs 
of the action to the defendant, but reserving for further hearing and determination 
the question of the plaintiff’s right to recover damages and to have an accounting 
of profits. 

But the court is equally convinced that the plaintiff’s rights do not extend to the 
interception by judicial decree of the defendant’s use of the terms “Lucky ’Lasses 
Lumpets” and “Summer ’Lasses,” or either of them, in application to its products. 
In the case of the former term, the words “Lucky” and “Lumpets,” and in the 
case of the latter, “Summer,” do not even remotely come into collision with the 
plaintiff’s trade-marks or either of them. Their use involves neither identity nor 
similarity of sound, nor direct significance nor remote implication of the plaintiff’s 
names, or either of them. ‘’Lasses” alone is involved. 

Now, “’Lasses” is neither identical with, nor equivalent or deceptively similar to 
“Lassy.” They do, indeed, have the same initial syllable. But the plaintiff has no 
absolute monopoly on the employment of that syllable in the designation of any 
commercial products. Its right is limited to protection against its use either alone 
or as a component part of a word or phrase employed confusingly or deceptively 
in the designation and marketing of another’s competing product. 

In its sound, “’Lasses’”’ (of course, with no reference to the prefixed apostrophe) 
is distinguishingly different from “Lassy.” Their separate pronunciations, divorced 
from written form, make sharply divergent sounds. The short “1” sound of the 
single vowel ultimate syllable of the plaintiff’s word bears no resemblance to the 
sound of the final syllable of the defendant’s word with its slurred “e” followed by 
the hard “s” or “z.” In written or printed appearance they are also unlike, whether 
the apostrophe be used or not in writing “Lasses.” 
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In significance also, the words are sharply different. The normal meaning of 
“Lassy” has already been set out. “Lasses” has a familiar and clearly defined mean- 
ing. It is a colloquial, or dialectic, form of the word “molasses.” Around it 
many stories have been built and several popular songs have been written. 
Examples need not be noted here, but will readily occur to counsel. The employ- 
ment of the apostrophe resulting in “’Lasses” serves principally as emphasis of the 
inevitable significance of the term. 

Besides, “’Lasses,” in its normal significance, is clearly descriptive of the char- 
acterizing and dominant ingredient of the defendant’s feeds. That ingredient is not 
the major item by weight of the products, for by stipulation it must be found to be 
somewhat lower than fifty percent of the mass of soft pellets and not more than 
twelve percent of hard pellets by weight. It is a substantially smaller fraction of 
the whole in each instance, judged by volume. But it is the one element of the 
product by which its character is described. Witnesses for both parties referred to 
such feeds as “molasses feeds” or “molasses products.” And when used in appli- 
cation to stock feeds, or feeding supplements, in the form of “Lucky ’Lasses 
Lumpets” or “Summer ’Lasses”’ it gives to the products identified the significance 
of stock feeds with a high molasses content. It may be suggested, in fact, that the 
same reasoning on the score of its descriptive quality which emphasizes the defend- 
ant’s right to use the word may operate to prevent the defendant from acquiring 
any property right in its use. But that question is not before the court and need 
not be, and is not, decided. 

In the court’s opinion, therefore, the word “’Lasses” was an allowable term 
for application to the plaintiff's products in their introduction upon the market, 
provided, of course, it was not used in such manner as to make the defendant’s 
selling deceptive. And, all the facts being considered, the court is satisfied that no 
such deception has been practiced. The dissimilarity between the packaging of the 
plaintiff and that of the defendant has been mentioned, as has the defendant’s 
emphasis of its own name and address as to the origin of its product. These cir- 
cumstances, inadequate to justify its improper use of the plaintiff’s principal brand 
name or the exact equivalent of it, are considerations pointing to fairness in its em- 
ployment of a permissible name. Then, too, the defendant has been free from 
any actual practices in the marketing of its products under the name “’Lasses”’ 
which have been designed, or by their very nature are likely, to be deceptive and 
misleading to an ordinary purchaser. At this point the court is fully mindful of 
the correspondence between the defendant and its advertising agency, and also of its 
initial adoption of the plaintiff's name “Lassy” in the form of “Lassie.” Those 
circumstances may be, and have been, considered by the court adversely to the de- 
fendant in its entire operation in the introduction and sale of its products under 
the several names which have been discussed. But they are regarded as inadequate, 
by way of continuing punishment, to despoil the plaintiff of the right to employ 
a name in its business that is otherwise available to it. 

So, the court’s judgment will deny to the plaintiff any injunctive relief against 
the defendant’s use in its trade of “Lucky "Lasses Lumpets” and “Summer ’Lasses,” 
or either of them. 
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Counsel for the plaintiff will promptly prepare and submit to counsel for the 
defendant a form of judgment in accordance with this announcement, to be effective 
not as of the date of this memorandum, but as of the date of filing of the judgment. 
Upon approval by counsel for the defendant, the form of judgment shall be pre- 
sented for entry and filing. In default of such approval the form with the objections 
thereto shall be submitted to the court for settlement, and, as settled, for entry and 


filing. 


E. & J. GALLO WINERY, Et at. v. GALLO, boinc Business as GALLO 
WINE COMPANY 


No. 25172—U. S. D. C. N. D. Ohio—October 12, 1949 


CourTS—PLEADING AND PRACTICE—CLARIFICATION OF OPINION 

Upon request of both parties, Court finds clarification and amplification of opinion 
required. Former opinion rewritten in attempt to clarify points raised. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—SCOPE OF RELIEF—PERSONAL NAMES 

Some confusion for which there is no relief may result where family names are used as 
trade-marks and trade names. 

First user of family name in local commerce held entitled to continue use as it has been 
used, with Christian name of present dealer, as against prior user elsewhere who has 
developed family name into trade-mark and trade name. 

Local user held prohibited from expanding or extending use of family name into use as 
brand or trade-mark because of the prior premption of such use by earlier user elsewhere in 
the United States. 

TRADE-MARKS AND TRADE NAMES—CONCURRENT UsE—PERSONAL NAMES 

Second-comers use of family name in local commerce, resulting in some confusion, held 
technical but not ruthless violation of rights of plaintiffs. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—DEFENSES—LACHES 

On facts of record, defense of laches not sustained. 

TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—ScOPE OF RELIEF—PARTICULAR 
INSTANCES 

Defendant restrained from using “Gallo” as a brand or trade-mark, or the representation 
of a rooster as a trade-mark or a trade designation, and from use of “Gallo Wines” and 
“Gallo Wine Company” as trade names or trade designations for wines. 

Defendant permitted to use, in Ohio, the family name “Gallo” as it was used prior to 
1943. 

In view of small extent of unfair competition, plaintiffs’ damage fixed by Court at sum 
of $300.00, with costs, against defendant ; accounting denied. 


Trade-mark infringement and unfair competition suit by E. & J. Gallo Winery 
and Gallo Wine Company against Mary Gallo, doing business as Gallo Wine Com- 
pany. On request for clarification of opinion granting injunction to plaintiff. 

See also 39 T. M. R. 


William G. MacKay, of San Francisco, Calif., and John W. Meyer and Hyde, 
Meyer, Baldwin & Doran, of Cleveland, Ohio, for plaintiffs. 
Albert L. Ely, Jr., and Ely & Frye, of Cleveland, Ohio, for defendant. 


Wixi, D. J.: 
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Both plaintiffs and defendant have asked for a clarification of the opinion filed 
in this case under date of August 3, 1949. It seems that some amplification and 
clarification is required. In such cases, however, where family names and trade 
names are involved, it is not possible for courts to obviate all confusion. Some con- 
fusion may result for which there is no relief. 

The Ohio Gallos used their family name in their wine business in Ohio prior to 
the advent of the California Gallos. Under the law as announced in Socony- 
Vacuum Oil Co. v. Oil City Refiners (6th Circuit), 136 F. 2d 470 [33 T. M. R. 434], 
the Ohio Gallos have a right to use the family name as it was used in those early 
times, with a change to indicate the Christian name of the present dealer. Because the 
California Gallos have developed the Gallo name into a brand, trade name, and trade- 
mark, the defendant is not precluded from the use of her family name as used prior 
to the use of such brand and trade names and marks by the California Gallos in Ohio. 
It is no argument against the defendant’s right to such use that some confusion 
occurs. 

The defendant is by law prohibited from expanding or extending the use of 
her family name into its use as a brand or trade-mark because such use has been 
preempted by the California Gallos. 

A careful review of the evidence reveals that the time when the California 
Gallos entered Ohio with their trade-marks and trade names was 1943 instead of 
1945, as stated in the former opinion (August 3, 1949). 

It is the finding and judgment of this court that the defendant has a right to 
use the Gallo name as it was used prior to 1943. Such use (as revealed by the 
evidence) was not as a brand or trade-mark but as a designation of the seller or 
bottler. The name was used to designate the place of business of the defendant or 
her predecessors, or at the bottom—not the top—of labels. 

The former opinion has been rewritten in the attempt to clarify the points stated 
and is filed herewith. 

This is an action involving unfair competition and trade-mark infringement. 
Plaintiffs are the E. & J. Gallo Winery, a corporation organized under the laws of 
California, with its principal place of business at Modesto, Calif., and the Gallo Wine 
Company, a corporation organized under the laws of the State of California, with 
its principal place of business at Los Angeles, California. The nominal defendant is 
Mary Gallo, doing business as Gallo Wine Company or Gallo Wines at Cleveland, 
Ohio. 

Count one of the complaint alleges that the E. & J. Gallo Winery and the Gallo 
Wine Company have produced and sold throughout the United States for many 
years wines under the trade-mark “Gallo” and under such trade names as “Gallo 
Wine Company,” and that at a subsequent date the defendant commenced an unau- 
thorized and adverse use of the trade-mark “Gallo” and such trade names as “Gallo 
Wine Company” and “Gallo Wines,” and engaged in unfair practcies. 

Count two of the complaint alleges that the corporation known as E. & J. Gallo 
Winery is a successor of a partnership of the same name and of the earlier business 
of Joseph Gallo. This corporation registered the word “Gallo” with slogans and 
a design in the U. S. Patent Office, No. 394,057, on March 17, 1942, and registered 
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the word “Gallo” as a trade-mark for wines under the laws of the State of Ohio 
on August 15, 1944. It is alleged that the plaintiffs have had an earlier use of the 
trade-mark in the United States and in the State of Ohio, and that the defendant had 
notice of the prior rights of the plaintiffs and that regardless of the knowledge of 
the use of the trade-mark “Gallo” and trade names, such as “Gallo Wine Company,” 
the defendant began to use “Gallo” as a trade-mark and began to use such trade 
names as “Gallo Wine Company” and “Gallo Wines.” 

Count three of the complaint alleges that the plaintiff, Gallo Wine Company, 
marketed and sold wines throughout the United States and in the State of Ohio 
under the trade-mark “Gallo” and under that trade name prior to the use of the 
word and the trade names by the defendant, and it is alleged that this subsequent 
use of the trade-mark and trade names is a willful trespass upon the established 
rights of the plaintiffs. 

In answering, defendant admits the use of “Gallo Wines” and “Gallo Wine 
Company” and alleges an earlier use of the name in Ohio. Defendant also ques- 
tions the manner of the use of the trade-mark “Gallo” by plaintiffs under the fed- 
eral registration, and alleges in a counterclaim unfair competition by plaintiffs in 
the use of the trade-mark and trade names. Laches is also pleaded as a defense. 

Requisite amount in controversy is alleged in the complaint and the counter- 
claim, and the court has jurisdiction independently of the registration of the trade- 
mark. Upon these issues the case has been fully heard and submitted for a decision. 

The complaint seeks to enjoin defendant generally from the use of the trade- 
mark and trade names, and asks for an accounting of profits and for damages; the 
counterclaim asks that plaintiffs be enjoined from selling wine in retail trade within 
the State of Ohio and this district under the name “Gallo,” “Gallo Wines,” or 
“Gallo Wine Co.,” and for an accounting of profits and damages. 

There is little if any dispute as to the applicable law, and upon the credible 
evidence the findings and conclusions are briefly as follows: 

It seems to be conceded that the issue is a narrow one: which party has the 
right to use the name “Gallo” in the sale of bottled wine, i.e., “case goods,” in the 
local wine market. 

There is no contention that the Cleveland Gallos were the prior appropriators 
in the United States ; it is conceded that the California Gallos were first in that field 
outside of the State of Ohio. But it is contended, and the evidence satisfactorily 
proves, that the Gallo family had been in the wine business in Cleveland since 
December 29, 1936, and had made sales of wines in this territory through the years 
until the present time, but made no use of “Gallo” as a brand or a trade-mark prior 
to September, 1947, and made no use of “Gallo Wine Company” or “Gallo Wines” 
as trade names prior to September, 1943. 

Beginning about 1945 the California Gallos, who had been advertising their prod- 
uct extensively throughout the United States, became very active in the local terri- 
tory, and about the same time the Cleveland Gallos began to play up their family 
name by the use of “Gallo,” “Gallo Wine Company” and “Gallo Wines” as brands 
or trade names, evidently to capitalize on the extensive advertising and reputation of 
the California Gallos. The brand or trade-mark “Gallo” of the plaintiffs has been 
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used by them in Ohio since at least January 14, 1943, as to bottled wines, and the 
products of the plaintiffs have been identified in Ohio since May, 1937, as “Gallo 
Wines,” and the trade name “Gallo Wine Company” of the plaintiffs was first used 
in Ohio in 1941. Under the circumstances, feeling that she had a right to the use of 
the family name, what the defendant did was rather natural and not in ruthless, but 
only technical, violation of rights of the plaintiffs. To some, but not very great, 
extent there was confusion of wines in the mind of the ordinary and unwary pur- 
chaser, and to this extent the plaintiffs were damaged. 

The defense of laches is not sustained. 

An injunction will be awarded to plaintiffs restraining the defendant from the 
use of “Gallo” as a brand or trade-mark or the representation of a rooster as a trade- 
mark or trade designation and from the use of “Gallo Wines” and “Gallo Wine 
Company as trade names or trade designations for wines. The defendant may 
use, however, in Ohio the family name as it was used prior to 1943. Such use can- 
not now be extended or amplified or changed so as to cause confusion in the trade 
or deception of the public. Socony-Vacuum Oil Co. v. Oil City Refiners (6th Cir- 
cuit), 136 F. 2d 470, syl. 16 [33 T. M. R. 434]. 

In view of the small extent of unfair competition by defendant, no accounting 
will be ordered and the court fixes the plaintiffs’ damages in the sum of $300. Court 
costs will also be assessed against the defendant. 

The counterclaim will be dismissed. 


ASSOCIATION OF CONTRACTING PLUMBERS OF CITY OF NEW 
YORK, INC. v. CONTRACTING PLUMBERS ASSOCIATION OF 
BROOKLYN AND QUEENS, INC. 


N. Y. S. Ct., N. Y. County—November 22, 1949 


Unrair CoMPETITION—BAsSIS OF RELIEF—NEwW YorkK PENAL Law 
Under section 964 of New York Penal Law, injunction will issue to prevent use of 
names, not only in commercial but also in non-commercial and non-profit enterprises, which 
are so similar as to mislead the public into the belief that respondent is petitioner or is con- 
nected therewith. 
UNFAIR COMPETITION—PROOF OF INTENT—NEW YorRK PENAL LAW 
Intent ot deceive need not be directly shown but may be implied from circumstances, in pro- 
ceedings under section 964 of New York Penal Law. 
TRADE NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES—UNFAIR COMPETITION— 
Scope oF RELIEF—New YorK PENAL LAw 
“Contracting Plumbers Association of Brooklyn and Queens, Inc.,” held confusingly 
similar to “Association of Contracting Plumbers of City of New York, Inc.”; upon posting 
of bond, injunction granted under section 964 of New York Penal Law. 


Proceeding under section 964 of New York Penal Law by Association of Con- 
tracting Plumbers of City of New York, Inc. against Contracting Plumbers Asso- 
ciation of Brooklyn and Queens, Inc. Petitioner’s motion for injunction granted. 


Eber, J.: 
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Motion for injunction is granted. 

With so many dissimilar names to choose from the respondent has selected a 
name so closely similar to that of petitioner that, in the opinion of the court, may 
deceive or mislead the public to believe that respondent is the petitioner association 
or is connected therewith. Intent to accomplish this result need not be directly 
shown ; in my opinion such intent may be implied from circumstances, and it is my 
view that the selection of a name so closely similar when thousands of dissimilar 
names may be chosen carries its own implications. 

The first part of respondent’s name, “Contracting Plumbers Association” is 
strikingly similar to that of petitioner, “Association of Contracting Plumbers,” and 
while it is true that respondent has added to its name “of Brooklyn and Queens, 
Inc.” the first part of its name is the one immediately presented to the public. 

I am not in accord with respondent’s contention that the statute, section 964, 
Penal Law, is intended to apply only to persons engaged in commercial transactions ; 
that is but one feature of the statute; it has been held, as shown by the cases cited 
in petitioner’s brief, that persons engaged in noncommercial and non-profit enter- 
prises come within the ambit of its provisions and may invoke the aid and protection 
of this enactment. 

The statute is very much broader in its scope than respondent asserts. It pro- 
vides against similation “for advertising purposes, or for the purposes of trade, 
or for any other purpose.” This, in my opinion, is sufficiently extensive to em- 
brace petitioner. 

Upon the argument petitioner suggested that respondent use the name “Brook- 
lyn & Queens Contracting Plumbers Association,” which would constitute an ap- 
preciable distinction in appearance and form certainly as to the first part of the 
name and avoid the likelihood of deceit, misleading or confusion but this is not 
acceptable to the respondent. 

If the respondent’s intention and motives are without ulterior purpose and ob- 
jective, I do not see how respondent can be harmed by the granting of an injunc- 
tion. 

For the reasons stated the motion is granted. Bond $1,000. Settle order. 


CONSOLIDATED COSMETICS v. LUCIEN LELONG, INC. 
Commissioner of Patents—October 21, 1949 


CANCELLATIONS—PLEADING AND PRacTICE—APPLICABILITY OF FEDERAL Rutes or Crvit Pro- 
CEDURE 
CANCELLATIONS—PLEADING AND PRACTICE—TRADE-MARK RULE 23.4 

Federal rules of civil procedure govern contested proceedings, except as otherwise pro- 
vided and wherever considered applicable and appropriate. 

In view of provisions of Trade-Mark Rule 23.4, that times for taking testimony will be 
assigned, and that no testimony shall be taken except during the times assigned, denial of 
motion for leave to take discovery depositions, filed promptly after cancellation proceedings 
were instituted, held properly denied where motion and petition for cancellation disclosed 
no basis for contention that such discovery depositions were necessary for purposes of pre- 
paring answer. 
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Petition to Commissioner of Patents. 

Trade-mark cancellation proceeding by Consolidated Cosmetics against Lucien 
Lelong, Inc. Registrant’s petition requesting review of ruling by Examiner of 
Interferences denying motion for leave to take discovery depositions denied. 


McKnight & Comstock, of Chicago, IIl., for Petitioner. 
Wilkinson, Huxley, Byron & Hume, of Chicago, Ill., for Registrant. 


DaNIELs, A. C.: 


This is a petition by respondent in the above entitled proceedings requesting that 
a ruling by the Examiner of Interferences denying its motion for leave to take 
discovery depositions under rule 26 of the Rules of Civil Procedure be reviewed, 
and that the Examiner of Interferences be required to grant the motion. 

The motion, filed promptly after cancellation proceedings were instituted, states 
that the depositions are necessary to permit the filing of a “comprehensive and 
proper answer.” Under rule 23.1 of the Patent Office Rules of Practice in Trade- 
Mark cases, procedure and practice in contested proceedings shall be governed by 
the Rules of Civil Procedure for the District Courts of the United States wherever 
considered applicable and appropriate. Rule 23.4 of the Patent Office Rules of 
Practice in Trade-Mark cases, provides that times for taking testimony will be 
assigned and “no testimony shall be taken except during the times assigned.” In 
view of the provisions of that rule, the ruling of the Examiner of Interferences 
is considered to have been correct. 


Examination of the motion and the petition for cancellation discloses no basis 
for the contention that such discovery depositions are necessary for the purpose of 
preparing an answer. 

The petition is denied. 


YOUNGHUSBAND (CONSOLIDATED COSMETICS, AssIGNEE, sussti- 
TUTED) v. SOCIETE D’ETUDES ET D’EXPANSION 
DE LA PARFUMERIE DE LUXE 


Commissioner of Patents—October 28, 1949 


TRADE-M ARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Brigand” held confusingly similar to “Gay Bandit,” used on similar goods, under 
1905 Act. 
Opposer’s use of adjective “gay” held insufficient to avoid confusion. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by James Leslie Younghusband (Consolidated Cos- 
metics, Assignee, Substituted) against Societe D’Etudes et D’Expansion de la 
Parfumerie de Luxe. Applicant appeals from decision sustaining notice of oppo- 
sition. Affirmed. 


McKnight & Comstock, of Chicago, Ill., for opposer. 
Mock & Blum, of New York, N. Y., for applicant. 
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YOUNGHUSBAND vy. SOCIETE D’ETUDES 


DANIELS, A.C.: 





























This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the notice of opposition to an application under the Trade-Mark 
Act of 1905 for registration of a trade-mark for “perfumes.” The mark sought 
to be registered consists of the word “brigand.” The notice of opposition alleges 
likelihood of confusion between that mark and opposer’s trade-mark “Gay Bandit,” 
applied to perfumes and other cosmetics. The opposer’s ownership and use of that 
trade-mark since a date prior to applicant’s use is established by registration there- 
for, No. 363,737, registered January 3, 1939, under the Trade-Mark Act of 1905, 
and applicant concedes opposer’s ownership and prior use thereof. No question 
as to the similarity of the goods being raised, the only question to be considered 
is therefore whether or not the marks are confusingly similar within the meaning 
of the confusion in trade clause of section 5 of the Trade-Mark Act of 1905. 
“Brigand” is defined in Webster’s New International Dictionary as: 


1. A light-armed, irregular foot soldier. Obs. Exc. Hist. 
2. A lawless fellow who lives by plunder; esp. one of a gang living in Mediterranean 
mountains retreats; a bandit. 


Pg 


rae a ae 


A “bandit” is defined as: 





An outlaw; hence, a brigand; a lawless marauder, usually one of those in bands in- 
festing the mountainous districts of the Mediterranean lands. 





Without considering any suggestion of similarity in sound and appearance, the 
words “bandit” and “brigand” are synonomous. Such similarity alone appears 
to be sufficient to indicate likelihood of confusion. Bourjois, Inc. v. Parfums 
Schiaparelli 594 O. G. 431, 72 U.S. P. Q. 32; The Expello Corp. v. General Brands 
Corp., 553 O. G. 772, 58 U. S. P. Q. 424. While these marks might be dis- 
tinguished on side by side comparison, to a purchaser relying upon recollection or 
recommendation their identity in significance would appear to indicate a likelihood 
if not a probability of confusion. The fact that opposer’s mark includes the adjac- 
tive “gay” does not change this situation. 

Various other reasons for sustaining the opposition are advanced by the opposer, 
but, in view of what appears to me the obvious similarity between these marks, need 
not be considered, it being sufficient to state that I agree with the disposition of 
such issues made by the decision of the Examiner of Interferences. 

The decision of the Examiner of Interferences is affirmed. 
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KEYES FIBRE COMPANY v. BARTON CHEMICAL COMPANY 


Commissioner of Patents—November 7, 1949 


OpposITIONS—PrRoor OF OWNERSHIP—EFFECT OF REGISTRATION 

Opposer’s 1905 Act registration held prima facie evidence of its ownership of mark for 
goods listed. 

OpposITIONS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—GENERAL 

1905 Act held applicable in determining question of similarity of goods where applica- 
tion was filed under that Act. 

While likelihood of confusion may be considered in determining whether products of 
the parties possess the same descriptive properties, within meaning of 1905 Act, they must 
be found to have the same descriptive properties if opposition is to be sustained. 

TRADE-MarKS—Goops OF DIFFERENT DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 

Cleaning preparation having detergent and cleansing properties for household, laundry, 
dishwashing and other uses, held goods of different descriptive properties from plates and 
dishes made of paper pulp or fibre, under 1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Keyes Fibre Company against Barton Chemical 
Company. Opposer appeals from dismissal of notice of opposition. Affirmed. 


Arnold C. Rood, of Boston, Mass., for opposer. 
John F. Brezina, of Chicago, IIl., for applicant. 


DANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismiss- 
ing a notice of opposition to an application for registration of a trade-mark for 
“cleaning preparation having detergent and cleansing properties for household, 
laundry, dishwashing and other uses,” under the Trade-Mark Act of 1905. The 
mark sought to be registered consists of the words “SavAday Suds.” As shown 
on the specimens and drawings forming part of the application, the mark is dis- 
played in such a manner, that a large letter “S” forms the first letter of both 
“SavAday” and “Suds,” and a line drawn from the bottom of the second “A” in 
“SavAday” is extended in both directions to form a line between the balance of the 
two words. The word “Suds” is disclaimed. 

The particular form of display is not considered significant, since the only dis- 
tinctive feature of the mark seems to be the word “SavAday.” Opposer relies 
upon its ownership and prior use of the term “SavAday” and the registration 
thereof under the Trade-Mark Act of 1905, No. 264,917, registered December 10, 
1929, for “plates and dishes made of paper pulp or fibre” as a basis of opposition. 
It is alleged in the notice of opposition that the products of the parties possess the 
same descriptive properties, and that the marks are confusingly similar within the 
meaning of section 5 of the Trade-Mark Act of 1905. 

The Examiner of Interferences dismissed the notice of opposition on the ground 
that the goods of the parties did not possess the same descriptive properties. Op- 
poser’s ownership of the registration referred to is prima facie evidence of its 
ownership of the mark for the products stated. Ely & Walker Dry Goods Co. v. 
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Sears, Roebuck & Co., 24 C. C. P. A. 1244, 90 F. 2d 257 [27 T. M. R. 462]; 
Rosengart v. Ostrex Co., 30 C. C. P. A. 1046, 136 F. 2d 249 [33 T. M. R. 284]. 
No further evidence was submitted. It is contended by applicant that the question 
of similarity of the goods should be considered under the Trade-Mark Act of 1946. 
While it is my opinion that the Trade-Mark Act of 1905 applies to this pro- 
ceeding, which involves a pending application under that Act (section 47(a), of 
the Trade-Mark Act of 1946; Andrew J. McPartiand v. Montgomery Ward & 
Co., Incorporated, 25 C. C. P. A. 802, 164 F. 2d 603 [38 T. M. R. 60]), applicant 
further points out that likelihood of confusion may be considered in determining 
whether or not the products of the parties possess the same descriptive properties 
in accordance with the provisions of the Act of 1905. Three in One Oil Co. v. St. 
Louis Rubber Cement Co., 24 C. C. P. A. 828, 87 F. 2d 479. They must, however, 
be found to possess the same descriptive properties if the opposition is to be sus- 
tained. Meredith Publishing Co. v. O. M. Scott & Sons Co., 24 C. C. P. A. 956, 
88 F. 2d 324; McKesson & Robbins, Incorporated v. C-Z Chemical Company, 
603 O. G. 546, 74 U. S. P. Q. 340; Coty, Inc. v. Joseph Dixon Crucible Company, 
26 C. C. P. A. 933, 102 F. 2d 209 [29 T. M. R. 227]. 

Dishes made of paper or pulp differ so completely from applicant’s cleaning 
preparation that it seems impossible to consider them to possess the same descrip- 
tive properties. It is true, as contended by opposer, that both are used in the 
kitchen and elsewhere in the house, but as pointed out by the Examiner of Inter- 
ferences these same considerations would apply to a wide variety of articles having 
no relation to plates and dishes, such as for example, brooms, tables, stoves, cur- 
tains, waste baskets, and the like. Opposer contends that its fibre and pulp plates 
include not only disposable plates, but plates so prepared from such material as 
to constitute dishes which are used and reused, subject to washing. It is further 
suggested that a saucer or other dish of opposer’s manufacture might be used in 
the kitchen to hold cleaning preparations such as that of applicant’s. Assuming 
the correctness of these contentions, and there is no direct evidence thereof, it can- 
not change the essential characteristics of the products. In support of this last con- 
tention, opposer relies upon the decision of the United States Court of Customs 
and Patent Appeals in Elgin American Manufacturing Co. v. Elizabeth Arden, 
Inc., 23 C. C. P. A. 1168, 83 F. 2d 687 [26 T. M. R. 416], in which it was held 
that soap and soap receptacles possessed the same descriptive properties. An 
examination of that case, however, indicates a direct connection with the receptacles 
and the soap, and each of the parties was using the mark on refillable soap cartons 
and similar articles. No such relationship appears in this case. These goods 
appear so different in every essential characteristic that there appears to be no 
likelihood that confusion as to source would result from their concurrent sale and 
they must be found to possess different descriptive properties. Sholl Dental 
Laboratory Company v. McKesson & Robbins, Incorporated, 32 C. C. P. A. 1157, 
150 F. 2d 718 [35 T. M. R. 264]; Purex Corporation, Ltd. v. Leonard Tissue 
Company, 507 O. G. 1045, 43 U. S. P. Q. 89. 


The decision of the Examiner of Interferences is affirmed. 
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WYETH, INCORPORATED v. INGRAM LABORATORIES, INC. 
Commissioner of Patents-—November 9, 1949 










OpposITIONS—EVIDENCE—DESCRIPTIVENESS 
On facts of record, held that no proof of descriptive nature of mark has been presented. 
OpposITIONS—DEFENSES—LACHES AND ESTOPPEL 
Fact that suffix of opposer’s mark may have been used by third parties held not proof of 
any laches or estoppel against opposer, since applicant claims no rights from or under such 






third parties. 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
That likelihood of confusion resulting from complete appropriation of mark of opposer 
is not avoided by mere addition of other letters, words, or features is well established. 
In determining question of confusing similarity, marks should be considered in their 







entireties. 
Where registered or known mark is combined with other features in new mark in such 


a manner that its identity is lost, or so merged with other features that similarity in sound, 
appearance or meaning is lacking, registration of new mark should be granted. 
TRADE-MArKS—Marks Nor ConFUSINGLY SIMILAR—PARTICULAR INSTANCES 
“Ingravidules” held not confusingly similar to ‘“Vitules,’ used on similar goods, under 


1905 Act. 









Appeal from Examiner of Interferences. 
Trade-mark opposition by Wyeth, Incorporated against Ingram Laboratories, 
Inc. Applicant appeals from decision sustaining notice of opposition. Reversed. 






Dudley Browne, of New York, N. Y., for Opposer. 
William F. Booth, Jr., and William G. Mackay, of San Francisco, Calif., for Appli- 


cant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition filed by Wyeth Incorporated to the appli- 
cation under the Trade-Mark Act of 1905, of Ingram Laboratories, Inc., for regis- 
tration of a trade-mark for capsules and tablets of pharmaceutical drugs including 
various vitamins and other preparations. The mark sought to be registered con- 
sists of the word “Ingravidules.”’ 

The notice of opposition alleges that the mark sought to be registered resembles 
the opposer’s trade-mark “Vitules,” registered under the Act of 1905; November 
21, 1944, No. 410,271, for ‘Medicinal vitamin preparations,” to such an extent 
that confusion in trade is likely. 

Opposer’s registration has been made of record, and no question as to its own- 
ership thereof, or its priority of use of its mark upon the product specified is raised. 
The products of the parties are, as found by the Examiner of Interferences, medici- 
nal preparations possessing the same descriptive properties. The only question for 
consideration is that of whether or not the marks of the parties so nearly resemble 
each other that their concurrent use will give rise to likelihood of confusion. In 
support of its contention that the marks are dissimilar, the applicant raises various 
questions as to the meaning of opposer’s mark, apparently suggesting that it is 
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either descriptive, or highly suggestive, to an extent that its nature should be con- 
sidered in accordance with the decision of the United States Court of Customs and 
Patent Appeals in West Disinfecting Company v. Lan-O-Sheen Company, 35 
C. C. P. A. 706, 163 F. 2d 566 [37 T. M. R. 657], and the similar cases. In my 
opinion, no proof of the descriptive nature of the mark has been presented. Nor is 
the fact that the suffix of opposer’s mark may have been used by certain third parties, 
if this be the fact, proof of any laches or estoppel on the part of the opposer to main- 
tain this proceeding, since applicant claims no rights from or under such third 
parties. 

The Examiner of Interferences has found that notwithstanding certain explana- 
tions as to the derivation of applicant’s mark, which need not be considered, the 
applicant’s notation “Ingravidules” is, in effect, a complete appropriation of the 
mark “Vitules” of the opposer, and that the addition thereto of the prefix “Ingra” 
and the substitution of the letter “d” for “t’”’ are not such modification thereof as to 
avoid likelihood of confusion in trade when applied to the products here involved. 
That the likelihood of confusion resulting from the complete appropriation of the 
mark of an opposer is not avoided by the mere addition of other letters, words or 
features is well established. Carmel Wine Co. v. California Winery, 38 App. D. C. 
1, 1912 C. D. 428; Lever Brothers Co. v. The Sitroux Company, Inc., 27 C. C. P. A. 
858, 109 F. 2d 445 [30 T. M. R. 84]. Nor will minor changes in letters avoid 
such confusion. But where a word comprising a registered or known mark (or a 
substantial portion thereof) is combined with other features in a new mark in such 
a manner that its identity is lost, or so merged with other features that similarity in 
sound, appearance or meaning is lacking, it should be registered even though that 
portion considered alone, would closely resemble it. Considering only the last 
portion of applicant’s mark, similarity to that of opposer is apparent and the sub- 
stitution of one letter, if considered alone could not be considered any substantial 
differentation. 

The question to be determined is, however, whether or not the marks of the 
parties considered in their entireties so nearly resemble each other so that confusion 
is likely. 

As was stated in Montgomery Ward & Co., Inc. v. Spiegel, Inc., 30 C. C. P. A. 
721, 132 F. 2d 144 [33 T. M. R. 74]. 


. we do not mean to imply that any newcomer would be privileged to register a 
trade-mark using the word “air,” unless the mark as a whole were of such character as 
to eliminate the probability of confusion in trade. 


Considered in its entirety, however, there is little, if any, similarity in appearance 
between the applicant’s mark and that of opposer. Clearly there is no similarity 
in the meaning, if any, of the terms, and in my opinion the pronunciation would 
not resemble that of opposer’s mark to any substantial extent. 

It appears to me that applicant’s mark when considered as a whole is of such 
character as to give a different impression as to sound and appearance than that 
of opposer, even though their terminal portions are quite similar, and that the dif- 
ferences are sufficient to eliminate any reasonable likelihood of confusion in trade. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 


LTT 
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SHURHIT PRODUCTS, INC. v. SURELINE MANUFACTURING CO. 






Commissioner of Patents—November 9, 1949 






INTERFERENCES—Proor OF CONFUSION—GENERAL 
Proof of actual confusion is not required. 
Denial of motion to dissolve, after motion to dissolve was improvidently granted without 

giving opposing party opportunity to be heard, and original decision dissolving interference 
was vacated, left parties in same position they would have been in had the motion been 
considered the first time and denied. 

INTERFERENCES—PLEADING AND PRACTICE—GENERAL 
Provision of Rule 19, that decision of Examiner of Trade-Marks upon motion for disso- 

lution will not bind Examiner of Interferences, refers to further interlocutory proceedings ; 
at final hearing, however, Examiner of Interferences may pass upon not only priority but 
any question relating to the right to register, including the similarity of the marks as applied 
to the goods. 

Under the particular circumstances of this case, and upon request of counsel for both 
parties, Commissioner decides question of similarity of the marks on appeal, though ordinarily 
Patent Office procedure would require remand for decision by Examiner of Interferences 
before consideration on appeal. 

INTERFERENCES—CONCURRENT Use—Proor or Lack or CONFUSION 
Contention that there has been no confusion during ten years continuous side-by-side use, 

held not established where only one party took testimony as to his own use. 

Senior party having taken no testimony is limited to its filing date; and there is no evi- 
dence as to senior party’s territory and methods of sale. 

Testimony in opposition proceeding with third party cannot be considered since record 
was not incorporated herein and in absence of opportunity to object thereto, or to cross- 
examine witnesses, is not binding on junior party. 

TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Shurhit” held confusingly similar to “Sureline” used on similar goods, under 1905 Act. 






























Appeal from Examiner of Interferences. 
Trade-mark interference proceeding between Shurhit Products, Inc., and Sure- 


line Manufacturing Co. Sureline Manufacturing Co. appeals from decision granting 
registration to junior party, Shurhit Products, Inc. Affirmed. 








Kent W. Wonnell and Banning & Banning, of Chicago, IIl., for Shurhit Products, 


Inc. 
Spencer, Marzall, Johnston & Cook, of Chicago, IIl., for Sureline Manufacturing 


Co. 
DanIELs, A. C.: 


This is an appeal from the decision of the Examiner of Interferences holding that 
the junior party, Shurhit Products, Inc. (hereinafter referred to as Shurhit), is 
entitled to the registration for which it has made application, and that the senior 
party, Sureline Manufacturing Co. (hereinafter referred to as Sureline), is not en- 
titled to the registration which it has sought. 

The marks involved are the first words of the respective corporate names of 
the parties, “Shurhit” and “Sureline.” They are applied to replacement parts for 
automobile ignition systems. There is no question as to the similarity of the 
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goods, nor is there any question as to Shurhit’s priority of use of its mark on these 
products, this being conceded by Sureline. Questions on both procedural points 
and with respect to the similarity of the marks are raised by Sureline on this appeal, 
and the procedural questions will be first disposed of. 

At final hearing on this interference, the Examiner of Interference held that 
Shurhit was entitled to the registration for which it had made application, and that 
the application of Sureline must be refused without considering any question other 
than that of Shurhit’s priority, which was conceded. It is Sureline’s contention that 
the Examiner of Interferences should have passed upon the question of similarity 
of the marks of the respective parties, and it is further contended that the disposition 
of certain motions to dissolve, hereinafter referred to, not only placed the burden 
of proof as to such similarity upon Shurhit, but required proof of actual confusion 
by Shurhit, neither of which requirements, it is stated, has been met. 

On September 12, 1947, promptly after the declaration of the interference Sure- 
line moved to dissolve the interference on the ground that there was no interfer- 
ence in fact, and that there was and had been no actual confusion or likelihood of 
confusion between the marks. On September 22, 1947, the Examiner of Interfer- 
ences, having found the motion to be in proper form, advised the parties that the files 
were forwarded to the Examiner of Trade-Marks for consideration of the question 
of dissolution. This was in accordance with rule 19.4 of the Rules of Practice in 
Trade-Mark Cases. Four days thereafter, on September 26, 1947, without further 
notice, and without any action by either party, the Examiner of Trade-Marks, after 
reciting the grounds urged for dissolution, dissolved the interference stating that: 


Accepting the view of the senior party that the marks are not confusingly similar, and 
that no confusion is likely to result when the two marks in question are applied to the 
respective goods, the motion for dissolution is granted... . 


Shurhit thereupon requested reconsideration of this decision granting the motion 
to dissolve, claiming surprise, and objecting to the lack of opportunity to oppose 
the motion to dissolve. This request was opposed by Sureline and on October 23, 
1947, the Examiner of Trade-Marks vacated the decision of September 26, 1947, 
which had granted the motion to dissolve. In vacating the decision he stated: 


Motions for dissolution are not ordinarily set for hearing or times set for filing of briefs 
except upon request of one of the parties. However, it is customary to afford an op- 
posing party ample opportunity to request that the motion be set for hearing or for filing 
of a reply brief. Since this procedure was not followed, the decision of September 26, 
1947, granting the motion for dissolution, is vacated. 


Shurhit thereupon requested a hearing upon the original motion to dissolve and 
after a hearing, on briefs and oral argument, the Examiner of Trade-Marks denied 
the motion to dissolve. In this decision the Examiner of Trade-Marks outlined the 
contentions of each of the parties, referring to Sureline’s contention that there was 
no actual or probable confusion and to Shurhit’s statements that confusion was 
“ “nevitable,’ and that it is gratuitous to hold otherwise ‘in the absence of any testi- 
mony which is yet to be taken.’” As a parenthetical comment, the Examiner of 
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Trade-Marks added that “(At the hearing its [Shurhit’s] representative expressed 
desire to adduce testimony on the matter.)” 

Shurhit thereafter took testimony which Sureline contends had no reference to 
any question of confusion between the marks as applied to the goods, and shortly 
before the time of final hearing Sureline renewed its motion to dissolve requesting 
that the original decision dissolving the interference be reinstated because of lack 
of evidence of such confusion. This motion was denied by the Examiner of Inter- 
ferences, and, as already indicated, when Sureline’s contention as to lack of similarity 
of the marks was presented at final hearing the Examiner of Interferences made 
no ruling on this question, holding that the only question for consideration was 
that of priority. Sureline contends that the Examiner of Interferences should have 
passed upon the question of similarity of the marks and that, in considering this, 
proof of actual confusion was required by Shurhit, and that, since none was pre- 
sented, it should have been held that Sureline was entitled to the registration which 
it sought. 

I cannot agree with the contention that the proceedings on the motion to dis- 
solve before the Examiner of Trade-Marks required proof of actual confusion. The 
original decision dissolving the interference was vacated without restriction prior 
to any argument on the part of Shurhit, except that dealing with the impropriety of 
the summary action in granting the motion. The precise reasons for granting the 
motion in the first instance without having, or affording, any opportunity for opposi- 
tion thereto is not made clear by this record, but it is obvious from the comments 
of the Examiner of Trade-Marks in vacating it, that it was vacated because it had 
been improvidently and inadvertently granted without giving the opposing party an 
opportunity to be heard, or even to indicate whether or not it objected thereto. The 
decision which denied the motion to dissolve was the first considered ruling on 
that motion upon its merits and was in no sense conditional or based upon any state- 
ments made as to specific proof of confusion. There is nothing to indicate that either 
party made any waiver or concession and the decision on the motion simply left the 
parties in the position they would have been in had the motion been considered for 
the first time and denied. No commitment by Shurhit, nor any requirement by the 
examiner, as to any unusual degree of proof can result from the action of the 
Examiner of Trade-Marks denying the motion to dissolve. 

The ruling of the Examiner of Interferences that he was bound by the decision 
of the Examiner of Trade-Marks on the motion to dissolve and could consider noth- 
ing but the question of priority is believed to have resulted from the various pro- 
cedural matters above mentioned, and to have been intended as a ruling that there 
was no unusual burden upon Shurhit to establish confusion. Whatever may have 
been intended, however, the result has been to refuse any ruling on the question of 
confusing similarity, or lack thereof, between the marks of the parties as applied to 
their respective goods, which was, in my opinion, a proper matter for the Examiner 
of Interferences to have considered upon the record presented at final hearing. 

Rule 19.5 of the Rules of Practice in Trade-Mark Cases provides that : 


The decision of the Examiner of Trade-Marks upon a motion for dissolution will be 
binding upon the Examiner of Interferences. . . . 
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This refers to an interlocutory motion in accordance with rule 19.4, based upon 
the comparison of marks and goods as set out and described in the applications. It 
would be controlling upon the Examiner of Interferences during any further inter- 
locutory proceedings, since it is clearly not intended that the Examiner of Interfer- 
ences shall either affirm or reverse the action of the Examiner of Trade-Marks de- 
claring an interference. (Pratt Food Co. v. The Crete Mills and Security Mills 
and Feed Co., 18 C. C. P. A. 1083, 47 F. 2d 960 [21 T. M. R. 206}. 

At final hearing, however, after the presentation of evidence, the Examiner of 
Interferences may pass not only on the question of priority, but on any questions 
in the case relating to the right of registration, including the similarity, or dissimilar- 
ity of the marks as applied to the goods in view of the evidence presented. Section 
7 of the Trade-Mark Act of 1905, referring to interferences provides that the Exam- 
iner of Interferences shall determine “the question of the right of registration to 
such trade-mark, ... .” (see also section 17 of the Trade-Mark Act of 1946). In 
this case Shurhit presented testimony. While I agree with the contention of Sure- 
line’s counsel that such testimony was in the main, if not entirely, directed to proof 
of Shurhit’s prior use of its mark it did include testimony as to marketing methods, 
sales outlets, and other matters which are sometimes considered in determining 
whether or not there is likelihood of confusion between particular marks as applied 
to particular goods. In any event it constituted a record different from the record 
(or lack of record), which was before the Examiner of Trade-Marks at the time 
he denied the motion to dissolve, and Sureline was entitled to have any questions 
as to right to registration decided by the Examiner of Interferences at final hear- 
ing, including the only question which it now presents, that of similarity of the 
marks. 

Sureline having been entitled to a decision on that question by the Examiner of 
Interferences, and having received no determination of this question, would clearly 
be entitled to have that question decided by the Examiner of Interferences, and ordi- 
narily Patent Office procedure would require such decision before the case is decided 
on appeal. Celanese Corporation of America v. American Viscose Corporation, 80 
U. S. P. Q. 48, petition for reconsideration, 80 U. S. P. Q. 183. Sureline, while 
insisting upon its rights to have this question decided, and to have had it decided by 
the Examiner of Interferences, stated upon the argument of this appeal that it would 
prefer to have the question decided without remanding it for determination by the 
Examiner of Interferences. Counsel for Shurhit also indicated his preference for 
this procedure. Under the particular circumstances of this case, and to avoid the 
necessity of additional trouble and expense to the parties resulting from procedural 
confusion in this case, the case will not be remanded, and the question of similarity 
of the marks will be considered on the record presented. 

In addition to contending that Shurhit must prove actual confusion, which has 
already been considered and cannot be accepted, Sureline contends that “there has 
been no confusion during ten years of continuous side-by-side use ... .”” and that this 
should be “persuasive as against a mere presumption of likelihood of confusion” 
from comparison of the marks. In support of this it is stated that the products of 
the parties are sold in the same territory; sold through the same outlets; that the 
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products of both parties are sold to skilled purchasers; and that, if there was any 
possibility of confusion instances thereof would necessarily have arisen before this. 
Sureline, however, took no testimony and can rely only upon its filing date, Decem- 
ber 29, 1945, as indicating the length of time during which its products have been 
sold. The date of first use set out in the application (March 19, 1939, as to some 
of the specific products) is an ex parte affidavit, and is not binding on Shurhit. This 
is also true as to statements of use in the same territory. While the manufacturing 
establishments of the parties are close together, there is nothing of record to indicate 
where Sureline’s products are sold. There is testimony as to Shurhit’s methods of 
distribution and sale, but none as to Sureline’s. Nor can I consider testimony taken 
in an opposition proceeding brought by a third party (Tungsten Repair Parts, Inc. 
v. Sureline Manufacturing Co., 617 O. G. 941, 79 U.S. P. Q. 272), since the record 
in that case was not incorporated herein, and in the absence of an opportunity to 
object thereto, or to cross-examine witnesses, is not binding on Shurhit. It cannot, 
therefore, be found that the use of the marks has been such as to indicate that there 
is no likelihood of confusion between the marks. 

With respect to arguments based on manner of merchandising automobile spare 
parts, generally, and customs of ordering and sale of such products as indicating lack 
of confusion between these marks as applied to the goods, it is not considered neces- 
sary to repeat the comments made in Tungsten Repair Parts, Inc. v. Sureline Manu- 
facturing Co., supra. The goods are very similar, and in part apparently identical, 
and “Sureline” and “Shurhit” appear to me so similar that, as applied to these 
products, confusion in trade is quiet likely. McKesson & Robbins, Inc. v. American 
Foundation for Dental Science, 32 C. C. P. A. 1235, 150 F. 2d 420 [35 T. M. R. 
262] ; Pepsodent Co. v. Comfort Manufacturing Co., 23 C. C. P. A. 1224, 83 F. 2d 
906 [26 T. M. R. 481]; Van Pelt & Brown, Inc. v. John Wyeth & Brother, Inc., 
34 C. C. P. A. 1033, 161 F. 2d 244; McKesson & Robbins, Incorporated v. First 
Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 T. M. R. 
160]. 

Accordingly, while not in agreement with the decision of the Examiner of Inter- 
ferences as to certain procedural questions above outlined, it is my opinion that the 
disposition of the case made by him, that the junior party, Shurhit, is entitled to 
registration for which it has made application, and that the senior party, Sureline, 
is not entitled to the registration it seeks, must be affirmed. 

The decision of the Examiner of Interferences is affirmed. 
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HUMBLE OIL & REFINING COMPANY v. WALDOW, poINc BUsSINEss As 
NORTON PRODUCTS COMPANY 


Commissioner of Patents—November 15, 1949 


OpposITIONS—Proor or UseE—GENERAL TRADE-MARKS—ASSIGNMENT—BURDEN OF PROOF 
Party claiming ownership of mark through predecessor has burden to establish successor- 
ship to business to which it pertained by definite and unambiguous proof. 
On facts of record, applicant held to have failed to prove successorship or date of first 
use claimed in application ; opposer held to have proved priority of use on identical goods. 
Applicant’s claimed date of first use, in ex parte affidavit forming part of application, held 
not binding on opposer. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Flash-O” held confusingly similar to “Flashlike,” used on identical goods, under 1905 
Act. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by Humble Oil & Refining Company against Morris 
Waldow, doing business as Norton Products Company. Applicant appeals from 
decision sustaining notice of opposition. Affirmed. 


Thomas L. Mead, Jr., Nelson J. Jewett, and James Atkins, of Washington, D. C., 
and Lee M. Sharrar, of Houston, Tex., for Opposer. 
Nathan L. Silberberg, of Washington, D. C., for Applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences sustain- 
ing a notice of opposition to an application by Morris Waldow, for registration of 
a trade-mark for “fluids for filling cigar and cigarette lighters,” under the Trade- 
Mark Act of 1905. The mark sought to be registered consists of the word 
“Flash-O.” The notice of opposition alleges opposer‘s ownership and prior use of 
the word “Flashlike” for gasoline and motor-fuel oils, and for lighter fluid, and 
alleges that the goods of the parties possess the same descriptive properties, and that 
there is likelihood of confusion in trade from the concurrent use of the respective 
marks of the parties. In support of its notice of opposition, the opposer has intro- 
duced the registration of its mark for gasoline and motor-fuel oils, registered 
December 18, 1928 (renewed), and has further produced testimony and documentary 
evidence as to use of the mark on gasoline since 1928, and on lighter fluid since 
1933. 

In its application for registration, the applicant alleged use of its mark on lighter 
fluid since December 24, 1934, and in the proceedings before the Examiner of 
Interferences attempted to show use by a predecessor prior to 1933, the date of 
opposer’s first use on lighter fluid. The Examiner of Interferences found that 
opposer had proven use of its mark on the products since the date set out above, 
but that applicant had failed to prove use by any of its alleged predecessors in inter- 
est prior to 1934. He further found that “a party claiming ownership of a mark 
through a predecessor in interest has the burden of establishing his claim of succes- 
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sion to the business to which it has pertained, by the production of clear, definite, 
and unambiguous proofs”; and that “so far as may be affirmatively ascertained 
from the record, the business now conducted by the applicant in Los Angeles is a 
separate and independent enterprise.’”’ Based on the latter finding, the applicant’s 
first use would be some time in 1936 or 1937. 

On this appeal, applicant apparently does not contend that it has carried back 
its dates, at least prior to the date of the first use in the application. Since no assign- 
ment of error as to the Examiner of Interferences’ finding in this respect appears in 
the notice of appeal, and the question does not appear to be raised by applicant’s 
brief, and the Examiner of Interferences having analyzed the evidence in some detail, 
it seems sufficient to state that I agree with his conclusions as to opposer’s priority 
for the reasons given by him. 

The applicant does contend, however, that opposer’s registration as applied to 
gasoline is not a proper basis for denying applicant registration of its mark for 
lighter fluid, since it is stated the products do not possess the same descriptive prop- 
erties. The testimony, however, indicates that they are almost identical as to their 
physical character, but are sold under different circumstances. Since, however, on 
the finding of the Examiner of Interferences the opposer’s use is prior as to the 
identical product, “lighter fluid,” this need not be considered. As to the latter use, 
applicant contends that the earliest sales were intracompany transactions, and that 
opposer was not required to verify his own first date of use in commerce. 

The ex parte affidavit forming part of the application is not binding on the 
opposer and the Examiner of Interferences having found that applicant had not 
proven its dates, the use by opposer must be considered earlier than applicant’s 
even if restricted to the sales which applicant argues were the first which were 
actually made in commerce. It should be noted, however, that, in my opinion, the 
opposer adequately proved use in commerce and not as intracompany transactions, 
at least as early as 1933. As applied to identical goods “Flash-O” and “Flashlike” 
appear to be so similar that there is reasonable likelihood confusion in trade will 
result from their concurrent use. B. F. Goodrich Co. v. Hockmeyer, 17 C. C. P. A. 
1068, 40 F. 2d 99 [20 T. M. R. 205] ; MacEachen v. Tar Products Corp., 17 C. C. 
P. A. 1264, 41 F. 2d 295 [20 T. M. R. 464] ; McKesson & Robbins, Incorporated v. 
First Texas Chemical Manufacturing Co., 34 C. C. P. A. 877, 159 F. 2d 770 [37 
T. M. R. 160]. 


The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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BOTANY MILLS, INC. v. COHN-HALL-MARX CO. 


Commissioner of Patents—November 18, 1949 


OPpPosITIONS—PLEADING AND PRACTICE—MOTION FOR SUMMARY JUDGMENT 
TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
While Examiner of Interferences may have had power to grant summary judgment to 
opposer on applicant’s motion, he was under no duty to do so; and failure to do so, in 
absence of cross motion by opposer, cannot be regarded as inconsistent with final deter- 
mination that marks involved are confusingly similar. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Marxman” held confusingly similar to “Marchan,” used on similar goods, under 1905 
Act. 
While there is no common significance, marks involved held so nearly alike in sound 
and appearance as to be confusingly similar. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Botany Mills, Inc., against Cohn-Hall-Marx Co., 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 


Klein, Alexander & Cooper, of New York, N. Y., for Opposer. 
John P. McGann, of New York, N. Y., for Applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interferences 
sustaining an opposition to an application under the Trade-Mark Act of 1905 for 
registration of a trade-mark for “piece goods of cotton, rayon, wool and/or silk, 
or combinations thereof.” The mark sought to be registered consists of the word 
“Marxman.” 

Opposer relies upon its prior use of the word ‘“Marchan” for “woolen piece 
goods,” and ownership of a registration therefor, No. 347,118. 

By a stipulation of facts, applicant’s adoption and use of its mark beginning 
September 10, 1945, and opposer’s use of its mark upon its products since 1923, 
and its registration thereof are established. In this stipulation the parties agree 
upon the issues involved in this proceeding as follows: 


* * * 


3. The opposer is the prior user, the respective goods of the parties possess the same 
descriptive properties, and the sole question for determination is whether the marks in- 
volved herein, namely, “Marxman” and “Marchan” bear such near resemblance as to be 
likely to cause confusion in the trade or deception of purchasers when applied concurrently 
to the products here involved. 


Applicant contends that the decision of the Examiner of Interferences that 
these marks bear such near resemblance as to be likely to cause confusion is in- 
correct. In support of this contention much emphasis is placed upon his decision in 
a motion for summary judgment filed by the applicant prior to filing its answer in 
this proceeding, it being stated by the applicant that under rule 56 of the Rules 
of Civil Procedure for the District Courts of the United States, if the Examiner of 
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Interferences believed the marks to be similar he might have granted summary 
judgment for opposer even though the motion was made by the applicant. In pre- 
senting that motion, the affidavit of the attorney for applicant stated: 


For the purposes of this motion only, and for no other purpose, applicant admits every 
allegation contained in opposer’s notice of opposition except those which allege and/or in 
effect state that the two marks are confusingly similar. (Emphasis in original.) 


While it may be that the Examiner of Interferences would have had the power 
to grant summary judgment to the opposer on applicant’s motion, he was clearly 
under no duty to do so at that time, and his failure to do so at least in the absence 
of a cross motion by opposer, cannot be regarded as inconsistent with his final 
determination that the marks involved are confusingly similar. Failure to make 
such ruling cannot therefore be regarded as requiring that final judgment be in 
applicant’s favor. 

With respect to the similarity of the marks of the parties the Examiner of Inter- 
ferences found, after considering an “analysis” of various factors of sound, appear- 
ance and significance submitted by applicant, that : 


. ... the question of likelihood of confusion in trade must be determined from the view- 
point of prospective purchasers, who seldom have an opportunity, if the inclination, to make 
such comparisons of trade-marks. Gilmore Oil Co., Ltd. v. Wolverine-Empire Refining 
Co., 445 O. G. 775, 69 F. 2d 532 [24 T. M. R. 122] (C. C. P. A.); California Packing 
Corp. v. Halfertz, 320 O. G. 700, 54 App. D. C. 88. Rather, such purchasers must ordi- 
narily depend upon a more or less general recollection of known brands of goods, com- 
monly after the lapse of considerable intervals of time; and this largely accounts for the 
fact that the authorities, a few of which are cited in the opposer’s brief, reveal many 
instances in which technical trade-marks containing as many, if not more, points of dissimi- 
larity than those here involved have been held to be confusingly similar. 


Comparison of the marks of the parties indicates that, while there is no common 
significance, each begins and ends with the same letters and appear, as found by the 
Examiner of Interferences, to be too nearly alike in both appearance and sound to 
enable their concurrent use in trade on the same kind of goods without reasonable 
likelihood of confusion or deception of purchasers. Weco Products Company v. 
Milton Ray Company, 31 C. C. P. A. 1214, 143 F. 2d 985; Abbott Laboratories v. 
American Home Products Corporation, 557 O. G. 594, 59 U. S. P. Q. 373; Stanco 
Incorporated v. McLaughlin-Owen Company, 478 O. G. 719, 33 U. S. P. Q. 389. 

The decision of the Examiner of Trade-Mark Interferences is affirmed. 
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WILLIAM R. WARNER & CO., INC. v. ROIG 


Commissioner of Patents—November 18, 1949 


TRADE-MARKS—CONFUSING SIMILARITY—GENERAL 
Mere fact that in the marks of the parties the letters are largely the same, held not con- 
trolling but occurrence of same letters in same order gives rise to some similarity in appear- 
ance and certain similarities in sound. 
Prior decisions held of little assistance since each case must be determined on its own 
facts. 
Any doubts as to confusing similarity should be resolved in favor of opposer. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Gabismag” held confusingly similar to “Cal-Bis-Ma,” used on similar goods, under 
1905 Act. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by William R. Warner & Co., Inc., against Jose Maria 
Sorjus Roig. Opposer appeals from dismissal of notice of opposition. Reversed. 


Robert B. Clark, of New York, N. Y., for Opposer. 
E. I, Freeman, of New York, N. Y., for Applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Interferences dismissing 
the notice of opposition filed by William R. Warner & Co., Inc., to an application 
of Jose Maria Sorjus Roig for registration of a trade-mark for “pharmaceutical 
compositions for diseases of the stomach and the intestinal organs.” The mark 
sought to be registered consists of the word “Gabismag.” The notice of opposition 
is based upon opposer’s ownership and prior use of the trade-mark ‘“‘Cal-Bis-Ma” 
for a preparation for the treatment of hyperacidity of the stomach and kindred 
stomach ailments, ownership and prior use being established both by registration 
and testimony taken in this proceeding. 

The only question for consideration being that of similarity of the marks, the 
Examiner of Interferences found that while the marks contain certain similarities in 
sound, when viewed as a whole, the differences between them in that respect, and in 
composition and appearance, are such that they may be used concurrently upon 
the specified goods without giving rise to a reasonable likelihood of confusion in 
trade. In reaching this conclusion he disregarded applicant’s contention that “Bis,” 
forming a portion of each of the marks, is nondistinctive as a common term used 
as indicating a bismuth compound, and found that applicant had presented no 
proofs that the term “Bis” is a standard abbreviation of the word “bismuth” or 
would be recognized as such. He further commented on the fact that “applicant’s 
mark ‘Gabismag’ consists of but a single unitary expression, whereas the hyphe- 
nated mark ‘Cal-Bis-Ma’ of the opposer is comprised of three separate, and visually 
distinct terms or syllables.” 

It is pointed out by opposer that the letters making up the two marks are the 
same, except for the initial letters and the applicant’s omission of the letter “L” 
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as it appears in opposer’s mark and the applicant’s addition of a terminal “G,” 
which does not appear in opposer’s mark. The mere fact that the letters are largely 
the same is not controlling, but such occurrences of the same letters in the same 
order does give rise to some similarity in appearance, and, as pointed out by the 
Examiner, certain similarities in sound. Since on the record presented, each must 
be considered arbitrary, no question of meaning need be considered. 

The goods being identical and consisting of medicinal products for treatment 
of stomach ailments, the marks appear to me to resemble each other to an extent 
that confusion might well arise between them as set out in Thymo Borine Lab- 
oratory v. Winthrop Chemical Company, Inc., 33 C. C. P. A. 1104, 155 F. 2d 
402 [36 T. M. R. 204]: 


. in the spoken word, memory and writing. 


In that case the court found “Thy-Rin” confusingly similar to ‘““Thyractin” as 
applied respectively to “antiseptic mouth wash,” and for “thyroid extract prepara- 
tion for treatment of goiter, obesity and kindred ailments.” While as pointed out in 
that same case prior decisions are of little assistance, and each case must be deter- 
mined on its own facts, the similarities in both appearance and sound between the 
marks here involved appears greater than those of the marks involved in that pro- 
ceeding. In that case there was also some difference between the products, although 
both were found to possess the same descriptive properties. In that case as in this, 
one of the marks was hyphenated, while the other consisted of an integral expres- 


sion, it being pointed out by the court that the hyphen “has no significance in 
speech.” 

In view of these considerations it appears to me that any doubt should be 
resolved in favor of the opposer, and that the opposition should have been sustained. 
The affidavit submitted with applicant’s brief has been disregarded. 

The decision of the Examiner of Interferences is reversed. 


SUNBEAM CORPORATION v. THE PATTERSON FOUNDRY & 
MACHINE CO. 


Commissioner of Patents—November 23, 1949 


TRADE-MARKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Horizontal double arm kneading and mixing machines held goods of the same descriptive 
properties as electric food mixers, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Kneadermaster” held confusingly similar to “Mixmaster,” used on similar goods, under 


1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by Sunbeam Corporation against The Patterson Foundry 
& Machine Co. Applicant appeals from decision sustaining notice of opposition. 
Affirmed. 
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McCanna & Morsbach, of Chicago, IIl., for Opposer. 
H. Hamlin Hodges, of Washington, D. C., for Applicant. 


DANIELS, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition filed by Sunbeam Corporation to an appli- 
cation by The Patterson Foundry & Machine Co., for registration of a trade-mark 
for “horizontal double arm kneading and mixing machines,” under the Trade- 
Mark Act of 1905. The mark sought to be registered consists of the word “Knead- 
ermaster.” 

Opposer relies upon ownership and prior use of the trade-mark ‘‘Mixmaster” 
for “electric food mixers,” registration No. 281,291, registered March 17, 1931, 
under the Trade-Mark Act of 1905, alleging likelihood of confusion between the 
marks of the parties as applied to the goods set out. 

By an agreed statement of facts, the opposer’s ownership of its mark as applied 
to its products, and its extensive sales and advertising of such products under the 
trade-mark “Mixmaster”’ have been established. The nature and character of appli- 
cant’s products are also established thereby. 

It is applicant’s contention that the goods do not possess the same descriptive 
properties, it being contended that its double arm kneading and mixing machines 
are heavy industrial machinery which apply a kneading action to heavy masses of 
material and have no relation to opposer’s small food mixers, primarily for kitchen 
use. It is further contended that applicant’s products actually knead material “by 
repeated drawing out and pressing together, into a well mixed mass... ,” in accord- 
ance with various dictionary definitions. This is distinguished from the mere mix- 
ing, and as stated in applicant’s brief: 


In short, to “knead” to mix, but to “mix” is not necessarily to “knead.” 


While it is clear that the applicant’s goods are, in the main, heavy machines 
used for kneading products in industrial uses, even though such material may on 
occasion include food products, they include sizes as small as one-half gallon and 
are referred to throughout the various circulars and advertising submitted as 
“Kneadermaster Horizontal Mixers.” The same material refers repeatedly to their 
use for “mixing” and “processing” various materials. The fact that they may mix 
material more thoroughly does not detract from their character as mixers, and 
kneading clearly includes mixing. 

It is also made clear by the stipulated facts that opposer’s mixers bearing its 
‘““Mixmaster” trade-mark have “been sold in substantial numbers for industrial 
uses.” While such uses have involved relatively small batches of material and pre- 
sumably, as contended by applicant, material more “fluent” than that usually 
processed by applicant’s industrial equipment, both appear to be mixers, and their 
difference in size, and as to the material upon which they operate in most cases, 
does not change their general characteristics. Fairchild Engine and Airplane Cor- 
poration v. Outboard, Marine & Manufacturing Co., 601 O. G. 540, 74 U.S. P. Q. 
216; Rice Manufacturing Co. v. Smith & Hemenway Company, Inc., 52 App. D. C. 
278, 285 F. 1012. 
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I therefore agree with the conclusion of the Examiner of Interferences that the 
goods are “deemed clearly to possess the same descriptive properties ... .” 
Applicant further contends that the marks are not confusingly similar within the 
meaning of the Trade-Mark Act of 1905. Both contain the word “Master,” and 
“Mix” and “Kneader” are quite similar in significance. When applied to goods of 
the same descriptive properties, they appear to me to be confusingly similar. 
Ex parte Foster L. Talge, 563 O. G. 588, 61 U. S. P. QO. 455; Ex parte Supple- 
Biddle Hardware Company, 556 O. G. 737, 59 U. S. P. Q. 98; Heintz v. American 
Tire Machinery Co., 31 C. C. P. A. 862, 140 F. 2d 1013 [34 T. M. R. 173]. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 















COTY, INC. v. PERFUMES HABANA, S. A. 
(2 Cases) 






Commissioner of Patents—November 30, 1949 









TRADE-MarKS—Marks Nor ConFusINGLy SIMILAR—PARTICULAR INSTANCES 

(Case 1) Composite mark consisting of the words “Chance” and “Cherigan” placed re- 

spectively, above and below certain pictorial matter, within rectangular border, held not 
confusingly similar to “L’Origan,” used on similar goods, under 1905 Act. 

(Case 2) Composite mark consisting of the words “fleurs de” and “Cherigan” placed 
respectively, above and below certain pictorial matter, within rectangular border, held not 
confusingly similar to “L’Origan,” used on similar goods, under 1905 Act. 

OPpPOSITIONS—PLEADING AND PRACTICE—PARTICULAR INSTANCES 

(Case 1) Though decision sustaining notice of opposition is reversed, whether or not 
applicant is entitled to registration held to depend upon final outcome of certain other pro- 
ceedings against this application. 




















Appeals from Examiner of Interferences. 

Two trade-mark oppositions by Coty, Inc., against Perfumes Habana, S. A. 
Applicant appeals from decisions sustaining notices of opposition. Reversed in both 
instances. 


Lewis G. Bernstein, of New York, New York, for Opposer. 
Garvey & O’Connell, of Washington, D. C., for Applicant. 


DANIELS, A. C.: 


(Case 1.) This is an appeal from the decision of the Examiner of Trade-Mark 
Interferences sustaining a notice of opposition to an application for registration of a 
trade-mark for “perfumes, eau de cologne, rouges, and lip colorings,’ under the 
Trade-Mark Act of 1905. The mark consists of the words “Chance” and “Cheri- 
gan,” placed, respectively, above and below certain pictorial matter, within a rec- 
tangular border. 

The notice of opposition is based on opposer’s ownership and prior use of the 
notation “L’Origan,” as a trade-mark for perfumes, toilet waters, and other simi- 
lar products. Registrations of this mark have been properly made of record, and 
opposer’s ownership thereof and priority of use are not questioned. The goods be- 
ing identical, the only question raised is that of similarity of the marks. 
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The Examiner of Interferences’ finding of confusion was based upon a compari- 
son of the word “Cherigan,” forming part of applicant’s mark, and opposer’s mark. 
It is applicant’s contention that the inclusion of the word “Chance” in its mark 
eliminates any likelihood of confusion. “Cherigan” is, however, a conspicuous, inde- 
pendent portion of applicant’s mark, and as found in a previous opposition involving 
this mark, Cheramy, Inc. v. Parfumes Habana, S. A., 624 O. G. 975, 81 U.S. P. Q. 
551, the inclusion of the word “Chance” is not sufficient to eliminate likelihood of 
confusion. 

With respect to similarity between “Cherigan” and “L’Origan,” I am unable to 
agree with the Examiner of Interferences. It is true that the last letters of each 
word are the same. They clearly, however, have no similarity in meaning (see dis- 
cussion of meaning of opposer’s mark in the Le Blume Import Co., Inc. v. Coty, 
et al., 293 F. 344). 

Considered in their entireties, there appears to be little similarity in appearance 
and the final portion of the mark does not appear to be so emphasized in any rea- 
sonable pronunciation of the marks as to indicate likelihood of confusion. Yeasties 
Products, Inc. v. General Mills, Inc., 22 C. C. P. A. 1215, 77 F. 2d 523 ([25 T. M. 
R. 396]. While, therefore, I cannot agree with the contentions of applicant as to 
certain of the points presented, considering ““Cherigan’”’ and “L’Origan” in their 
entireties there does not appear to be such resemblance that their concurrent use, 
even on identical products would be likely to lead to confusion or mistake. 

The Examiner of Interferences has held that “the notice of opposition is hereby 
sustained, and it is further adjudged that the applicant is not entitled to the reg- 
istration for which it has made application.” In view of the foregoing, the decision 
must be reversed insofar as it sustains the notice of opposition. Whether or not 
applicant is entitled to the registration for which it has made application must how- 
ever depend upon the final outcome of certain other proceedings brought against this 
application. Cheramy, Inc. v. Parfumes Habana, S. A., supra; Chanel, Inc. v. 
Perfumes Habana, S. A., opposition No. 26,569, decided by the Examiner of Inter- 
ferences June 14, 1949. 

The decision of the Examiner of Trade-Mark Interferences is reversed. 


(Case 2.) This is an appeal from the decision of the Examiner of Trade- 
Mark Interferences sustaining the notice of opposition to the application for reg- 
istration of a trade-mark under the Trade-Mark Act of 1905, of Perfumes Habana, 
S. A., for “perfumes, eau de cologne, face and bath powders, rouges, and lipsticks.” 
The mark consists of the words “fleurs de’ and “Cherigan,” placed, respectively, 
above and below certain pictorial matter, all of which is enclosed within a rectangu- 
lar border. 

The notice of opposition is based on opposer’s ownership and prior use of the 
notation “L’Origan,” as a trade-mark for perfumes, toilet waters, and other similar 
products. 

The comments contained in my decision issued contemporaneously herewith 
appear to apply to this case. For the reasons there given, the decision of the 
Examiner of Trade-Mark Interferences is reversed. 
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CHANEL, INC. v. PERFUMES HABANA, S. A. 


Commissioner of Patents—December 7, 1949 


TrRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
Composite mark consisting of the words “Chance” and “Cherigan,” appearing respectively, 
above and below a fanciful representation of a man and a woman, held confusingly similar to 
“Chanel,” used on identical goods, under 1905 Act. 
Use of “Cherigan” with “Chance” held insufficient to avoid confusion. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by Chanel, Inc. against Perfumes Habana, S. A. Appli- 
cant appeals from decision sustaining notice of opposition. Affirmed. 


Klein, Alexander & Cooper, of New York, New York, and Banning & Banning, 
of Chicago, Illinois, for opposer. 
Garvey & O’Comnell, of Washington, D. C., for applicant. 


DANIELs, A. C.: 


This is an appeal from the decision of the Examiner of Trade-Mark Interfer- 
ences sustaining the notice of opposition to an application for registration of a 
trade-mark for “perfumes, eau de cologne, rouges and lip colorings,” under the 
Trade-Mark Act of 1905. The mark sought to be registered consists of the words 
“Chance” and “Cherigan,” appearing, respectively, above and below a fanciful rep- ‘ 
resentation of a man and a woman. 

Opposer relies upon its prior use and ownership of the trade-mark “Chanel” for 
“face powder, perfume, eau de cologne, toilet water, lipstick and rouge,” and has 
proven ownership and use thereof as well as of registration thereof, No. 195,360, 
registered February 24, 1925, and renewed. Identity of the goods and opposer’s 
ownership of its mark, and priority of use are established and conceded. The 
Examiner has found “Chance” and “Chanel” to be confusingly similar within the 
meaning of the confusion in trade clause of section 5 of the Trade-Mark Act of 1905. 
While applicant contends that there is no similarity in sound between those words, 
when opposer’s mark is properly pronounced, it seems probable, as found by the 
Examiner of Interferences, that “many purchasers who were not aware of the al- 
leged correct pronunciation thereof, would be just as likely to pronounce it as 
though it were spelled ‘channel’ ” as they would be to accord it what applicant con- 
tends is the correct pronunciation. The American Products Company v. F. A. 
Leonard, 19 C. C. P. A. 742, 53 F. 2d 894. So pronounced it would bear such close 
resemblance to applicant’s mark “Chance” as to give rise to reasonable likelihood 
of confusion, and there is also some resemblance in appearance between these words. 
I accordingly agree with the Examiner of Interferences that the two marks are con- 
fusingly similar. 

Applicant contends that its use of both “Chance” and “Cherigan” removes any 
possibility of confusion. In Cheramy, Inc. v. Perfumes Habana, S. A., 624 O. G. 
975, 81 U. S. P. Q. 550, a similar contention was made with respect to an opposition 
in which confusion was alleged to exist with respect to the term “Cherigan.” The 
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comments contained in that decision apply equally in this case and will not be re- 


peated. 
The decision of the Examiner of Trade-Mark Interferences is affirmed. 





EX PARTE BRITISH INSULATED CALLENDER’S CABLES LIMITED 


Commissioner of Patents—October 6, 1949 


Trape-Mark Act or 1946—REGISTRABILITY—SECTIONS 1 AND 44 
TRADE- MARKS—REGISTRABILITY—GENERAL 
Purported application by foreigner, based on British registration, held incomplete and 
not acceptable under 1946 Act, for failure to comply with requirements of section 1, be- 
cause of lack of use of mark by applicant in connection with goods and lack of specimens 
or facsimiles. 
Positive requirements of section 1 are not eliminated by provisions of section 44(e). 
Section 44(c) permits application for registration by person described in section 44(b), 
without registration in country of origin, if “use in commerce” is alleged. 


Petition to Commissioner of Patents. 

Application for registration of trade-mark by British Insulated Callender’s 
Cables Limited, informally filed August 7, 1948. Applicant’s petition for direction 
to Examiner of Trade-Marks to withdraw requirement that specimens of mark 
as used be supplied denied. 


Stebbins, Blenko & Webb and Webb, Mackey & Burden, of Pittsburgh, Pa., for 
applicant. 


DaNIELs, A. C.: 


This is a petition requesting that supervisory authority be exercised by direct- 
ing the Examiner of Trade-Marks to withdraw a requirement that specimens of 
the mark as used be supplied in the above identified application for registration of 
a trade-mark on the Principal Register under the Trade-Mark Act of 1946, and 
directing the examiner to accept said application for purposes of examination. 

On August 7, 1948, there were received a statement, declaration, drawing and 
filing fee, and petitioner was advised that the papers did not constitute a complete 
application and could not be given a filing date and accepted for examination in 
view of the absence of a certified copy of the registration in the country of origin 
(upon which the informal application is based), and of five specimens of the mark 
as actually used. In reply a certified copy of the British registration was submitted 
but the specimens were not, and the refusal to accept the application was adhered 
to. 

The reason given for not submitting specimens is that the mark is not used 
and hence specimens of the mark as actually used cannot be filed. 

The requirement for specimens or facsimiles of the mark as actually used, as 
part of the application for registration, is a requirement of section 1(a) (3) of 
the Trade-Mark Act of 1946, and hence the purported application is on its face 
not acceptable as a complete application. 

The application as presented is drawn in such a manner as to avoid any state- 
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ment or any suggestion or implication that the trade-mark has been actually used. 
Therefore, while the question was raised because of the absence of specimens, this 
is only one symptom of a more fundamental issue, that of lack of use by the 
applicant anywhere. 

The requirements for registration on the Principal Register are specified in 
section 1 of the Trade-Mark Act of 1946. These requirements include, among 
others, a written application specifying “the mode or manner in which the mark 
is used in connection with such goods.” Again, the statute requires “such num- 
ber of specimens or facsimiles of the mark as actually used as may be required 
by the Commissioner.” Those quotations from the requirements, as well as others 
in the same section of the Act, clearly indicate that only a mark that is actually 
used in connection with goods can be registered. Therefore it is clear that the ap- 
plication is incomplete and should not be accepted for examination. 

The purported application is based on a registration in Great Britain and ap- 
plicant relies on section 44(e) of the statute which states in part, “A mark duly 
registered in the country of origin of the foreign applicant may be registered on 
the Principal Register if eligible.” This part of the Act does not eliminate any 
of the requirements for registration on the Principal Register. The standards and 
requirements for registration on the Principal Register are set forth in sections 1 
and 2 of the Trade-Mark Act. It is true that one requirement, that the trade- 
mark must be in use in commerce which can be controlled by Congress has been 
eliminated in the case of applications for registration based upon a foreign registra- 
tion. However authority for this exception is found in section 44(c) which states 
that : 


No registration of a mark in the United States by a person described in paragraph 
(b) of this section shall be granted until such mark has been registered in the country 
of origin of the applicant, unless the applicant alleges use in commerce. 


The presence of this section indicates that registration based upon a registration 
in the country of origin of the applicant may be granted without any allegation 
of use in commerce over which the United States has control. However, no 
authority can be found anywhere in the Act for eliminating any other requirement. 
Since the requirements in section 1 are positive in nature, they cannot be dispensed 
with unless authority is found in the Act for such dispensation. 

In view of the specific language of the statute it is not considered necessary to 
discuss petitioner’s contention as to the meaning and the effect of article 6 of the 
International Convention for the Protection of Industrial Property. No authority 
for petitioner’s assertions have been given and none have been found. It may be 
noted, however, that the most recent discussion of this provision found, in the 
report “International Protection of Trade-Marks,’ Brochure 138, International 
Chamber of Commerce, 1949, prepared by Mr. Charles L. Magnin, Vice-Director 
of the International Bureau of Berne, established under the Convention, adopts a 
view contrary to that of the petitioner (page 15) and an article entitled “The 
Prerequisite of Trade-Mark Registrations in Canada,” by George H. Riches, ap- 
pearing in 39 T. M. R. 104, would also appear to indicate that the construction 
suggested by petitioner is not accepted in Canada. 

The petition is denied. 
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EX PARTE SACHAROW, bDoING BuUsINEss as ARROW ALUMINUM 
PRODUCTS COMPANY 


Commissioner of Patents—November 4, 1949 


TRADE-MArKS—Goops OF THE SAME DESCRIPTIVE PROPERTIES—PARTICULAR INSTANCES 
Partitioned steamer made of aluminum and placed in cooking vessels held goods of 
the same descriptive properties as aluminum cooking utensils including coffee pots, tea pots, 
pans, pots, dishes, kettles, skillets, griddles, roasters and steamers, under 1905 Act. 
TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Arrow-matic Steamer,” the word “steamer” being disclaimed, held confusingly similar 
to the word “Arrow,” accompanied by representation of an arrow, used on similar goods, 
under 1905 Act. 


Appeal from Examiner of Trade-Marks. 

Application for registration of trade-mark by Benjamin F. Sacharow, doing 
business as Arrow Aluminum Products Company. Applicant appeals from refusal 
of registration. Affirmed. 


Pennie, Edmonds, Morton & Barrows, of New York, N. Y., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the final refusal of an application for registration of 
a trade-mark for “a partitioned steamer made of aluminum and placed in cooking 
vessels,” under the Trade-Mark Act of 1905. The mark sought to be registered 
consists of the words “Arrow-Matic Steamer,” the word “Steamer” being dis- 
claimed. As displayed and used on the goods these words are printed in a circular 
design. Registration has been refused in view of a prior registration of the word 
“Arrow,” accompanied by a representation of an arrow, under the Trade-Mark Act 
of 1905, for “aluminum cooking utensils—namely, coffee pots, tea pots, pans, pots, 
dishes, kettles, skillets, griddles, roasters, and steamers.” 

Applicant contends that the goods for which it seeks registration and those of 
the prior registration do not possess the same descriptive properties. Since the 
identical term is used in the description of goods in prior registration, and since 
all are metal cooking utensils, this contention cannot be accepted. Applicant has, 
however, submitted specimens of its product and material relating to goods of 
the prior registrant which would indicate that the steamer referred to in the prior 
registration is a double boiler, while applicant‘s product is a receptacle having a 
perforated bottom adapted to fit in a pressure cooker and by means of partitions 
permit the simultaneous cooking of different foods. It is stated that it is a novel 
and highly specialized item and in no way conflicts with the pots and pans sold by 
the prior registrant. Applicant’s product and each of those recited in the prior 
registration are, however, ordinary metal utensils ordinarily purchased, kept and 
used together. I am unable to differentiate between them and regard them as hav- 
ing identical descriptive properties. 

Applicant further contends that the marks do not resemble each other, since, 
as used with the suffix “Matic” the word “Arrow” used in its mark loses its 
significance as such, and becomes a part of a combination suggesting flavor and 
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aroma. The mark of the prior registration is, however, conspicuously displayed 
(with the representation of an arrow, which is the full equivalent thereof) and 
the word “Arrow” appears to be the only portion of applicant’s mark which might 
be regarded as having any distinctiveness. It is not apparent that it would lose its 
identity, and on the contrary appears to be the most conspicuous feature of the 
mark and the one most likely to be noticed. 

In view of the substantial identity of both marks and the goods, there can be 
no question of so-called “cumulative similarities.” 

The decision of the Examiner of Trade-Marks is affirmed. 





EX PARTE WILLIAM B. OGUSH, INC. 


Commissioner of Patents—November 23, 1949 


TravE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(f) 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Certified” held incapable of becoming distinctive of or functioning as trade-mark for 
jewelry, under 1946 Act. 
“Certified Irid. Plat.” held merely a certification of material, as iridium-platinum, from 
which applicant’s jewelry is made. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by William B. Ogush, Inc. Applicant 
appeals from refusal of registration. Affirmed. 


Harry Radzinsky, of New York, N. Y., for applicant. 
DaNIELs, A. C.: 


This is an appeal from the final refusal of applicant’s application for registra- 
tion of a trade-mark on the Principal Register under the Trade-Mark Act of 1946. 
The mark sought to be registered consists of the word “Certified,” applied to 
“jewelry for personal wear, not including watches.” 

Registration is sought pursuant to the provisions of section 2(f) of the Act. The 
mark being concededly descriptive, it is claimed that because of its exclusive use 
for many years it has become distinctive of applicant’s goods. That section of the 
Act so far as pertinent provides: 


Except as expressly excluded in paragraphs (a), (b), (c), and (d) of this section, 
nothing herein shall prevent the registration of a mark used by the applicant which has 
become distinctive of the applicant’s goods in commerce. The Commissioner may accept 
as prima facie evidence that the mark has become distinctive, as applied to the appli- 
cant’s goods in commerce, proof of substantially exclusive and continuous use thereof as a 
mark by the applicant in commerce for the five years next preceding the date of the filing 
of the application for its registration. 


The Examiner has held that the mark is incapable of becoming distinctive and 


cannot serve as a trade-mark or be registered as such. 
In Ex parte Joseph G. Taylor, 469 O. G. 772, 30 U. S. P. Q. 211, registration 
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of “Certified” as applied to goods other than those here involved was refused, even 
under the Act of 1920. It was stated: 


According to Webster’s New International Dictionary the word “certified” is an 
adjective meaning “guaranteed or attested as to quality, qualifications, fitness, etc.” I 
have carefully considered the argument advanced in applicant’s behalf and the cases on 
which it relies, but I am constrained to agree with the Examiner that such a word is 
incapable of denoting origin, and cannot therefore serve as a trade-mark or be registered 
as such even under the 1920 Act. 


While the foregoing would, in any event, require refusal of applicant’s mark, 
it is to be noted that as used on the goods “Certified” is accompanied by the words 
“Trid. Plat.” which on the record are abviously the abbreviations of “iridium” and 
“platinum.” They appear therefore not to be used as a trade-mark but merely as 
a certification, or guaranty of the material from which applicant’s jewelry is made. 
In a circular accompanying the affidavit of applicant’s president, the following state- 
ments appear : | 


The diamond jewelry wrought from Certified Iridium Platinum, the most noble metal 
and the chosen medium, may well be said to be “The loveliest of all personal adornment.” 
So may it well be said that Katz & Ogush, Inc., the Craftsmen creating those exquisite 
jewels, are “Artists in Adornment.” 


And further this pamphlet states : 


The choice of “Certified” as a trade name and description for its fine platinum settings 
was no mere flight of fancy, but, rather a carefully conceived plan that the product be 
Certified in its intrinsic value, to the dealer and consumer. Now the complete trade- 
mark is “Certified Iridium Platinum,” the hall-mark of fine diamond jewelry, as sig- 
nificant as “Sterling” in silverware, or “Karat” stamped on gold. 

Equally Certified is the organization pictured to you here in these pages. . . . 


To elaborate on the applicant’s own statements as to the nature of the use of its 
mark as the equivalent of sterling, or karat, appears unnecessary. Even if the 
word otherwise used might have any other significance, which appears more than 
doubtful (Ex parte Taylor, supra) as used by applicant it merely certifies the ma- 
terial from which its products are made, and is completely lacking in trade-mark 
significance. The continuance of use in this fashion over a period of years would 
appear to emphasize the lack of distinctiveness rather than establish the contrary. 

In view of the foregoing, the affidavit of applicant’s president, or the form 
affidavits submitted by others prominent in the jewelry trade as indicative of the 
mark’s distinctiveness, are not considered to set out factual material which would 
give any substantial indication that the mark might be distinctive, but to consist 
rather of conclusions and opinions. 

This could not, in any event, overcome applicant’s own appraisal of the char- 
acter of the term, as quoted above, nor contradict the obvious generic meaning of 
the term. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE PINE HILL PRODUCTS COMPANY 


Commissioner of Patents—November 23, 1949 


TRADE-MarkK Act oF 1946—REGISTRABILITY—SECTION 23 
TRADE-MARKS—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Plasticsuede” held incapable of distinguishing applicant’s goods from those of others. 
“Plasticsuede” held not registrable on either Supplemental or Principal Register, under 
1946 Act, for flexible sheet material consisting of a thin sheet base to the surface of which 
flocked fibrous material is caused to adhere to give a suede-like appearance. 
TRADE-M ARKS—REGISTRABILITY—GENERAL 
Proposed amendment to convert Supplemental Register application to one under Prin- 
cipal Register should have been presented to Examiner rather than on appeal; and will not 
be considered by Commissioner on appeal, nor will request for permission to submit addi- 
tional affidavit after hearing. 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Pine Hill Products Company. 
Applicant appeals from refusal of registration. Affirmed. 


Harry C. Bierman, of New York, N. Y., for applicant. 
DANIELS, A. C.: 


This is an appeal from the final refusal of an application for registration of the 
notation “Plasticsuede” on the Supplemental Register under the Trade-Mark Act of 
1946, as a trade-mark for “flexible sheet material consisting of a thin sheet base to 
the surface of which flocked fibrous material is caused to adhere to give a suede- 
like appearance, in Class 42, knitted, netted and textile fabrics and substitutes there- 
for.” Registration has been refused on the ground that the notation presented is 
incapable of distinguishing applicant’s goods in commerce. (Sec. 23 of the Trade- 
Mark Act of 1946.) 

Suede is defined in Webster’s New International Dictionary as follows: 


1. A skin tanned with tannic acid, or formaldehyde, and with its flesh side rubbed 
into a nap on an emery wheel; as a handbag, shoes, gloves, etc., of suede. 

2. A closely knitted or woven fabric, napped and shorn to simulate the surface of suede 
leather ;—called also suede cloth and suedine. 


As a verb, it is defined as: 


To give a suede finish or nap to a fabric or leather. 


The Examiner apparently regarded applicant’s material as formed from some 
type of artificial or plastic material, but applicant contends that its material is made 
of fabric and that ‘‘the adjective ‘plastic’ as used by applicant means ‘formative’ or 
‘creative’ or ‘pliable.’” In either event, it is clearly an adjective describing the 
material. As to this the applicant states: 


Applicant manufactures a fabric which resembles ordinary suede. ... Applicant pro- 
duces an artificial fabric which resembles the suede made from leather and it is accom- 
plished by providing a base material which is a textile and may be woven, knitted, matted, 
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or made in any other way. Then applicant provides short fibres, which in the trade is 
known as “flock.” This is attached to the textile fabric by a cement which anchors the 
flock to the surface and gives it the soft appearance of the leather suede. In some in- 
stances, there may be interposed between the flock and the textile an interlayer of 
various compositions in order to provide desired properties. 


In contending that the notation sought to be registered constitutes a coined 
word, the applicant states: 


The adjective “plastic” as used by applicant means “formative” or “creative” or 
“pliable.” It may have a meaning analogous to artificial, but in any case, the composite 
word is suggestive of a newly created fashionable suede cloth which is highly pliable 
and thus suitable for a great many uses. 


At another point in the brief, referring to its product, it is stated that: 


The artificial suede is made of a textile fabric. 


An affidavit filed on behalf of applicant indicates that the material is used in 
making shoes, handbags, belts, and similar articles. ‘Suede,’ being the name of a 
type of fabric, and “plastic,” being an adjective applied to such material to indi- 
cate either its composition or character, the terms cannot distinguish applicant’s 
product from the same or similar product which is or might be made or sold by 
any other manufacturer or dealer. It is clearly incapable of distinguishing appli- 
cant’s goods from those of others. (Sec. 23, Trade-Mark Act of 1946.) 

Applicant emphasizes the fact that it has certain State registrations of the mark. 
This is immaterial as an indication that the words might be distinctive. 

The application as presented, and when finally refused and this appeal was taken, 
requested registration upon the Supplemental Register. Applicant now indicates 
that it desires to file an amendment to place it under the Principal Register. In 
view of the foregoing comments, the mark would not be registrable on any register 
and the proposed amendment will therefore not be considered. And, in any event, 
such an amendment should be presented before the Examiner rather than on appeal. 
This same comment applies to the request filed after the hearing for permission to 
submit additional affidavits. Not only should these have been presented before the 
Examiner, if pertinent, but no basis therefor is perceived since applicant's factual 
statements have been accepted and clearly indicate the generic nature of the mark 
presented. 

The decision of the Examiner of Trade-Marks is affirmed. 
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EX PARTE KIMBERLY-CLARK CORPORATION 


Commissioner of Patents—November 29, 1949 


TrRaAvDE-Mark Act oF 1946—REGISTRABILITY—SECTION 2(e) 

Section 2(e), paragraph 3, of 1946 Act, prohibiting registration of mark which is “pri- 
marily merely a surname,” held to preclude registration of hyphenated mark consisting of. 
two surnames. 

TRADE-M ARKS—REGISTRABILITY—S URNAMES 

“Kimberly-Clark” held not registrable on Principal Register, under 1946 Act, because 
of prohibition of section 2(e), paragraph 3, where applicant stated that it did not intend 
that application be construed as one under section 2(f). 


Appeal from Examiner of Trade-Marks. 
Application for registration of trade-mark by Kimberly-Clark Corporation. 
Applicant appeals from refusal of registration. Affirmed. 


Soans, Pond & Anderson, of Chicago, Illinois, and C. Willard Hayes, of Washing- 
ton, D. C., for applicant. 


DANIELS, A. C.: 


Applicant appeals from the final refusal to register the words “Kimberly-Clark” 
as a trade-mark for various paper products on the Principal Register under the 


Trade-Mark Act of July 5, 1946. 


Registration has been refused under section 2(e) 3 of that Act which provides, 
so far as pertinent, that: 


No trade-mark by which the goods of the applicant may be distinguished from the goods 
of others shall be refused registration on the Principal Register on account of its nature 
unless it .... (e) consists of a mark which... . (3) is primarily merely a surname. 


Concededly both “Kimberly” and “Clark” are surnames, and as presented their 
identity as such is apparent. 

An application for registration of a mark consisting essentially of these same 
words was refused by the Examiner of Trade-Marks under the Trade-Mark Act 
of 1905 on the ground that it consisted of merely two surnames and such refusal 
was affirmed in Ex parte Kimberly-Clark Corporation, 617 O. G. 941, 79 U.S. P. Q. 
274. The factual situation being essentially the same, the primary question here 
presented is whether or not the provisions of the Act of 1946 with respect to the 
registration of marks consisting of surnames differ from those of the Trade-Mark 
Act of 1905 to such an extent as to require registration of these words which had 
previously been refused registration under the earlier Act. 

Section 5 of the Trade-Mark Act of 1905 contained the following proviso: 


That no mark which consists merely in the name of an individual, . . . . shall be regis- 
tered under the terms of this Act 


The words “merely in the name of an individual” were construed to include sur- 
names. The American Tobacco Co. v. Wix, 20 C. C. P. A. 835, 62 F. 2d 835 
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[23 T. M. R. 104]. And it was on the basis of this provision that applicant’s 
mark was refused registration under the Act of 1905 in Ex parte Kimberly-Clark 
Corporation, supra. The decision in that case followed that in Ex parte Bendix 
Aviation Corporation, 603 O. G. 546, 74 U. S. P. Q. 309, in which it was said: 


Applicant asserts that “when displayed in this manner the two surnames lose their 
identity as surnames.” I am unable to agree. Their individual significance remains pre- 
cisely the same as before. Each being separately non-registrable, the two remain so when 
combined. Jn re Midy Laboratories, Inc., 25 C. C. P. A. 1294, 104 F. 2d 617, 42 U. S. P. Q. 
17; In re Meyer Brothers Coffee & Spice Co., 32 App. D. C. 277, 1909, C. D. 312.” 


The provision as to surname contained in section 2(e) 3 of the Act of 1946, 
quoted above, omits the prohibition against the registration of names of individuals 
(Ex parte Andre Dallioux, 83 U.S. P. Q. 262, 171 Ms. D. 563). But since each 
of the words making up applicant’s mark is primarily merely a surname, and, as 
presented, “their individual significance remains precisely the same... .” (as stated 
in Ex parte Bendix Aviation Corporation, supra) and, as in that case, “each being 
separately nonregistrable,” it is my opinion that the mark must be considered in 
the same manner as it was under the Act of 1905, and that no change has been 
made by the language of the Trade-Mark Act of 1946 which would require or per- 
mit any different conclusion than was reached on applicant’s application under the 
Act of 1905. 

Applicant contends in this case, as it did in its appeal under the Act of 1905, that 
the mark presented is distinctive and should be registered, and that the comments 
of the First Assistant Commissioner in Ex parte Bendix Aviation Corporation, 
supra, and those contained in the decision of the Court of Customs and Patent 
Appeals in In re Midy Laboratories, Inc., supra, constituted dicta and conflict with 
earlier decisions. These questions were considered in the earlier appeal, and the 
comments contained therein will not be repeated. 

In Ex parte Andre Dallioux, supra, it has been held by this office that the name 
of an individual should not be refused registration under the provisions of the new 
Act as to surnames quoted above. That a combination of surnames may well be as 
distinctive as a surname combined with a baptismal name can hardly be ques- 
tioned, and in some instances it may be difficult to determine whether a combina- 
tion of names is actually a complete individual name or a combination of surnames. 
Where, as here, however, the significance of the mark as two words, each of which 
is primarily merely a surname, is clearly apparent, it is believed that the language 
of the statute requires that registration be refused. 

With respect to applicant’s argument as to liberality of registration of marks 
required by the New Act, it is to be noted that this application as originally filed 
contained allegations to the effect that the mark had become distinctive as applied 
to applicant’s goods in commerce, as provided in section 2({) of the Act, but prior 
to any action by the examiner, thereon, the applicant stated that it did not intend 
the application to be construed as one for registration under that section, and that 
it requested registration on the Principal Register without regard thereto, the appli- 
cation being amended accordingly. Since the Act indicates that marks of the type 
here involved should be registered only in accordance with that provision, which 
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appears to be available to applicant by an amendment to its application, no lack of 
liberality is indicated by the Examiner’s refusal of the application as presented. 

While applicant presents forceful arguments for suggesting that these words 
constitute a trade-mark, and should be registered, they appear to be directed to the 
contention that the prior decision was erroneous rather than to any change result- 
ing from the passage of the New Act, and since it appears that the language of the 
New Act does not change the rule previously in effect, it is believed that the decision 
in the earlier appeal should be followed. 

The decision of the Examiner of Trade-Marks is affirmed. 
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DIGEST OF CASES, 1949 — PART II 
I. TRADE-MARK ACT OF 1946 (Lanham Act).1 
Lanham Act 
Section T. M. R. Page 
272, 557, 961, 11057 


179, 431, 272, 758, 965, 1060, 1064, 58, 508, 846, 861, 506, 866 
637, 874 


640, 967 


955 


§ 1. SCOPE OF PROTECTION. 


Applicant’s proposed amendment claiming concurrent use held insufficient under 
Section 1(a) of 1946 Act and under Rules 8.2 and 13.3. 272 


Purported application by foreigner, based on British registration, held incomplete 
and not acceptable under 1946 Act, for failure to comply with requirements of section 
1, because of lack of use of mark by applicant in connection with goods and lack of 
specimens or facsimiles. 

Positive requirements of section 1 are not eliminated by provisions of section 44(e). 

Section 44(c) permits application for registration by person described in section 
44(b), without registration in country of origin, if “use in commerce” is alleged. 1057 


Purported application by foreigner, based on British application, failing to allege 
use of the mark in “commerce” held incomplete as not complying with section 1 of 
1946 Act and filing date held properly vacated. 

Application by foreigner not filed within six months of application in country of 
origin held not entitled to priority under section 44(d) of 1946 Act, nor relieved from 
requirements of section 1 by the provisions of section 44(e). 961 


Under 1905 Act, registration of trade-mark was made only prima facie evidence of 
ownership; question was never finally settled whether 1905 Act created substantive 
federal trade-mark law, distinct from common law of the states. 

1946 Act held to have put an end to any doubts and to confused conditions after 
Erie v. Tompkins, and to have created uniform rights throughout the United States, 
in the interpretation of which federal courts are not limited by local law. 557 


Intent of 1946 Act to broaden scope of registrable marks is clear, e.g., secondary 
meaning marks, which were unregistrable under prior acts, except under ten-year 
clause; however fundamental requirement that words be used as trade-mark and 
function to identify origin has not been removed or relaxed. 640 


1In view of the importance of the decisions interpreting the Trade-Mark Act of 
1946 they are digested separately in this issue of the index. 
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§ 2. REGISTRABILITY. 
A. General 
“Certified” held incapable of becoming distinctive of or functioning as trade-mark 
for jewelry, under 1946 Act. 
“Certified Irid. Plat.” held merely a certification of material, as iridium-platinum, 
from which applicant’s jewelry is made. 1060 


Law gives protection to trade-marks not only to reward business enterprise and 
prevent piracy but also to prevent deception of the public. 

Lanham Act did not open door to use of trade-mark as an instrument to under- 
mine the anti-trust laws. 431 


B. Descriptiveness 
Elimination of 1905 Act phrase, goods of the “same descriptive properties’ in 
framing 1946 Act apparently provides more flexible test as to when prior registration 
is a bar to a new one. 872 


Section 2, of 1946 Act, will require refusal of registration where there is likelihood 
of confusion, mistake or deception even though goods are of different classes; and 
presumably will permit registration where goods are of the same general class but 
confusion is unlikely. 

Descriptive marks, not entitled to registration on principal register because of pro- 
hibition of Section 2(e), may be registrable under Section 2(f) when they have become 
distinctive of the applicant’s goods. 

To qualify for registration under Section 2(f) of 1946 Act, mark must be a trade- 
mark and be used and capable of being recognized as such. 179 


Cases under 1905 Act and 1920 Act discussed and distinguished. 


“WeeDust,” phonetic equivalent of “weed” and “dust” held merely descriptive of 
chemical preparations for exterminating weeds, under 1946 Act. 758 


C. Surname 
Section 2(e), paragraph 3, of 1946 Act, prohibiting registration of mark which is 
“primarily merely a surname,” held to preclude registration of hyphenated mark con- 
sisting of two surnames. 1064 


“Kimberly-Clark” held not registrable on Principal Register, under 1946 Act, be- 
cause of prohibition of section 2(e), paragraph 3, where applicant stated that it did 
not intend that application be construed as one under section 2(f). 1064 


1905 Act prohibited registration of marks consisting of names of individuals, 
which included surnames but was not restricted thereto. 

Section 2(e), the corresponding section of 1946 Act, contains no reference to “the 
name of an individual’ but precludes registration of a mark which is “primarily 
merely a surname.” 

“Andre Dallioux,” personal name of applicant, held registrable on Principal Regis- 
ter under 1946 Act, and not barred as merely a surname. 965 


By signing application for registration of his own name, applicant held to have 
consented thereto, within the meaning of Section 2(c). 


D. Concurrent Registration 


1946 Act provisions held to permit concurrent use proceedings involving both 
applications and existing registrations. 
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“Prior to any of the following dates of the applications involved” held to require 
applicant for concurrent registration to have used mark prior to filing date of any 
other applications which have matured into registrations under 1881, 1905 or 1946 
Acts. 

Provisions of Section 2(d) held intended to apply to extraordinary situations and 
not to be invoked as a matter of course, but only upon a showing of unusual con- 
ditions, as the exception rather than the rule. 272 


E. Slogans 


While there may Le words functioning as trade-mark which might also be con- 
sidered a slogan, slogans as such cannot be considered registrable on Principal Reg- 
ister, under 1946 Act. 640 


PLEADING AND PRACTICE 
A. Petition for Supervisory Authority 
Supervisory authority of the Commissioner should not be exercised except where 
error is so manifest that substantial justice cannot be otherwise obtained. 
Petition for exercise of supervisory authority held not to lie from Examiner’s 
denial of motion to dismiss or to strike certain paragraphs from notice of opposition. 
58 
B. Concurrent Proceedings 


Institution of concurrent use proceedings refused where applicant’s claimed date of 
first use is subsequent to filing date of application for prior conflicting registration. 
508 
C. Section 2(d) 
Section 2(d) of 1946 Act held to apply only to applications pending under that 
Act and not to those under 1905 Act. 846 


Under Section 2(d) of 1946 Act, same rule applies as under 1905 Act to consent 
of prior registrant to application for registration of confusingly similar mark and 
statutory bar precludes registration. 756 


D. Section 2(f) 


Prior refusal to register mark under 1905 Act may not bar new application under 
Section 2(f) of 1946 Act. 


Whether considered as an absolute bar or merely as a precedent, 1932 decision, 
on application to register same mark, held fully applicable to question of applicant’s 
right to register under 1946 Act. 861 


Commissioner may accept proof of five years substantially exclusive and contin- 
uous use as prima facie evidence that mark has become distinctive but he is not re- 
quired to do so under section 2(f) of 1946 Act. 

Applicant’s affidavit should be accepted where surname, geographical term or de- 
scriptive term comprising mark has distinctive significance. 

Burden of proof that mark has become distinctive is upon applicant and where 
mark is highly descriptive or predominantly geographical additional proof that it 
has actually become distinctive is required under section 2(f) of 1946 Act. In such 
cases proof analogous to that required in proving secondary meaning in court may 
be required. 506 


Section 2(f) of 1946 Act permits registration of a “mark,” which in turn is de- 
fined by Section 45 together with “trade-mark.” 


To be registrable as “trade-mark” words must function as such, identifying ap- 
plicant’s goods and distinguishing them from those of others. 
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Section 2 of 1946 Act is one for registration of “trade-marks” and unless material 
submitted is a “trade-mark,” it is not eligible for registration on Principal Register. 
866 


E. Amendment of Registration—Section 7(d) 


Proposed amendment of registration refused as entailing substantial changes 
which alter materially the character of the mark. 

Disclaimed material may not be entirely disregarded; if petitioner’s contention that 
changes in disclaimed matter are immaterial were accepted, it would indicate that 
the amendment sought is not one to the mark actually registered and therefore the 
showing of “good cause,” required by Section 7(d), would be lacking. 874 


Amendment of registration, under Section 7(d) of 1946 Act, may be made only 
where good cause is shown and when such amendment does not involve such change 
as to amount to material alteration. 637 


Amendment of registration of ‘Ma Brown,” printed in plain block type, to change 
drawing to show mark in simple script style of type held permissible. 

Proposed amendment to insert statement: “The trade-mark comprises the words 
‘Ma Brown’ regardless of style of lettering,” refused. 637 


F. Section 12 


Trade-mark registered under 1905 Act held not registered on the Principal Reg- 
ister of 1946 Act by reason of republication under section 12(c) of 1946 Act. 955 


G. Cancellation Section 14, 46(a) Federal Trade Commission 


Petition by Federal Trade Commission to cancel, on ground of abandonment, 1905 
Act registration, republished under section 12(c) of 1946 Act, dismissed for lack of 
jurisdiction. 

Language of sections 14 and 46(a), of 1946 Act, held to preclude application by 
Federal Trade Commission for cancellation of 1905 Act registration though repub- 
lished under section 12(c) of 1946 Act. 955 


H. Rule 154(e) 


Upon giving of proper notice under Rule 154(e), official records of the Patent 
Office may be used as evidence at final hearing. 

Since recorded assignment is an official record of Patent Office and is prima facie 
evidence of transfer, petitioner held to have established prima facie ownership of 
registration by giving notice under Rule 154(e) of its intent to rely on recorded 
assignment, citing liber and page, though petitioner did not produce, at or before 
final hearing, the assignment or a copy of the Patent Office record of it. 168 


I. Section 21 and 46 

Under 1905 Act, unsuccessful applicant for registration was permitted to bring 
4915 suit in District of Columbia against Commissioner of Patents alone because he 
was the necessary party. 

Under 1946 Act, since section 21 provides that Commissioner of Patents shall not 
be a necessary party to an inter partes proceeding under R. S. 4915, it follows that 
opposer is necessary party to suit by unsuccessful applicant. 

4915 suits, in District of Columbia, held properly dismissed for lack of jurisdiction 
over opposer, the necessary party. 986 


Section 21 of 1946 Act held applicable to all 4915 suits begun after July 5, 1947, 
the effective date of 1946 Act; effectiveness of section 21 does not depend upon any 
repeal; section 21 is new, added rule. 
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Proviso of section 46(a) does not suspend effectiveness of 1946 Act, except insofar 
as new act would conflict with a repealed provision of former acts. 

On effective date of 1946 Act, opposer’s appeal to Commissioner was pending and 
by the terms of section 46, the old act remained in force with respect to that 
proceeding. 

Between date of Commissioner’s decision in August of 1947 and filing of these 4915 
suits in February of 1948, nothing was pending; 1946 Act applies to these 4915 suits 
which were filed subsequent to and were not pending on its effective date. 986 


J. Section 22 
Provisions of Section 22, of 1946 Act, which became effective July 5, 1947, held 
not retroactive nor applicable to pending proceedings, as in the case of provisions of 
Section 19, of 1946 Act, relating to laches. 856 


K. Section 23 
“Ring Of The Month” held incapable of distinguishing applicant’s goods and can- 
not function as a trade-mark for jewelry for personal wear, not including watches, 
under 1946 Act. 959 


“Plasticsuede” held incapable of distinguishing applicant’s goods from those of 
others. 

“Plasticsuede” held not registrable on either Supplemental or Principal Register, 
under 1946 Act, for flexible sheet material consisting of a thin sheet base to the 
surface of which flocked fibrous material is caused to adhere to give a suede-like 
appearance. 1062 


L. Section 32 

In construing Section 32 of 1946 Act, held it is enough to explain the change of 
diction that Congress wished to do no more than make the protection of the new right 
co-extensive with the law of unfair competition as it was in 1946; and there is 
strong reason for not reading the language literally because of hardship which fre- 
quently would result. 

Mere fact of confusion between two users should not always and of itself control in 
granting relief to first user. If Congress meant to allow every first user of a mark to 
stifle all excursions into adjacent markets merely by showing confusion, it would 
have said so more clearly. While in the case of fabricated marks the first user’s 
rights may go so far, such reasoning may not be applied in the case of personal 
names. 557 

M. Section 34 

Clerk ordered to forward certified copy of judgment to Commissioner of Patents 

for inclusion in file wrapper of plaintiff’s registrations. 934 


N. Section 45 
Quotations from committee hearings preceding enactment of 1946 Act held not 
controlling in face of particular language of statute in section 45; if considered, such 
quotes do not indicate intent to permit registration of trade-marks based only on use 
in advertising; and though prior bills would have permitted registration based on use 
in advertising, such language was eliminated before enactment. 967 


Use of “Mention the Geographic” at bottom of advertising pages of The National 
Geographic Magazine held not to constitute trade-mark use of “The Geographic,” 
within meaning of section 45 of 1946 Act. 

Trade-mark need not be large in size nor appear in particular position on goods 
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but must be used in such manner that its nature and function are readily apparent 
and recognizable. 

Use of term “Geographic” as nickname held not to constitute trade-mark use 
under 1946 Act. 

References to “Geographic” contained in texts and as part of titles of other pub- 
lications of applicant held not to constitute “use in commerce” of “Geographic.” 

Section 45 of 1946 Act held not to permit registration of trade-mark based merely 
upon use of a word in advertising. 967 


Plurality of words held clearly to comply with statutory definition of trade-mark 
in Section 45 of 1946 Act, though it would appear to Commissioner that “combination 
thereof,” in the definition, refers to a combination of one or more of the terms 
stated, such as a word and symbol rather than a combination of words. 

All wording affixed to goods cannot be regarded as having trade-mark significance 
nor as being capable of distinguishing goods. 

Definition of trade-mark in Section 45 of 1946 Act derived from early text and 
cases discussing fundamental nature of a trade-mark, as distinguished from 
registrability. 

Decisions, under prior Acts, as to nature and function of trade-marks apply under 
1946 Act where question is inherent nature of a trade-mark rather than technical 
standards for registration. 

Applicant’s mark falls within class held incapable of functioning as a trade-mark 
under prior acts. 640 


§ 3. APPEALS—SCOPE OF INQUIRY ON REMAND 


Opinion of Court of Customs and Patent Appeals remanding proceedings, under 
Section 47(b) of 1946 Act, for purpose of taking additional evidence with respect to 
question of alleged laches held to have restored jurisdiction to Patent Office only for 
that purpose, and therefore there is no basis for reconsideration of anything pre- 
viously decided. 856 


§ 4. CONSTRUCTION OF STATUTES 


1946 Act held inapplicable to case in which first use of mark by both parties ante- 
dated effective date of 1946 Act and only defendant had registration, which was 
under 1905 Act. 214 


II. TRADE-MARKS AT COMMON LAW 
§ 1. NATURE OF TRADE-MARK RIGHTs. 


General rule at common law and under 1905 Act is that priority of user controls and 
that trade-mark must be affixed to goods sold. 

Right to a trade-mark held not to depend upon any particular period of use; and 
single instance of use coupled with continued use held sufficient proof of ownership, but 
use in advertising and the like held not a trade-mark use at common law or under 
1905 Act. 214 


In order for one to enjoy benefits of registered trade-mark it is not necessary that 
the mark be associated with claimant’s corporate name. 

Trade-mark owner may properly claim such privileges as grow out of its prior use 
and rights arising from use by its exclusive distributor though owner’s corporate name 
did not appear on the goods as marketed. 
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Rights to a mark may be accorded the distributor where there is some particular 
inequity in manufacturer’s conduct even where similar degree of inequity would not 
create rights in a stranger. 321 


Fact that petitioner rather than respondent manufactured rum held immaterial; it 
is well settled that trade-mark rights may be acquired by sale of goods manufactured 
by others and one who purchases goods manufactured by others to sell under his own 
mark acquires trade-mark rights. 

Casual local sale by manufacturer, under respondent’s label, with permission of 
respondent, held of no consequence; and rights, if any, so acquired by petitioner held to 
have passed to respondent by contract and subsequent action. 

Mere origination of mark without trade-mark use held to give rise to no rights. 487 


Trade-mark rights are in nature of property rights based on common law and arise 
out of use not registration. 566 


In determining whether or not particular mark in fact serves as designation of 
origin, reference to other marks appearing upon same article held proper. 

Applicant’s intent that mark serve as designation of origin held immaterial. 

Question is whether or not purchasers would recognize claimed mark as designating 
origin. 

While color may serve as an element of a trade-mark, as in a design, whether mere 
color can constitute a valid trade-mark is doubtful. 956 





Plaintiff held to have established rights and good will in trade-names “Hotel Gena- 
deen” and “Genadeen Caterers.” 
Defendant purchasers at foreclosure, held not to have acquired plaintiff’s rights. 727 


Trade-marks and good will are integral parts of and go with business and cannot 
be transferred in gross. 

Fact that plaintiff acquired part of going business in New York and New Jersey 
does not operate to preclude the use of name by purchaser of Browning King business 
elsewhere. 693 






















Law recognizes property in the nature of good-will acquired by one who carries on 
business and spends money to advertise his name and the merchandise he sells. 305 








Fact that defendant intervener had knowledge of plaintiff’s use of mark in advertis- 
ing prior to first use of “Town & Country” as trade-mark by defendant intervener held 
immaterial. 214 





Petitioner’s use of corporate name “Standard Brands Incorporated” preceded by 
expressions such as “manufactured by” or “distributed by” held not a trade-mark use, 
nor use analogous to trade-mark use. 746 








Applicant’s ownership of prior registration of mark sought to be registered held not 
pertinent to this proceeding, where the prior registration covered core binding compound 
used primarily in foundries and the present application covers insecticides, insect and 
stock sprays. 629 











On facts of record, applicant’s contention that its use of “Red Devil” on pot cleaners 
constituted normal expansion of its prior business, entitling it to registration, held not 
valid. 697 







It is well settled that, in the absence of evidence to the contrary, the transfer of a 
business carries with it the right to the use of a trade-mark employed in connection 
therewith. 171 
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§ 2. WHAT MAy BE A TRADE-MARK. 
A. Words and Marks Capable of Exclusive Appropriation. 


(1) Particular Instances 


“Oakite” held an arbitrary term not suggesting any quality of appellant’s goods or 
any result to be attained from its use. 
“Globrite” held suggestive of quality and result; and its meaning not likely to 
be misunderstood. 406 
“Toughies” held a valid fanciful and arbitrary trade-mark for boys’ jeans or pants. 
428 
The term “thera” held not descriptive nor to be commonly recognized as meaning 
“therapeutic.” 485 
“Government House” held not inherently incapable of use as trade-mark nor likely 
to lead purchasers to believe that the United States Government produced or sponsored 
rum. 
“Government House” and pictorial mark held to have neither possessed nor acquired 
any governmental signification and not to be improper subject matter for adoption and 


use by private concern, such as respondent. 487 
“Oraline”’ held arbitrary, fanciful and not descriptive of toothpaste, mouthwash, 
toothpowder and dental floss. 593 
The words “Ampco” and “Amsco” appear to be arbitrary and capable of trade-mark 
significance as applied to metals and welding materials. 615 
“‘Wed-Lok”’ held a valid, distinctive, registered trade-mark used in a suggestive or 
figurative sense and not descriptive of wedding ring ensembles. 807 


The term “thera,” forming the common portion of the marks involved, held not to 
have any descriptive significance which would be generally recognized by the purchas- 


ing public. 249 
The word “Greyhound” and the running dog symbol held distinctive and fanciful 
marks to which a wide range of protection is accorded. 417 


“Oil-O-Matic”’ held a coined mark and not descriptive of oil burning heaters. 571 


The mark “Alumikote” held not descriptive of aluminum paint products; and regis- 
tration thereof held valid. 599 

“Emulsicaps” held arbitrary or at least no more than suggestive as applied to cap- 
sules sold in bulk to the trade containing medicaments. 

“Mulsavite” held arbitrary or at least no more than suggestive as applied to prep- 
aration for treatment of dietary deficiencies. 733 

Use of “Plomb Tool Company” on tools, with and without supplemental mark 
“Proto,” held to constitute trade-mark use of corporate name in sales. 

Various uses of “Plomb” and “Plomb Tool Company,” on display boards, in maga- 
zines, catalogues and other methods of advertising, held to constitute trade-mark use 
of corporate name in advertising. 138 

“Genadeen” held to fall without the class of words forbidden to be appropriated for 
exclusive use as far as hotel and catering businesses are concerned. 727 


B. Suggestiveness 


Though “Monday” is frequently regarded as “wash day” and therefore the word 
may have a certain suggestive connotation as applied to the goods involved, held that 
it is not merely descriptive under 1905 Act. 345 


“Perma” and “Perma-Grip,” though highly suggestive, held not merely descriptive 
of dental plate powder. 834 
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Rights to a mark may be accorded the distributor where there is some particular 
inequity in manufacturer’s conduct even where similar degree of inequity would not 
create rights in a stranger. 321 


Fact that petitioner rather than respondent manufactured rum held immaterial; it 
is well settled that trade-mark rights may be acquired by sale of goods manufactured 
by others and one who purchases goods manufactured by others to sell under his own 
mark acquires trade-mark rights. 

Casual local sale by manufacturer, under respondent’s label, with permission of 
respondent, held of no consequence; and rights, if any, so acquired by petitioner held to 
have passed to respondent by contract and subsequent action. 

Mere origination of mark without trade-mark use held to give rise to no rights. 487 


Trade-mark rights are in nature of property rights based on common law and arise 
out of use not registration. 566 


In determining whether or not particular mark in fact serves as designation of 
origin, reference to other marks appearing upon same article held proper. 

Applicant’s intent that mark serve as designation of origin held immaterial. 

Question is whether or not purchasers would recognize claimed mark as designating 
origin. 

While color may serve as an element of a trade-mark, as in a design, whether mere 
color can constitute a valid trade-mark is doubtful. 956 


Plaintiff held to have established rights and good will in trade-names “Hotel Gena- 
deen” and “Genadeen Caterers.” 
Defendant purchasers at foreclosure, held not to have acquired plaintiff’s rights. 727 


Trade-marks and good will are integral parts of and go with business and cannot 
be transferred in gross. 

Fact that plaintiff acquired part of going business in New York and New Jersey 
does not operate to preclude the use of name by purchaser of Browning King business 
elsewhere. 693 


Law recognizes property in the nature of good-will acquired by one who carries on 
business and spends money to advertise his name and the merchandise he sells. 305 


Fact that defendant intervener had knowledge of plaintiff’s use of mark in advertis- 
ing prior to first use of “Town & Country” as trade-mark by defendant intervener held 
immaterial. 214 


Petitioner’s use of corporate name “Standard Brands Incorporated” preceded by 
expressions such as “manufactured by” or “distributed by” held not a trade-mark use, 
nor use analogous to trade-mark use. 746 


Applicant’s ownership of prior registration of mark sought to be registered held not 
pertinent to this proceeding, where the prior registration covered core binding compound 
used primarily in foundries and the present application covers insecticides, insect and 
stock sprays. 629 


On facts of record, applicant’s contention that its use of ““Red Devil” on pot cleaners 
constituted normal expansion of its prior business, entitling it to registration, held not 
valid. 697 


It is well settled that, in the absence of evidence to the contrary, the transfer of a 
business carries with it the right to the use of a trade-mark employed in connection 
therewith. 171 
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§ 2. WHAT MAy BE A TRADE-MARK. 
A. Words and Marks Capable of Exclusive Appropriation. 
(1) Particular Instances 


“Oakite” held an arbitrary term not suggesting any quality of appellant’s goods or 
any result to be attained from its use. 


“Globrite” held suggestive of quality and result; and its meaning not likely to 


be misunderstood. 406 
“Toughies” held a valid fanciful and arbitrary trade-mark for boys’ jeans or pants. 
428 

The term “thera” held not descriptive nor to be commonly recognized as meaning 
“therapeutic.” 485 


“Government House” held not inherently incapable of use as trade-mark nor likely 
to lead purchasers to believe that the United States Government produced or sponsored 
rum. 

“Government House” and pictorial mark held to have neither possessed nor acquired 
any governmental signification and not to be improper subject matter for adoption and 


use by private concern, such as respondent. 487 
“Oraline” held arbitrary, fanciful and not descriptive of toothpaste, mouthwash, 
toothpowder and dental floss. 593 
The words “Ampco” and “Amsco” appear to be arbitrary and capable of trade-mark 
significance as applied to metals and welding materials. 615 
“Wed-Lok”’ held a valid, distinctive, registered trade-mark used in a suggestive or 
figurative sense and not descriptive of wedding ring ensembles. 807 


The term “thera,” forming the common portion of the marks involved, held not to 
have any descriptive significance which would be generally recognized by the purchas- 


ing public. 249 
The word “Greyhound” and the running dog symbol held distinctive and fanciful 
marks to which a wide range of protection is accorded. 417 
“Oil-O-Matic” held a coined mark and not descriptive of oil burning heaters. 571 


The mark “Alumikote” held not descriptive of aluminum paint products; and regis- 
tration thereof held valid. 599 

“Emulsicaps” held arbitrary or at least no more than suggestive as applied to cap- 
sules sold in bulk to the trade containing medicaments. 

“Mulsavite” held arbitrary or at least no more than suggestive as applied to prep- 
aration for treatment of dietary deficiencies. 733 


Use of “Plomb Tool Company” on tools, with and without supplemental mark 
“Proto,” held to constitute trade-mark use of corporate name in sales. 

Various uses of “Plomb” and “Plomb Tool Company,” on display boards, in maga- 
zines, catalogues and other methods of advertising, held to constitute trade-mark use 
of corporate name in advertising. 138 


“Genadeen” held to fall without the class of words forbidden to be appropriated for 
exclusive use as far as hotel and catering businesses are concerned. 727 
B. Suggestiveness 


Though “Monday” is frequently regarded as “wash day” and therefore the word 
may have a certain suggestive connotation as applied to the goods involved, held that 
it is not merely descriptive under 1905 Act. 345 


“Perma” and “Perma-Grip,” though highly suggestive, held not merely descriptive 
of dental plate powder. 834 
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§ 3. TITLE TO A TRADE-MARK. 


A. Assignments 


Beneficial rights in mark and in registration thereof may be transferred to exclusive 
distributor by manufacturer provided clear intent is shown. 

On facts of record, manufacturer held not to have intended to transfer to distributor 
who registered in his own name contrary to manufacturer’s wishes. 321 


Sale of entire capital stock of going concern held not a sale of the trade-mark in 
gross. 703 


On facts of record, purported assignment held mere naked transfer in gross, amount- 
ing only to abandonment. 838 


Trade-mark or trade name cannot be assigned or transferred in gross. 
Attempted gratuitous naked license from defendant’s predecessor, himself a tres- 
passer, held to have transferred nothing to defendant. 418 


Petitioner held to have received proper assignment of all rights of prior user of 
mark, together with good-will thereof and material which could have been used to carry 
on business of prior user of mark insofar as it related to “Frenzy” toilet water. 

Fact that petitioner’s perfume and toilet water differ from its assignor’s both as to 
scent and “deodorizing” characteristics held immaterial. 

It is not considered necessary to decide whether or not petitioner acquired rights of 
its assignor; even though the assignment were in gross, it at least constituted an aban- 
donment of the prior user’s rights. 624 












Conveyance of business and good will of partnership held sufficient to carry with it 
any rights in trade-mark of the partnership and the good will appertaining thereto, 
whether or not trade-mark was expressly mentioned in the instrument. 251 








Assignments by selectors, who were petitioner’s predecessors and had cheese manu- 
factured for them according to formulae and prescribed conditions, held sufficient to 
vest title to trade-mark and good-will of business in connection with which it was used 
by petitioner as successor. 206 







Assignment by partnership, of which opposer was a member, held to have passed 
any rights that opposer may have had to applicant. 251 




















Sale of business with good-will held to imply agreement by seller not to compete with 
buyer in such manner as to derogate from the value of that which he has sold. 478 








Time when alterations and insertions were made held question of fact for trial judge. 
Insertion of “interest and good-will” held not to change meaning of instrument since 
even without the inserted words the instrument would have conveyed the good-will by 
implication. 

From the context, words equivalent to “of the business” or “in the business” were 
omitted by mistake of the scrivener after “good-will” and before “conducted” and held 
that the instrument is to be construed as if such words were inserted. 

Agreement held to provide for conveyance to plaintiff of defendant’s right, title and 
interest in his garage business together with the good-will. 478 









B. License 





Franchise bottling contracts under which defendant allots territory, sells syrup, 
licenses use of mark on soft drink, and inspects product, held not to involve loss of 
trade-mark rights, nor preclude suit by licensor. 939 
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Public policy of Pennsylvania held not opposed to licensing of trade-marks and 
trade-names, provided integrity of mark is maintained by insuring the continuity of its 
relationship with the business and good will with which it has been used. 

Where license agreement gave plaintiff sufficient power to maintain integrity of its 
mark, held that on motion to dismiss court will not assume that plaintiff failed to take 
reasonable precautions to exercise such powers. 231 


C. Abandonment 


Intent to abandon may be proved by lack of continued use and other circumstances. 
When concern goes out of business, the good will is destroyed and trade name aban- 
doned, no rights arise by succession from later sale of good will as separate item. 693 


Lack of proof of use of opposer’s mark for several years prior to filing opposition 
held not proof of abandonment. 

Effect of disclaimer, in previous application, of phrase including words “Wm. Ander- 
son” held not to extend beyond actual wording involved nor to preclude registration here. 

On facts of record, opposer held to have failed to sustain burden of proof that 
related company and not applicant used mark. 622 


§ 4. INFRINGEMENT. 
A. Confusing Similarity 
(1) General 


In determining the question of confusing similarity, the marks must be considered 
in their entireties and the descriptive portions may not be ignored. 165 


While the marks must be considered as a whole and disclaimed or descriptive matter 
may not be entirely disregarded, where the only feature of a composite mark by which 
purchasers might call for the goods is confusingly similar to opposer’s mark, the marks 
are confusingly similar. 

The mere addition of words, figures or designs to a known mark, leaving that mark 
as the essential feature of the newcomer’s mark, held insufficient to differentiate. 174 


Evidence of specific instances of confusion held unnecessary since likelihood of con- 
fusion is the test of infringement. 234 


Marks must be considered in their entireties in determining question of confusing 
similarity; and substantial portion of respective marks may not be ignored, whether 
descriptive or suggestive. 242 


In determining question of confusing similarity, the marks must be viewed in their 
entireties. 
Side by side comparison is not the test. 249 


Side by side comparison is not the test; in determining question of confusing simi- 
larity, marks must be viewed in their entireties. 

Similarity in sound alone is likely to cause confusion in trade. 

Combination of sound and appearance is also considered. 

Conclusion as to confusing similarity is not affected by differences in labels. 256 


Side by side comparison or careful analysis held not the test in determining con- 
fusing similarity of marks. 258 


Similarity in sound or appearance may be enough to indicate, likelihood of confusion; 
while difference in meaning may be considered, it is not the only test of confusing 
similarity. 259 
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The general rule is established that no one may incorporate the entire mark of 
another as an essential feature of his own mark. 

Side-by-side comparison is not the test for likelihood of confusion. 

Differences in marketing methods of identical goods, sold under confusingly similar 
marks, held immaterial. 

Fact that applicant’s mark is its “house trade-mark” and that the words constitute 
its corporate name held immaterial. 268 


Three elements must be present, under Section 5 of 1905 Act, to preclude registra- 
tion; these are: (1) similarity to a known trade-mark, (2) which is used on goods of 
the same descriptive properties, and (3) likelihood of confusion among purchasers. 313 


In determining question of confusing similarity, the marks must be considered in 
their entirety and even descriptive or disclaimed portions may not be ignored. 345 


Where both marks and the goods are as similar as those involved here, held that 
the so-called doctrine of ‘dissimilarities does not apply. 362 


Similarity as to either sound or appearance held sufficient to require refusal of regis- 
tration. 365 


In determining confusing similarity the question is whether or not the marks in- 
volved, when considered as a whole, so nearly resemble one another in sound, meaning 
and appearance as to be likely to cause confusion or mistake in the mind of the public 
or to deceive purchasers as to the origin of the goods when the two marks are concur- 
rently used. . 

Similarity of sound alone held sufficient to constitute confusing similarity, under 
1905 Act, where the marks are applied to goods of the same descriptive properties. 

The citation of cases involving other marks has little value in an opposition pro- 
ceeding for the reason that each case must rest upon its own facts. 409 
















So-called cumulative dissimilarities may not be considered where relationship between 
the goods is close and difference between the marks is minor. 500 







Fact that respondent’s material is sold only to glove makers, while not conclusive, 
held to minimize likelihood of confusion where petitioner’s goods had never been so used 
in over thirty years. 503 







Similarity in sound and appearance held sufficient to create reasonable likelihood 
of confusion, despite differences in meaning of marks. 509 






In determining the question of confusing similarity, marks must be considered in 
their entireties. 510 












Essence of wrong in trade-mark infringement case consists in sale of one man’s 
goods as and for those of another by means of unauthorized use or colorable imitation 
of trade-mark. 
In determining question of infringement, the marks should be viewed as a whole. 
Test is whether ordinary purchasers buying with ordinary caution would be likely 
to be misled. 57 










In determining question of confusing similarity the degree of care and caution used 
in selection of goods by a purchaser must be considered. 

Under facts of record held that it is just as likely that the confusion can be attrib- 
uted to size and shape of packages as to the wording and coloring of the labels. 590 














Confusion of origin not confusion of goods controls. 
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Test of trade-mark infringement and unfair competition is whether or not ordinary 
purchasers buying with ordinary caution are likely to be deceived. 595 


Marks should not be dissected for the purpose of determining question of confusing 
similarity. 615 


Testimony of record that there is possibility that applicant’s mark written in script 
may be misread as “Crownella” cannot be considered as against appearance of actual 
mark sought to be registered. 620 


Third party registrations showing common use of suffix cannot be considered. 


In determining question of confusing similarity, marks must be viewed as a whole. 
645 


Word features of composite marks held most significant and likely to be remembered 
but pictorial features may not be ignored and marks must be considered in their entire- 
ties in determining question of confusing similarity. 

Similarity in sound alone may be sufficient to indicate likelihood of confusion. 659 


Marks must be considered in their entireties in determining question of confusing 
similarity. 733 


Similarity in sound or appearance may be sufficient to constitute confusing similarity. 
Fact that opposer’s mark is ordinarily accompanied by design features held not con- 
trolling. 736 


Similarity in sound alone is sufficient to warrant finding of likelihood of confusion. 
739 


In determining question of confusing similarity, marks must be considered in their 
entireties and descriptive or even disclaimed parts may not be entirely disregarded. 742 


In determining question of confusing similarity, descriptive suffixes may not be com- 
pletely disregarded; marks just be considered in their entireties. 749 


Marks must be considered in their entireties in determining question of confusing 
similarity. 754 

Marks must be considered in their entireties in determining question of confusing 
similarity. 755 

If there were doubt as to fact goods do not possess same descriptive properties, the 
dissimilarity in the marks together with differences in the goods would be considered 
in determining question as to likelihood of confusion. 821 

Similarity in sound may be sufficient to indicate likelihood of confusion. 

Prior cases can serve only as a guide and are not controlling in determining question 
of confusing similarity. 840 


No one has right to incorporate mark of another as essential feature of his mark. 
Addition of another word held insufficient to avoid confusion. 

Proposed disclaimer of arbitrary feature, constituting prior mark, would not change 
nature of applicant’s mark nor remove likelihood of confusion. 

Marks unregistrable on Principal Register, under Section 2(d), are also excluded 
from Supplemental Register, by Section 23. 865 


Where marks so nearly resemble each other as those here involved, no question of 
“cumulative dissimilarities” can eliminate likelihood of confusion. 951 


Use of a word as a trade-mark has the same effect as the use of a picture, if the 
word means the same as the picture. 964 
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That likelihood of confusion resulting from complete appropriation of mark of 
opposer is not avoided by mere addition of other letters, words, or features is well estab- 
lished. 

In determining question of confusing similarity, marks should be considered in their 
entireties. 

Where registered or known mark is combined with other features in new mark in 
such a manner that its identity is lost, or so merged with other features that similarity 
in sound, appearance or meaning is lacking, registration of new mark should be 
granted. 1040 


Mere fact that in the marks of the parties the letters are largely the same, held not 
controlling but occurrence of same letters in same order gives rise to some similarity in 
appearance and certain similarities in sound. 

Prior decisions held of little assistance since each case must be determined on its 
own facts. 

Any doubts as to confusing similarity should be resolved in favor of opposer. 1051 


(2) Use on Similar Goods 


“Brigand” held confusingly similar to “Gay Bandit,’”’ used on similar goods, under 
1905 Act. 
Opposer’s use of adjective “gay” held insufficient to avoid confusion. 1036 


“Shurhit” held confusingly similar to “Sureline” used on similar goods, under 1905 
Act. 1042 


“Flash-O” held confusingly similar to “Flashlike,” used on identical goods, under 
1905 Act. 1047 


“Marxman” held confusingly similar to “Marchan,”’ used on similar goods, under 
1905 Act. 

While there is no common significance, marks involved held so nearly alike in sound 
and appearance as to be confusingly similar. 1049 


“Gabismag” held confusingly similar to “Cal-Bis-Ma,” used on similar goods, under 
1905 Act. 1051 


“Kneadermaster” held confusingly similar to “Mixmaster,” used on similar goods, 
under 1905 Act. 1052 


Composite mark consisting of the words “Chance” and “Cherigan,” appearing re- 
spectively, above and below a fanciful representation of a man and a woman, held 
confusingly similar to “Chanel,” used on identical goods, under 1905 Act. 

Use of “Cherigan” with “Chance” held insufficient to avoid confusion. 1056 


“Arrow-matic Steamer,” the word “steamer” being disclaimed, held confusingly simi- 
lar to the word “Arrow,” accompanied by representation of an arrow, used on similar 
goods, under 1905 Act. 1059 


(8) Concurrent Use 


Second comer’s use of family name in local commerce, for over twelve years, result- 

ing in some confusion, held technical but not ruthless violation of rights of plaintiffs. 

932 

Second-comers use of family name in local commerce, resulting in some confusion, 

held technical but not ruthless violation of rights of plaintiffs. 1031 

Defendants’ use of “Browning King” name per se in Philadelphia market held not a 
tort against plaintiff operating in part of New York and New Jersey. 
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If defendants acquired nothing at separate sale of Pennsylvania business by state 
court receiver, trade name lies in public domain and defendants or anyone else are 
entitled to use it subject to qualification that in such use there must not be any decep- 
tion of the public. 693 


On facts of record, plaintiff held to have failed to prove that its trade-mark “Kitty 
Kelly” had acquired secondary meaning in Michigan; defendants held to have estab- 
lished that trade name “Kitty Kelly Shop” has acquired secondary meaning in Michigan, 
identifying their establishment. 

In the localities in which plaintiff’s stores were operated, it seems likely that “Kitty 
Kelly” has acquired a secondary meaning. 934 


Contract providing for concurrent use of the mark “Esquire” by both parties, speci- 
fying particular uses to which each party might put mark, and providing for joint 
efforts to protect mark against outside infringement, held valid and not against public 
policy, nor void for champerty or maintenance. 703 


§ 5. Suits For INFRINGEMENT. 
A. Pleading and Practice 


Disputes between parties as to trade-mark validity and infringement can rarely be 
determined satisfactorily on a motion for summary judgment. 312 


B. Relief 


Proof of actual deception is not required to justify injunction, if mark is of such a 
character or used in such a way as to be likely to deceive prospective purchasers. 

Crucial question, whether defendant’s acts are likely to cause confusion as to source, 
is one of fact. 

Protection of trade-mark owner is not confined to goods upon which he uses mark, but 
extends to products which would be reasonably thought to come from same source. 203 


Adjudication of trade-mark infringement should be made only when mark charged 
to infringe is so strikingly similar that on its face it is calculated to cause confusion. 

Test is whether the labels are likely to deceive purchasers, exercising ordinary care, 
as to source; and not whether they would deceive careless buyers who make no exam- 
ination. 238 


Infringement of trade-mark consists in unauthorized use or colorable imitation of a 
mark already appropriated by another. 920 


Neither competition in the same geographically defined markets nor in identical 
goods is essential to recovery of infringer’s profits. 
Profits on sales by infringer are recoverable. 815 


III. REGISTRATION OF TRADE-MARKS 
§ 1. EFFECT OF REGISTRATION. 


Registration under 1905 Act conferred no greater rights than already existed at 
common law. 

Registration under 1905 Act held prima facie evidence of ownership; and where one 
claims ownership of a mark as against registrant, burden of proof is upon such 
claimant. 214 


Plaintiff’s federal registrations under 1905 and 1920 Acts and its registration under 
Michigan statute conferred no subtantive rights. 


Trade-mark Act of 1946 does not give plaintiff any such substantive rights. 934 
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Fact that same mark was previously registered for similar goods by various regis- 
trants held immaterial because applicant’s right to registration now cannot be deter- 
mined by action taken at time of such prior registrations. 265 







Fact that prior registrant consents to use of applicant’s mark held immaterial be- 


cause of statutory bar to registration where confusingly similar marks are used on 
268 







identical goods. 
Agreement of the parties that the marks are not confusingly similar cannot over- 
come the statutory prohibition against registration of similar marks. 358 


Prior registrations of third parties are not to be considered for purposes of invali- 


dating opposer’s registrations and they cannot be used to limit scope of opposer’s rights. 
359 








Registration under 1920 Act does not constitute prima facie proof of ownership. 949 






§ 2. REGISTRABLE MARKS. 
A. Registrability in General 
Failure of applicant to comply with “Fictitious Trade Names Law” of state of Con- 
necticut, by filing certificate of doing business under assumed name, held not a bar to 
applicant’s right to registration under 1905 Act. 156 
Ex parte refusal of registration set aside on appeal to Commissioner, where it ap- 
pears that refusal was based upon anticipatory mark contained in stipulated list of third 
party registrations and it thereafter developed that such stipulated anticipatory regis- 
tration had been cancelled prior to the beginning of this proceeding. 165 











Trade names as such held not registrable under 1946 Act. 

Registration of trade-mark otherwise eligible is not forbidden merely because it is 
also a firm or trade name or an essential part thereof. 

In order to qualify for registration as a trade-mark on principal register, words 
constituting trade name must be so used that they identify the goods rather than refer 
to the manufacturer or his location. 176 
Prior to 1946 Act, Patent Office had no authority to register similar marks applied 
to similar goods to more than one party, though courts occasionally found more than 
one person entitled to concurrent use of similar marks on similar goods. 

Apparent purpose of Section 2(d) of 1946 Act was to give Patent Office authority 
to grant multiple registrations under such circumstances. 272 



















Marks otherwise not registrable are not made so because written in a foreign 






language. 

Geographical and personal names may acquire secondary meaning and become dis- 
tinctive of particular goods; and such marks as distinguished from generic names may 
upon proper showing be registered under Section 2(f) of 1946 Act. 505 







Mere descriptiveness held no ground for refusal to register, under 1920 Act. 

In absence of clear showing to effect that mark is so completely descriptive as to be 
incapable of any significance whatever as an indication of origin, any doubt should be 
resolved in favor of applicant. 511 

Mark applied to textiles, not to identify the goods but to indicate type of finish and 
method of processing regardless of source held not registrable, under 1905 Act. 632 








Examiner has statutory duty to consider and determine ex parte question of appli- 
cant’s right to register, wholly apart from opposer’s right to intervene on grounds 
pleaded in notice of opposition. 645 
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1905 Act expressly prohibits registration of same mark to different users thereof 
for goods of same descriptive properties, irrespective of question of distinctiveness of 
mark. 859 


Nonregistrable subject matter is not converted to a mark eligible for registration 
by use of decorative or other border. 

Whether or not name “Joseph Pulitzer” is, or may be, used as a trade-mark held not 
open for consideration on this appeal, since, even if registrable per se, it is, as pre- 
sented, merely incidental to unregistrable material. 861 


In determining question of registrability, meaning to be attributed to a word is that 
which it will denote to the public and not that which is intended by applicant. 959 


Proposed amendment to convert Supplemental Register application to one under 
Principal Register should have been presented to Examiner rather than on appeal; and 
will not be considered by Commissioner on appeal, nor will request for permission to 
submit additional affidavit after hearing. 1062 


Fact that mark is printed in script held not to constitute distinctive display. 
Distinctive display of descriptive term would not justify registration under 1905 


Act. 364 
“F A D” held registrable, under name class of 1905 Act, as distinctively displayed. 

412 

Exclusive distributor has registrable interest in mark of manufacturer. 321 


In enforcing trade-mark rights, normally no distinction has been made between 
fabrics and clothing. 

Fact that clothing and textile fabrics fall in different Patent Office classes held im- 
material. 264 


In view of the applicant’s persistent misuse of registration notice on its goods, it is 
found ex parte and without regard to the issues of the opposition that applicant is not 
entitled to register. 351 


B. Descriptive and Generic Terms 


The syllable “derm” held descriptive as applied to skin preparations. 165 


“5 Full Glasses in Every Bottle,” held so completely descriptive, of applicant’s soft 
drinks, as to be incapable of distinguishing them; and if it were to be found capable of 
acquiring significance as indicating origin, held that additional proof would be required 
beyond showing of substantially exclusive use. 179 


The word “Junior” held a trade term descriptive of women’s garments in specified 
size range. 234 


“Colorbond” held merely descriptive or misdescriptive of dyed piece goods, under 
1905 Act. 

While purchasing public may not be familiar with meaning of the term, held this 
is not true of those in the fabric or dyeing trade. 262 


“Resortweave” held descriptive of piece goods of mohair, wool, silk, cotton, linen, 

rayon, nylon and protein fibers and various mixtures thereof. 
“Resort” held descriptive of sport clothes; and “weave” held descriptive of fabrics; 
and combination of the two words in no way eliminates the descriptive nature of either. 
264 


The phrase “Personal Loans, Inc.,” held generic or descriptive of a well-recognized 
type of service or business of dealing in small loans and open to use by everyone. 308 





| 
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““Muf-L-Cote” held descriptive of coating compositions in the nature of paints and 
ingredients thereof which are painters’ materials and, more particularly, for application 
to automobile parts and the like for sound deadening purposes, as expressing a charac- 
teristic or function of the use of the product. 


Marks which are merely indicative of function or result of the use of goods are 
364 










descriptive. 





The word “Confessions” held a merely descriptive or generic term. 
On the facts of record, the word “Confessions” held not to have acquired a secondary 
meaning identifying only plaintiff’s publication True Confessions. 401 







The word “Flora” held descriptive of flowers, flavorings, essences and aromatic 
chemicals; and not subject to appropriation as a trade-mark. 
The name “Flora Essential Oils Co.” held descriptive of the ingredients or character- 


istics of defendants’ essential oils, flavoring extracts, synthetic organic chemical com- 
595 












pounds, etc. 






The terms “alumi” and “aluma,” combining forms derived from the word “alumi- 
num,” have been commonly used in combination with other words or derivatives in 
connection with aluminum paints since prior to plaintiff’s first use of its mark. 599 













The words “Bible Story” held generally descriptive of dolls and doll clothing de- 
signed to represent applicant’s conception of characters from the Bible and Bible stories, 


under 1905 Act. 612 


The term “Weld” held to have little trade-mark significance as applied to metals 
and welding materials. 615 

















“The Fate of a Fabric Hangs By a Thread” held a puffing or advertising phrase 
which would not distinguish or identify origin of thread. 640 







“Ever-Dry” held merely descriptive of toilet preparations to prevent excessive per- 
spiration. 

Descriptive marks used in sense of describing intended function and purpose of 
product held clearly within prohibition of Section 5 of 1905 Act. 

Ex parte refusal of registration of “Extradri” held proper in view of descriptiveness 
of phonetic equivalent of “dry” as applied to applicant’s goods, consisting of perfumes, 
powders, and similar products. 749 









“Taste the Taste” held merely a laudatory descriptive expression which does not 
functioning as a trade-mark, under 1905 Act. 










Composite mark dominated by two hosiery-clad legs posed on pedestal held merely 
descriptive of hosiery and, as a mere representation of the merchandise, incapable of 
functioning as a trade-mark, under 1905 Act. 

Jantzen Knitting Mills v. West Coast Knitting Mills, 46 F. 2d 182, distinguished. 759 








“Grip” held merely descriptive of dental plate powder and cream for holding false 
teeth tightly. 834 
“Atom” and “Atomic” held merely descriptive of toy guns and toy pistols, under 


1905 Act. 
Fact that marks are used on and not descriptive of numerous other products held 
842 














immaterial. 





“Paratroop Jump Boots” held merely descriptive of boots, under 1905 Act. Fact that 


applicant’s boots may be sold to general public for hunting, camping, working, etc., held 
870 








immaterial. 
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“Dump It” held merely descriptive of hydraulic units for raising or tilting truck 
bodies, under 1905 Act. 902 


“Converted” held descriptive of rice which has been milled or treated. 948 
Suffix “grip” of both marks held descriptive of the qualities of the products. 1001 


The word “Speed” which predominates in the marks of the parties, which are held 
valid, is not sufficiently distinctive to merit the conclusion that merchandise like plain- 
tiff’s will be attributed to defendant. 336 


“Fleur de Soufre,” the French name for flowers of sulphur, held not registrable as 
a trade-mark for sulphur under Section 2(f) of the 1946 Act. 


Generic name held completely incapable of distinguishing the goods of one manu- 
facturer from those of another and cannot become distinctive or serve as a trade-mark. 
505 


In determining question as to descriptiveness of mark for piece goods, its descriptive 
nature as applied to clothing held properly considered. 

Descriptiveness of mark embraces its descriptiveness of purpose or function of 
product to which mark is applied. 264 


The word “Season” and the word “Skipper” held to have been used so many times in 
connection with clothing that neither is entitled to broad protection. 
The words “Season Skipper” held to closely approach the merely descriptive. 330 


The word “Picni-kook,” a phonetic spelling of the words “picnic cook,” held merely 
descriptive of portable outdoor fireplaces and tent stoves. 

Since “Pentwater” is disclaimed and application is under 1905 Act, it is unnecessary 
to consider whether that term is primarily merely geographically descriptive. 755 


Platform of St. Louis Post-Dispatch, enclosed in double bordered box, held incapable 
of functioning as a trade-mark and distinguishing applicant’s goods from those of 
others. 

Concept, definition or function of a trade-mark is not expanded by 1946 Act. 861 


“Look for the Name in the Selvage,” held incapable of functioning as a trade-mark 
and not to identify or distinguish applicant’s goods from those of others. 866 


C. Proper Names and Geographic Terms 


“Swarthmore” held a geographic term but used fancifully and arbitrarily and there- 
fore its geographic connotation does not render it unprotectable. 

Having established trade-mark rights in “Swarthmore” by secondary meaning, de- 
fendants held entitled to prevent plaintiff from using confusingly similar mark in 
connection with related goods in the same markets. 234 


While undoubtedly there are other “New Yorker” hotels, “New Yorker” held geo- 
graphical term which has acquired secondary meaning identifying plaintiff’s hotel, 
except in local circles, such as Kansas City or some other place where there may be a 
hotel of such name, and is entitled to protection accorded such geographical names under 
such circumstances. 1004 


“Lynde Farm” held primarily geographically descriptive of live cattle, under 1946 
Act. 176 


“West Coast” held primarily geographical as applied to lumber. 998 


D. Laudatory Marks 
“Majestic” held not original, arbitrary or fanciful and not a “strong mark” but 
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rather merely suggestive or descriptive and so a “weak mark” affording protection only 
in the narrow and restricted field in which it has been applied. 311 


E. Color 


Color alone may not be appropriated as trade-mark; and mere division of label into 
two bands of background colors held neither distinctive or arbitrary. 

Color may be an element of a trade-mark if used in combination with other things 
in a distinctive design. 566 


F. Ornamentation 


Three colored lines, red, white and red around the margin of rubber tire patches, of 
laminated construction, held mere ornamentation and as such lacking in trade-mark 
significance. 956 


G. Confusing Similarity 
(1) General 


Fact that dominant feature of applicant’s name constitutes salient feature of op- 
poser’s corporate name held waived where not pleaded in notice of opposition, though 
opposer’s corporate name had been recorded in Patent Office. 353 


So-called cumulative dissimilarities may be considered only where there are sub- 
stantial differences between the marks and the goods. 244 


So-called “doctrine of cumulative differences” held inapplicable. 147 


(2) Marks 


“Lite” held confusingly similar to “Life,” used on similar goods. 39 


” 


“Collétee of California” held confusingly similar to “Cole of California,” used on 
similar goods, under 1946 Act. 43 


Pictorial representation of the Roman god Mercury held confusingly similar to the 
word “Mercury,” used on similar goods, under 1905 Act. 65 


“Safe Way,” with or without hyphen, held appropriation of corporate name “Safe- 
way Stores, Inc.,” precluding registration under 1905 Act. 

Principle of decisions under 1905 Act, held now incorporated in Lanham Act, Section 
2(d) (15 U. S. C. 1052(d)) prohibiting registration of marks confusingly similar to 
marks or trade names previously used; and Lanham Act, which became effective after 
judgment below and prior to taking of this appeal, held applicable. 

Even assuming absence of competition between goods of the parties, injunction grant- 
ed restraining use of “Safe Way” by appellee. 116 


“Hy-Po” held confusingly similar to “Hyponex,” used on similar goods, under 1905 
Act. 147 


” 


“Oxydrene” held confusingly similar to “Dexedrine,” used on similar goods, under 
1905 Act. 152 
“Dermo-sept,” the word “Dermo” being disclaimed, held confusingly similar to “Car- 
va-sept,” used on similar goods, under 1905 Act. 163 
Composite mark consisting of the words “Graymoor Fashions,” in conjunction with 
design features and other wording, all of the wording being disclaimed with exception 
of the word “Graymoor,” held confusingly similar to “Greymoor” and to “Graymoor,” 
used on similar goods, under 1905 Act. 174 


“Swarthmore Classics” held confusingly similar to “Swarthmore Junior,” used on 
similar goods. 234 
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“Nutrix” held confusingly similar to “Nutrine,” used on similar goods, under 1905 
Act. 244 


“Duralloy Products” held a direct and precise infringement of plaintiff’s name and 
trade-mark “Duraloy.” 102 


“Curlox” held confusingly similar to “Curly Lox,’ used on similar goods, under 
1905 Act. 246 


“Ostocal” held confusingly similar to “Phos-Cal,” used on similar goods, under 1905 
Act. 

Marks must be considered in their entireties in determining question of confusing 
similarity; and similarity in last syllable could not be ignored even if this syllable were 
descriptive. 248 


“Thera-Concemin” held confusingly similar to “Theravita,” used on similar goods, 
under 1905 Act. 249 


“Pynol” held confusingly similar to “Lysol,” used on similar goods, under 1905 Act. 
256 


“Filcoolator” held confusingly similar to “Purolator,” used on similar goods, under 
1905 Act. 258 


“Slumberteens” held confusingly similar to “Slumber-Alls,” used on similar goods, 
under 1905 Act. 259 


” 


The word “Frostar,” in conjunction with representation of a “frost star,” held con- 
fusingly similar to “Frostick,” used on similar goods, under 1905 Act. 261 


“Colorbond” held confusingly similar to “Bond,” used on similar goods, under 1905 
Act. 262 


“Smart Set Frocks,” the word “frocks” being disclaimed, held confusingly similar to 
“Smart Set” and to “SmartseT,”’ used on similar goods, under 1905 Act. 265 


(Case 1) “Fleet-Wing” held confusingly similar to “Wing,” used on identical goods, 
under 1905 Act. 
(Case 2) “Fleet-Wing” held confusingly similar to “F-l-e-e-t-,” used on identical 


goods, under 1905 Act. 268 
“D-Toxul” held confusingly similar to “Toxol,” used on similar goods, under: 1946 
Act. 272 
“Easy Monday” held confusingly similar to “Sunny Monday,” used on similar goods, 
under 1905 Act. 845 


Applicant’s mark consists essentially of the words “Tidy House” and accompanied 
by certain pictorial matter held confusingly similar to “Tidy House,” the salient feature 
of opposer’s corporate name. 

Fact that the goods of the parties do not possess the same descriptive properties 
held not controlling under the name clause of 1905 Act. 850 


Composite mark consisting of the word “Joco’s” in combination with the words 
“Treasure Chest,” which are disclaimed, and pictorial representation of a monkey stand- 
ing before a chest held confusingly similar to composite mark consisting of the word 
“Jacco” displayed on a shield or scroll-like background, used on similar goods, under 
1905 Act. 


The words comprising the marks held the most conspicuous features thereof and the 
most likely to be regarded as having trade-mark significance. 358 
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“Crunchies” held confusingly similar to “Krunchon,” used on similar goods, under 


1905 Act. 
Fact that opposer’s name “Gaines” has been continuously used in association with 


its trade-mark “Krunchon” held immaterial. 362 
“Heavenly Night” held confusingly similar to “Heaven Sent,” used on similar goods, 
under 1905 Act. 363 
“Crillon” held confusingly similar to “Carillon,” used on similar goods, under 1905 
Act. 365 


Composite mark consisting of shield divided into two horizontal panels bearing the 
word “Auto” in the upper panel and the term “Aero-Groom” in the lower panel, the 
words “Auto” and “Aero” being disclaimed, held confusingly similar to “Aerowax,” used 


on similar goods, under 1905 Act. 404 
“Bordo” held confusingly similar to “Barco,” used on similar goods, under 1905 
Act. 409 
“Tuffies” and “Tuffiies out of the West” held deceptively similar to and an infringe- 
ment of plaintiff’s trade-mark “Toughies,” used on similar goods. 428 
In determining question of confusing similarity the marks must be considered in 
their entireties. 481 
“Hemoclot” held confusingly similar to “Hematest,’”’ used on similar goods, under 
1905 Act. 481 
“Solene” held confusingly similar to “Soleol,” used on similar goods, under 1905 Act. 
482 

“Therapules” held confusingly similar to “Theravita,” used on similar goods, under 
1905 Act. 485 
“Hepatior” held confusingly similar to “Hepatone,” used on similar goods, under 
1905 Act. 500 
“DP-Fusul” held confusingly similar to “Difuso,” used on similar goods, under 1946 
Act. 508 
“Standee” held confusingly similar to “Dandee,” used on similar goods, under 1905 
Act. 509 
“Air-Flight” held confusingly similar to “Flight by Customcraft,” used on similar 
goods, under 1905 Act. 510 
“Oraltone” held confusingly similar to “Oraline,” used on similar goods. 593 
“Frenesi” held Spanish equivalent of English word “Frenzy.” 624 


(Case 1) Composite mark consisting of the words “Chance” and “Cherigan” ap- 
pearing, respectively, above and below a fanciful representation of a man and woman 
held confusingly similar to “Cheramy,” used on similar goods, under 1905 Act. 

(Case 2) Composite mark consisting of the words “fleurs de” and “Cherigan’ 
appearing, respectively, above and below a spray of flowers held confusingly similar to 
“Cheramy,” used on similar goods, under 1905 Act. 

(Cases 1 and 2) “Cherigan” held confusingly similar to “Cheramy”; since “Cheri- 
gan” is conspicuous and essential feature of applicant’s mark and confusingly similar 
to opposer’s, the inclusion of additional features held insufficient to differentiate. 628 


, 


“‘Permoussel”’ held confusingly similar to “Permouselle Finish,” the word “Finish” 
being disclaimed, used on similar goods, under 1905 Act. 632 
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“Coughlets,” “Coughlix” and “Coughlics” held confusingly similar to “Chiclets,” 
used on similar goods, under 1905 Act. 

“Coughlets,” “Coughlics” and “Coughlix” held confusingly similar to “Cotlets,” used 
on similar goods, under 1905 Act. 645 


The words “Red Devil” held confusingly similar to “Red Devil Cleanser” (the word 
“cleanser” being disclaimed) with pictorial representation of a red devil, above and to 
the left of which appear the words “Show me the Dirt,” used on similar goods. 

The goods of the parties would be known and called for by the words “Red Devil’; 
the dominant parts of each of the marks are identical and the statute prohibits registra- 
tion as against the prior user. 697 


Composite mark consisting of the words “Gold Seal,” centered in conventional repre- 
sentation of a seal, which in turn, is centered in a background bounded by a circle, held 
confusingly similar to “Gold Dust,” used on similar goods, under 1905 Act. 

Fact that marks are displayed with different “environmental background or design” 
is immaterial. 729 


“Barbarossa” held confusingly similar to “Barbasol,” used on similar goods, under 
1905 Act. 736 


The word “Dot,” the “o” having a target-like appearance with a prominent dot in 
the center thereof, held confusingly similar to the word “Dart” appearing in an oval 
background with a small arrow or dart extending through the letters of the word, used 
on identical goods, under 1905 Act. 739 


“Mel O Rich,” the word “rich” being disclaimed, held confusingly similar to “Melo- 
rol,” used on similar goods, under 1905 Act. 742 


The letters “LF,” the letter “F” appearing above and within the lower line of the 


letter “L,” held essentially identical with “L-F,” under 1905 Act. 744 
“Extradri” held confusingly similar to “Ever-Dry,” used on similar goods, under 
1905 Act. 749 
“Regulectric” held confusingly similar to “Regulex,’” used on similar goods, under 
1905 Act. 754 
“Pentwater Picni-kook,” the words “Pentwater” and “kook” being disclaimed, held 


confusingly similar to “Picniking,” used on similar goods, under 1905 Act. 755 


The words “Sugar Bowl,” in conjunction with scroll or ribbon upon which appears 
the words “Taste the Taste,” held confusingly similar to “Sugar Bowl,” the word 
“Sugar” being disclaimed, used on similar goods, under 1946 Act. 756 


“Alpha-Beta-Deltalin,” the words “Alpha-Beta” being disclaimed, held confusingly 
similar to “Alphabet,” used on similar goods, under 1905 Act. 824 


“Dunberry” held confusingly similar to “Burberry” and to “Burberrys,” used on 
similar goods, under 1905 Act. 830 


“Phyllis XXXXX” held confusingly similar to “XXXX,” used on identical goods, 
under 1946 Act. 865 


Though plaintiff does not challenge defendant’s use of the term “Navy Club,” de- 
fendant’s name “All-Navy Club of the United States of America,” in its entirety, held 
confusingly similar to plaintiff’s name “Navy Club of the United States of America”; 
and plaintiff held entitled to an injunction restraining defendant from infringing its 
trade name. 928 
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“Crown” held confusingly similar to “Royal Crown,” used on soft drinks. 939 


“Northland” held confusingly similar to “North Star,” alone and accompanied by a 
star, “North” associated with a star, used on similar goods, under 1905 Act. 941 


“Refresh-Aire Ozonizer” (“Ozonizer”’ appearing in small type below “Refresh-Aire” ) 
held confusingly similar to ‘““Fresh’nd Aire,” used on similar goods, under 1920 Act. 

“Ozonizer” held the name of the product and any comparison between the marks 
must refer to “Refresh-Aire” on the one hand and “Fresh’nd Aire” on the other. 951 


“Double Dare” held confusingly similar to “Daredevil,’”’ used on similar goods, under 
1905 Act. 953 


Composite mark consisting of circle design on which appears representation of a 
buffalo, with the word “Buffalo” appearing above the representation, and the word 
“Chilton” appearing below the representation, held confusingly similar to “Buffalo,” 
used on similar goods, under 1905 Act. 

Both the representation of a buffalo and the word give an impression identical with 
that of the word “Buffalo,” as covered by prior registrations; and the addition of the 
word “Chilton” is insufficient to distinguish. 963 


Fanciful representation of a squirrel with exaggerated features and dressed in 
turtleneck sweater and other garments held confusingly similar to the word “Squirrel” 
and to conventional representation of a squirrel, used on similar goods, under 1905 Act. 

964 


Composite mark consisting of two pentagonal figures—each having the form of a 
shield—joined by two horizontal bars, between which is imprinted a grade mark, the 
left shield bearing the words “West Coast” and the right shield bearing the word 
“Lum-Ber,” held confusingly similar to composite mark consisting of two pentagonal 
figures—each having the form of a shield—joined by a horizontal line, the left shield 
bearing the words “West Coast” and the right shield bearing the letters “Lbr-Bur,” 
used on similar goods. 998 


“Lassie” and “Lassy” held not merely similar terms but the same word. 
Defendant’s use of other words, such as “Lucky,” “Lumpets” and “Summer” held 
insufficient to avoid infringement. 1012 


“Hyster Karry Krane,” the words “Karry Krane” being disclaimed, held not con- 
fusingly similar to “Krane Kar.” 150 


“Dermo-sept,” the word “Dermo” being disclaimed, held not confusingly similar to 
“Sulfoderm,” used on similar goods, under 1905 Act. 163 


“Oxiderm” held not confusingly similar to “‘Teesaderm,” used on similar goods, under 
1905 Act. 165 


“VA,” used on tomato juice and lima beans, held not confusingly similar to “V-8,” 
used on vegetable juices. 203 


“Block Buster” held not confusingly similar to “Bib Buster,” used on identical 
goods. 238 


“Trail Aire,” the word “aire” being disclaimed, held not confusingly similar to 
“Tropic-Aire” or to “Tropic-Aire Conditioned,” the words “aire conditioned” being dis- 
claimed, used on identical goods, under 1905 Act. 242 


“Zindex” held not confusingly similar to “Solvex,” used on similar goods, under 
1905 Act. 313 
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“Brace” held not confusingly similar to “Bracine,” used on different goods, under 


1905 Act. 317 
“Twin Season” and “All Season Zipper” held not confusingly similar to “Season 
Skipper,” used on similar goods, under 1946 Act. 330 


Composite mark consisting of the word “Speed,” in conjunction with design simulat- 
ing a double winged arrow, held not confusingly similar to “Speed Nut,” or “Speed 
Nuts,” in conjunction with design, the word “Nuts” and picture of a nut being dis- 
claimed, or “Speed Clip,” the word “Clip” being disclaimed, used on dissimilar goods, 


under 1905 Act. 336 
“Globrite” held not confusingly similar to “Oakite,” used on similar goods, under 
1905 Act. 406 


Composite mark consisting of a rhomboidal outline containing letters “F A D,” dis- 
tinctively displayed in connection with design and the words “Flowers Air Delivered,” 
which are disclaimed, held not confusingly similar to “F.T.D.,” and emblem, used in 


business held not competitive. 412 
“Spic” held not confusingly similar to “Spry,” used on similar goods, under 1905 
Act. 415 
The following marks held confusingly similar: 
Re PEEE GEE ““OUTUIDUNIIIIINIIE™”  ciscincciieiniesucsnebinsinieinleieintcigesiihnnionsnidadiniaiaienidinnnaeiniaene 404 
a a 510 
a 824 
A representation of a Roman god Mercury and “Mercury” onccccceccccccccccsssnenenne 65 
a GE NE ciiniebasissiciniidtiesiuneitahiinciniiaitehiiiihenataliiaieintltneiiibiiiainti 1059 
SCRE” GNU: TRMIUUENUIINIIIE”inesisiiineigetnittneiubefhanislebieeaieacietetiaitianente 736 
PEE MEINE, TEUIUIIIYstuicitalursilieesliieiiinehineaietipne lia iaiclianbinaaiatiiase 409 
ay I Ti idacihcinealeselip eens tbieeeahitamnnhalielas 1036 
gg REN NCI TN TT TT 963 
i de eg | eee 1056 
il ga a at HELENE ETNIES ERO TE 628 
SO I I eae i lace 628 
“Collétee of California” and “Cole of Califormia”? 2... ..cccccccssssnssssssssessssssssessemsnessssnsnesee 43 
PAREN TUIIE,  TEDIUT cnsnssbenisieesciicnlbiicniehenagassniieiniiigheneeteittaitalaahlataat 262 
“Contracting Plumbers Association of Brooklyn and Queens, Inc.” and 
“Association of Contracting Plumbers of City of New York, Ine.” WW... 1034 
RE GNINIES <UIIINNIIITTINNIINT” scosscscoteesciecsisiciesnisinnooisieebleienbminia . 862 
“Coughlets,” “Coughlics,” “Coughlix” and “Cotlets?? 2... ccccccccscccsssssusssssesssssemmessseeeeneees . 645 
“Coughlets,” “Coughlix,” “Coughlics” and “Chiclets”? ......0..ccccccscsssssssccsssssssssssnsesseseensnsees 645 
Se UI IIIT scsscciicicactcensteilictrindceeiicdnctedadeiemnnbiihidetie 365 
i ha Es 
Ie Mei: ITY GI sikeicsccsicsnstinlieicesiesiaeaiianinicinintnaca ieee 246 
I Cee MII iistesstcsceisiesscnsiisincticnbiniiimenieticisnsetianinabantibliintiallibincaniads 163 
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Fe ee ee Ae Be GI ccccctinntntcnennianiiannianniitnizmes 697 
“Refresh-Aire Ozonizer” and “Fresh’md Aire” ..cccccssccssssssssesssssesssenssessssssssssnnssssssnsssessnsees 951 
Se NE sadismniésitscinnititdainieeniniententitiicarinesnpiniiinninnaninnmnnianiinianine 754 
5 RE 116 
Se GUN I cateieciseitenncsscsineunsnsennceemenecinnieenninsinmntinssanminen 63 
ee ae I eisiiiaticicicitinnttteecinitniciternennniestalinarenniciniiintinniinintinnn 259 
I Se IIE isusiiscessbusiensscteibisesieiiiiaanhieiiinpiataieaiipetienninienanibaeidinciaeaitii 1042 
“Genast Get Frocks” amd “Gammart Gk “mee ccsccececrcsctcsscccesesttstereccserccreeecomeens 265 
eh, ENE ETT Oe 482 
“Squirrel” and a representation Of & Squirrel ....ccecssssssosesessssceeessssseesssssceesssseeenenssesssunseee 964 
I ial 509 
Se Ce TD I iichieiieiciniiecnintitennniananensincienbintnninenininintinmanieenite 756 
“Swarthmore Classics” and “Swarthmore Jumior? .....ccccccccsssssssosseessscsesssseneesnnsscenensee 234 
Ae nn UII. cecicuih iii seinen laeiaehaeiasaniietaininttieliatiicaenta 353 
EU cecil scsticatiias ii deeeebininemliniitnbidnnkiaaliiainneh 249 
RI, NIT 2 = isi iaccnlentaeheidaiialtaaaa cl 485 
Ge re NN einctiiaintinneiittieniinnnininn 350 
“Tuffies,” “Tuffies out of the West” and “Toughies” ..........cccccccsssssssssesseessnsssesseesnneesee 428 
“West Coast Lum-Ber” and “West Coast Lbr-Bur? 2... ssssssssceeesssenneeensenenneen . 998 
The following marks held not confusingly similar: 
“AR Mavy Com UTA.” wank “Hey Cam ke csccccssscccstsccesnesteecenststeissereemnannncs 928 
I SUNS. UII seisinisicsteniicliciticnpictinsteisneteniainisiainiitateininabiniaicateiibiiiansiioia 599 
POE CINE HUI sisssccestsidieasinieeielahiisthieinnaeenenemscnnintatenaiiainiiaahine 615 
ee seititnteeniceenitatinctessteentneiaicelisersitetatiniaisscnaiieenicainnginianinainiaiiaheltoiiinntian 954 
Pe  ~ : sihccsiceeectnnsaneeannecies 238 
“Breezebuilder” and “Breeze Corporation, Tne.” .cccccccccsccsssseevsesssssssesesennenssesensessseesessnee 821 
EAT mee NED EIEN cisecinsniciconsctitntpdnnciinleniesiibtssnnihini 1054 
UN GUNIIE “7REIIDIIINccszssesteiceunsitsiaisssacelsinlaessinignesinibiecniniabseenadbaicetammainieitniieaabieias 620 
“Curtiss Assorted Drops” and “Life Savers’? .ceccecccssssssssssssssssssscssssssssssssssssessssssssssssseeeees 590 
Se RE sitiieersitesesisienisinsenteinicceieceiinsiiietieatiieiniainiiccsininbiinehiaii 163 
ee eiieiertatinititnniitenittnetennineiietinionobanaiiramninntiinaiiniii 733 
ee a esceitaateiiheiacatiiialiteaitaealitiniieniiin ial esi 412 
Py, LE EE: TURUNEN” sessschaiscesesiddcebinnesiiiceicpteieieblaiabateiseshedinaaitiabariancidibinapnntiagia 807 
a Ce I  eitininsittcintstainitciitiniiechiniicitaiasiaaaitaiaiirtariinaitiiias 1054 
“Flora Essential Oils Co.” and “Florasynth Laboratories, Ime.” oc cceccmmenon 595 
ee Oe Ge Re BN acini 699 
SONU WRITE: TURIN” 5 sssscicichuicealitaeihcldnbeiinsin chides esigaiadsentegs 406 
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kk, ENT OTT, OL EC ee 1040 
STE SUMINRREIIENIIEN cisions 840 
a al, 61 
PORN ac a 1012 
“Multi-Guard” and “Mido Multifort,’”’ “Multichrono,” “Multi-Centerchrono” 635 
Nn ME TRIPE” sassshctsitsicneisensiieniniieitetaetionitiitaeheianiiadaibiaintineiinae 825 
PT te IIIT sissicsacorssesnsivesssctiesinoncteisbetltettnpelieastieaiiettihielabinashivipnnenisliiheaitabieaminiibinn 165 
ee I ctiiinncastinncicnicanitincnsrienctetininienssnniiinencenncainniiniiiiapamnnncninein 503 
et RITE I ssa sissies ccs ccs ccesceicsecceaceascasicnie 499 
PE ee II IIIT” sicsicscccseeapcehtncieieinerlaiinbiapidcameapiitecabouniitiabien 834 
I Me ITI”. 1001 
“Pusateri’s New Yorker Hotel” and “Hotel New Yorker? ..........ccccccccsssssssssssseseeesns 1004 
“Speed” and “Speed Nut,” “Speed Nuts,” “Speed Chip? ...ccecccccccsssncceessseseseeeeneneeees 336 
IT IE TINIE icecucissssiniastieinatniieeniieiiiiheiachigineccibanieteintintioniiesaiiainaine 415 
“Standard Brand” and “Standard Brands Incorporated”? .......ccccccccscsssssssssssssesseees 747 
“Sweet Lassy,” “Lassy” and “Pro-lass,” “Lasso,” “Molasso”? o...cccccccccssssscsssesssse 1012 
ee seein eiinentnticisninicieeeineiiennnsteaatnitabiteninani 571 
“Trail Aire” and “Tropic-Aire,” “Tropic-Aire Conditiomed”? ....ccccccccccssssssessscnsenssee 242 
“Twin Season,” “All Season Zipper” and “Season Skipper”? ....ccccccccccccccssssccscscsssseees 330 
Re  cecitncemnsinenmmenaintinbaninlennmicinnitaniannnminmnnniminnainitin 630 
PO MIE POPTIIT ” .iccciiessntciecisiisanneibinap a ieialnhentaaiaieialiaiaaniinsiniiaiin 203 
PI” MUUUIEE "HREEEIIUUIINEscisccnbesisseibnessieivninienhetetelistltn aes aieeonisieeiaiaptibieiabaiin 313 


“Curtiss Assorted Drops” held not confusingly similar to “Life Savers,” used on 


similar goods. 
Striped labels of plaintiff and defendant held not confusingly similar 590 


“Alumatone” held not confusingly similar to “Alumikote,” used on similar goods. 599 


“Cromvella” held not confusingly similar to the word “Crown” and pictorial repre- 


sentation thereof, used on similar goods, under 1905 Act. 620 
Signature “Wm. Anderson” in applicant’s marks held not confusingly similar to 
“David and John Anderson,” used on similar goods, under 1905 Act. 622 


Composite mark consisting of the word “Tykor,” displayed within a panel, above 
which appears representation of certain laboratory receptacles, all within a circle, held 
not confusingly similar to composite mark consisting of the word “Turco,” displayed in 
association with a bearded and turbaned head and a scimitar, used on similar goods, 
under 1905 Act. 630 

“Multi-Guard” held not confusingly similar to “Mido Multifort,’’ “Multichrono,” 
“Multi-Centerchrono” and several other marks containing the prefix “Multi,” used on 
similar goods. 635 


“Forbidden Love” held not confusingly similar to “Love Lane,” used on similar 


goods. 699 


“Emulsicaps” held not confusingly similar to “Mulsavite,” used on similar goods, 
under 1905 Act. 733 
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“Standard Brand” held not confusingly similar to “Standard Brands Incorporated,” 
accompanied by “manufactured by” or “distributed by,” where substantial period of 
concurrent use existed and there was no factual evidence of confusion. 747 


“Feature Lock” held not confusingly similar to nor an infringement of “Wed-Lok,” 
used on similar fioods. 807 


“Breezebuilder,” the word “Breeze” being disclaimed, held not to constitute an 
appropriation of opposer’s corporate name, “Breeze Corporations, Inc.,” under 1905 


Act. 821 
“Nercalloy’” held not confusingly similar to “Oroloy,” used on identical goods, under 
1905 Act. 825 


“Poli-Grip,” the word “Grip” being disclaimed, held not confusingly similar to 
“Perma-Grip,” used on similar goods, under 1905 Act. 834 


“Jet” held not merely a telescoped version of nor confusingly similar to “Jilet,” 


used on identical goods, under 1905 Act. 840 
“Belbana” held not confusingly similar to ““Medana,” used on identical goods, under 
1905 Act. 954 
“Poli-Grip” held not confusingly similar to “Perma-Grip,” used on identical goods, 
under 1905 Act. 1001 


“Pusateri’s New Yorker Hotel,” used on hotel in Kansas City, held not confusingly 
similar to “Hotel New Yorker” where the name “Pusateri’s’” was well known in the 
local restaurant and bar business and defendants had succeeded to and operated the 
“New Yorker Restaurant” for eight years a few doors from their present location. 1004 


“Sweet Lassy” and “Lassy” held not confusingly similar to “Pro-Lasso,” “Lasso,” 
and “Molasso.” 
“Lasses” held not confusingly similar to “Lassy.” 1012 


“Ingravidules” held not confusingly similar to “Vitules,” used on similar goods, 
under 1905 Act. 1040 


(Case 1) Composite mark consisting of the words “Chance” and “Cherigan” 
placed respectively, above and below certain pictorial matter, within rectangular border, 
held not confusingly similar to “L’Origan,” used on similar goods, under 1905 Act. 

(Case 2) Composite mark consisting of the words “fleurs de” and “Cherigan” 
placed respectively, above and below certain pictorial matter, within rectangular border, 
held not confusingly similar to “L’Origan,” used on similar goods, under 1905 Act. 1054 


Armour red and white label, bearing the Armour name and star held not confus- 
ingly similar to red and white labels of Campbell and Carnation. 566 


“Per-Ex” used in cleaning solvent for removing greases and for a solvent for 
degreasing metal parts held not confusingly similar to “Permatex Toon-oyl” used on 
lubricating oil for degumming, decarbonizing and prevention of formation of sludge 
in the interior working parts of internal combustion engines, in view of the cumulative 
effect of the differences in the goods and in the marks. 499 


While one has no right to incorporate the mark of another as an essential feature 
of his mark, considering applicant’s mark in its entirety, which contains a crown only 
as an incidental decoration, it is held not to incorporate opposer’s mark “as an essential 
feature.” 

Pictorial design of grotesque or fanciful figure, part bee and part girl having a 
small, relatively inconspicuous crown on its head held not confusingly similar to the 
word “Crown” or to the symbol thereof, used on similar goods, under 1905 Act. 501 
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The word “Palmtex,” together with representation of a glove which is disclaimed, 
held not confusingly similar to “Palm Beach,” together with representations of palm 
branches, used on piece goods of specifically different characters, under 1905 Act. 503 


“Syncromatic” held not confusingly similar to “Oil-O-Matic,” used on similar goods. 
571 


“Flora Essential Oils Co.” held not confusingly similar to “Florasynth Labora- 


tories, Inc.” 
Plaintiff’s registered trade-mark “Florasynth” held not infringed by defendants’ 


use of descriptive word “flora” in connection with similar goods. 595 


Defendant’s insignia comprising an ordinary life ring with a rope around it and 
an upright anchor in the center, and bearing the words “All Navy Club U.S.A.,” held 
not confusingly similar to plaintiff’s insignia consisting of two crossed anchors, a 
wheel, the emblem of the United States Marine Corps, and bearing the words “Navy 
Club U.S.A.” 928 

(3) Goods 

Test as to whether or not goods possess the same descriptive properties depends 

upon whether confusion as to source or origin might be likely. 65 


Where goods of both parties are medicinal and pharmaceutical products, fact that 
one is sold in bulk for manufacturing purposes and the other is in finished state, in 
the form of tablets or solutions to be taken orally and sold primarily on prescription 
of a physician, held immaterial. 152 
Whether or not opposer might have reason to believe it would be damaged with 


respect to other goods, originally included in the application but eliminated therefrom 
by division required by Patent Office, held immaterial since such goods are not now 


under consideration. 156 







It cannot be presumed from fact that opposer has used its mark on wide variety of 
nickel alloys that opposer’s mark would be recognized by consumers in connection with 
products in which opposer’s metals might be used. 158 


Fact that lubricating oil is capable of removing rust does not necessarily mean 


that it has the same descriptive properties as rust remover. 
Opposer, having burden of proof, is entitled to rely upon its registration for the 
purpose of showing similarity only to the extent that it is obvious from the description 


of goods in the application and registration, respectively. 160 


Difference in marketing outlets for goods of the same descriptive properties held 
immaterial. 246 
Opposition under confusion in trade clause can be sustained under 1905 Act only if 
the goods of the parties possess the same descriptive properties, though the marks 


involved are identical 

Facts that the goods of the parties may both be used in the kitchen, are sold 
through the same stores and may be advertised in the same advertisement held items 
properly considered but not controlling in determining whether the goods possess the 


same descriptive properties. 347 


Likelihood of confusion as to source held properly considered as one of the elements 
in determining the question whether goods possess the same descriptive properties. 

Fact that the goods are used conjointly or may appear in the same trade channels 
held an element to be considered but not controlling. 

There must come a point at which goods are so different that they may not be 
considered goods of the same descriptive properties as a matter of law. 353 
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Since neither party took testimony, question as to whether goods have same des- 
criptive properties must be determined on basis of description of goods in opposer’s 
registration and applicant’s application. 617 


The question is whether or not the goods possess the same descriptive properties, so 
that they might be confused or mistaken as to origin, and not whether the goods may 
be confused. 619 


The fact that the goods of the parties may be stamped from sheet metal held not 
controlling unless the finished goods have common characteristics which may tend to 
lead purchasers to believe they emanate from common source. 

The fact that goods of the parties are sold in notion department of same stores 
would not indicate that the goods belong to the same general class. 740 


That if applicant treated its product in a manner foreign to purpose for which it is 
manufactured and sold, it might bear some resemblance to some of opposer’s partially 
prepared material does not indicate that the goods possess the same descriptive prop- 
erties. 829 


OPPOSITION—RIGHT To OPPOSE—GENERAL 


Under 1905 Act, opposer must show that the goods of the parties possess same des- 
criptive properties without consideration of similarity between the marks. 849 


Fact that products are sold through same stores and are closely associated in use 
is not controlling, in determining question whether they possess same descriptive 
properties within meaning of 1905 Act, where goods of the parties have nothing what- 
ever in common as to composition. 859 


The following goods held to be of the same descriptive properties: 


Centrifugally actuated radial, axial, automatic, manually controlled and delayed 
engagement clutches, couplings and brakes and parts thereof held goods of the same 
descriptive properties as electric and gasoline tractors, electric lift trucks and trailer 
tractor equipment. 65 


Liquid insecticide held goods of the same descriptive properties as plant food. 147 


Desoxyephedrin-hydrochloride held goods of the same descriptive properties as 
medicinal agent to affect the central nervous system, simulating the effects produced 
by ephedrine, under 1905 Act. 152 


Cream for protection against the action of cutting oils on the skin, held goods of 
the same descriptive properties as antiseptics, disinfectants, insecticides, fungicides and 
animal dips in the form of solutions, lotions, emulsions, ointments, powders, tablets, 
sticks and other solid forms, under 1905 Act. 163 


Beauty cream and medicated cream for treatment of skin diseases held goods of the 
same descriptive properties as astringents, analgesics, antiseptics and ointments, etc., 
under 1905 Act. 165 


Men’s lounging robes, beach robes, bathrobes, neckties, pajamas, mufflers and 
shorts held goods of the same descriptive properties as piece goods of silk, cotton and 
velvet, and women’s clothing and hosiery. 174 


Air conditioning units for motor vehicles, used in trailers for keeping produce at 
even temperature, held identical, for purposes of trade-mark registration, with heaters 
and air conditioning units for passenger automobiles and buses, under 1905 Act. 242 


Perfumes and rouges held goods of the same descriptive properties as scalp and 
hair ointment, permanent wave oil, creams, hair bleach oil, transparent hair lacquer, 
neutral lathering shampoo, hydrogen peroxide, etc. 244 
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Cold wave permanent kit for home use comprising lotion, shampoo, curlers, curl 
tissues and cotton moistening pads held goods of the same descriptive properties as 
non-electrical hair curlers, hair bows and hair snaps, under 1905 Act. 246 


Bone meal powder including vitamin B for treatment and prevention of dental caries, 
held goods of the same descriptive properties as medical preparation derived from milk 
for treatment of calcium and phosphorous deficiency. 248 


Soap held goods of the same descriptive properties as cleaning compound. 256 


Various sleeping garments, including pajamas, night shirts and night gowns, held 
goods of the same descriptive properties, under 1905 Act. 259 


Quick frozen foods, including vegetables and berries, held goods of the same des- 
criptive properties as frozen confections, including ice cream, sherbets and water ices, 
under 1905 Act. 261 


Various articles of women’s clothing including dresses, frocks, housecoats, jumpers, 
skirts, pinafores, corsets, corset-waists, corset-steels, petticoats, gloves, hosiery and 
underwear held goods of same descriptive properties. 265 


Fountain pens and ink for fountain pens, though for very specialized types, held 
goods of the same descriptive properties, under 1905 Act. 

Fact that goods of the parties fall into different Patent Office classes held not to 
affect conclusion that they are goods of the same descriptive properties. 267 


Liquid starch for laundering purposes held goods of the same descriptive properties 
as soap, under 1905 Act. 345 


Flashlights and hand tools such as screwdrivers, wrenches, hammers and spark 
testers held goods of the same descriptive properties, under 1905 Act. 359 


Poultry feeds composed of mash, grain or combinations thereof held goods of the 
same descriptive properties as food for animal consumption, particularly dog food, 
under 1905 Act. 362 


Shortening made from animal fat and shortening made from vegetable oil held 
goods of the same descriptive properties, but different enough so that purchasers 
usually knowing which type they want, would not easily be deceived or confused. 415 


Hemostatic agent held goods of the same descriptive properties as reagent tablet 
for purpose of detecting presence of occult blood, under 1905 Act. 481 


Mixture of petroleum oils used in the manufacture of sole leather held goods of the 
same descriptive properties as mineral oil compound used for waterproofing and treat- 
ing sole leather or soles for shoes, under 1905 Act. 482 


Medicaments, namely, astrogenic substance and nikethamide for supplying defi- 
ciency in hormones and for restorative in case of shock held goods of the same des- 
criptive properties as vitamin composition, under 1905 Act. 485 


Pharmaceutical products used for treating various disorders held goods of the same 
descriptive properties as effervescent sodium-phosphate compound, under 1905 Act. 500 


Children’s garments in the nature of pinafores, dresses and sun suits held goods of 
the same descriptive properties as various articles of clothing including overalls, work 
clothes, jumpers, blouses, play suits, etc., for men, women and children, under 1905 


Act. 501 
Cosmetic leg lotion held goods of the same descriptive properties as liniment, under 
1905 Act. 619 


Net and sheer fabrics of the type of organdies and mousselines in the piece made 
of silk, rayon or cotton held goods of the same descriptive properties as compound used 
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in finishing of textile fabrics and for the processing of fabrics before finishing, 
under 1905 Act. 632 


Candy coated chewing gums, both medicated and unmedicated held goods of the 
same descriptive properties, under 1905 Act. 

Candy and medicated chewing gum held goods of the same descriptive properties, 
under 1905 Act. 645 


Metallic pot cleaner held goods of same descriptive properties as cleanser or clean- 
ing, scouring or washing powder. 697 






























Glass cleaner and polish held goods of same descriptive properties as washing 
powder, under 1905 Act; both are cleaning compounds and fact that one is liquid and 
the other is powder held immaterial. 729 





Shelled edible nuts, raw or salted, held goods of the same descriptive properties as 
peanut butter, pickles and relish, under 1905 Act. 
While the existence of different outlets of trade is entitled to consideration in 


determining descriptive properties of the goods, it is not conclusive since marketing 
methods are always subject to change. 731 


Razor blades held goods of the same descriptive properties as shaving cream, under 
1905 Act. 736 


Fresh homogenized milk held goods of the same descriptive properties as ice cream, 
water ice, sherbet, and similar frozen confections, under 1905 Act. 


The fact that applicant’s homogenized product cannot be used in making ice cream 
held immaterial. 742 


Perfume, toilet water, lipstick and face powder held goods of the same descriptive 


properties as deoderant preparation having anti-perspirant and deoderant properties, 
under 1905 Act. 750 


Alternating current generators held goods of the same descriptive properties as 
dynamo-electric machines and electric generators provided with auxiliary control field 
windings, under 1905 Act. 

Where goods of both parties consist of electric generators, the present actual 
differences in size, power or characteristics held immaterial] since either party is free 
to change size of its product at any time. 154 


Medicinal preparation containing measured units of vitamins A, B:, Bz and D, 
intended for use as directed by physicians, held goods of the same descriptive proper- 
ties as concentrated medicinal food materials for use as food supplements in supplying 
deficiencies of vitamins and minerals, intended to be used in accordance with directions 
on the package, under 1905 Act. 824 


Cigar and cigarette lighters held goods of the same descriptive properties as 
watches and clocks, under 1920 Act. 850 


Lawn sprinklers held goods of the same descriptive properties as hand tools— 
namely, forks, hoes, rakes, hooks, weeders, trowels, cultivators, sidewalk scrapers, eye 


hoes, shovels, axes, hammers, hatchets, grass hooks, scythes, and corn hooks, under 
1905 Act. 859 


Yarn sold to the consumer trade for knitting but not adapted to machine knitting 
or weaving held goods of the same descriptive properties as blankets and woolen piece 
goods. 941 


Denture cream for holding false teeth held goods of substantially the same des- 
criptive properties as denture powder for the same purpose. 1001 
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Horizontal double arm kneading and mixing machines held goods of the same 
descriptive properties as electric food mixers, under 1905 Act. 1052 


Partitioned steamer made of aluminum and placed in cooking vessels held goods of 
the same descriptive properties as aluminum cooking utensils including coffee pots, 
tea pots, pans, pots, dishes, kettles, skillets, griddles, roasters and steamers, under 


1905 Act. 1059 


Shampoos and other products for cleaning and dressing the hair held goods of the 


same class as soap and use of the same mark thereon would be likely to cause con- 
872 







fusion or mistake. 


The following held to be goods of different descriptive properties: 
Combined door check and deodorant diffuser and deodorant cartridge for use there- 
in, held goods of different descriptive properties from air conditioning systems and 
heating, cooling, dehumidifying and humidifying units for air conditioning systems 
and parts thereof, under 1905 Act. 154 

Residue-eliminating chemical additives for motor fuels and hydrocarbon oils, held 
goods of different descriptive properties from toys, including trains, boats, ranges, 
figures, animals, engineering building elements, tracks for toy trains and lubricant 
for use with toy trains. 156 

Tailstock turrets for lathes, held goods of different descriptive properties from 
metals, including nickel and nickel alloys. 158 

Chemical rust remover held goods of different descriptive properties from lubri- 
cating oil and fuel for pyrophoric lighters. 161 

Cream for protection against the action of cutting oils on the skin, held goods of 
different descriptive properties from salts and esters of parahydroxyl-acids, under 
1905 Act. 163 


Coal and gas stoves and ranges and electric plates for use in connection with coal 
and wood ranges held noncompetitive with electric irons and toasters. 311 





Toilet preparation for cleansing scalp and hair held goods of different descriptive 
properties from medicinal preparation such as liniment, under 1905 Act. 317 


Liquid starch for laundering purposes held goods of different descriptive properties 
from washing machines and ironers, under 1905 Act. 334 


Machine staples for use on office stationery held goods of different descriptive 
properties from nuts, clips and staples used in heavy industry. 336 


Paper household products, including household bags for use in refrigerators, gar- 
bage cans, packing and shipping, and paper cups and plates, held goods of different des- 
criptive properties from various cleaning preparations, including silver polish, window 
cleaner, rug and upholstery shampoo, soap scouring powder, dry cleaning fluid, polish- 
ing cloths, etc., under 1905 Act. 347 


Paper place mats, bowl covers, wax paper, paper napkins, towels and toilet tissue 
held goods of different descriptive properties from general household items including 
silver polish, window cleaner, rug and upholstery shampoo, soap, wall paper cleaner, 
sanitary bowl-flush, scouring powder, dry cleaning fluid, polishing cloths and polishing 
wax, under 1905 Act. 350 


Plastic film made of polyvinyl chloride, a waterproof washable plastic used for 
purposes similar to a fabric such as book covers, furniture coverings, bird cage covers, 
covering foods, shower curtains, rain wear, etc., held goods of different descriptive 
properties from synthetic heat hardening molding material for use in molding arti- 
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ficial resinous products including airplane seats, fly rods, lamp shades, decorative 
sheeting, table tops, clock pieces, water tumblers, radio housings, etc., under 1905 Act. 


351 
Weighing scales and weighing machines held goods of different descriptive proper- 
ties from meats, soap and cleaning powder, under 1905 Act. 353 


Hypodermic needles, syringes, rubber gloves and tubing, rubber coated sheeting 
and cotton tipped applicators held goods of different descriptive properties from 
bleaching, deodorizing and disinfecting preparations, particularly chlorinated lime, 


under 1905 Act. 613 
Chemical weed killer held goods of different descriptive properties from an electric 
fence charger, under 1905 Act. 617 


Safety razor blades held goods of different descriptive properties from various 
types of fasteners, attaching devices and connectors used for connecting together a 
great variety of objects whether of wood, fabric, or metal, under 1905 Act. 740 


Electrical fuses, fuse mountings, fuse clips, circuit breakers, neon pilot lights and 
lamps, telephone annunciators, pilot lights and lamp indicators held goods of different 
descriptive properties from electrosurgical and electromedical apparatus including 
electric timing switches, short wave diathermy apparatus, urological X-ray tables, 
X-ray Bucky diaphragms, X-ray grids, X-ray time switches, X-ray kymographs and 
ultraviolet lamps, under 1905 Act. 744 


Electrical ventilating fans held goods of different descriptive properties from 
flexible metal hose, tubing and accessories, shielding conduits and fittings, electrical] 
connectors, conduit junction boxes, swaging machines and hand swaging tools, tab 
controls, mechanical and electrical actuating devices for airplanes, ammunition rounds 
counters, fuel pump drives, tachometer and remote control drives, radio tuning units, 
thumb switches, engine primers, thermometers, engine shieldings for radio noise 
suppression, aluminum and stainless steel fabrications, blasting magnetos, metal book 
stacks and library equipment, under 1905 Act. 821 


Wood cellulose in sheet form adapted as a base for conversion to cellophane held 
goods of different descriptive properties from plastic-treated cellulose materials which 
in their finished form constitute or resemble artificial leather. 829 


Fibrous material impregnated and coated with resinous material, merchandised in 
rolls and sheets and adapted for uses similar to oilcloth, held goods of different des- 
criptive properties from powdered, liquid and solid plastic composition which might 
be used in production of such material as that of applicant. 849 


Cleaning preparation having detergent and cleansing properties for household, 
laundry, dishwashing and other uses, held goods of different descriptive properties 
from plates and dishes made of paper pulp or fibre, under 1905 Act. 1038 


3. REGISTRATION PROCEDURE 
A. Application 
Examiner’s requirement of more specific description of “wave protection” and 
“scalp treatment” held reasonable and proper. 872 


B. Inter Partes Proceedings 
(1) Interference 


Where both parties claim rights to mark arising from original use by registrant, 
applicant has burden of proof to establish his acquisition of rights from registrant. 


Applicant’s testimony having established transfer of business, in connection with 
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which registrant originally used mark, burden shifted to registrant to establish any 
reservation of rights in mark. 171 


Proof of actual confusion is not required. 

Denial of motion to dissolve, after motion to dissolve was improvidently granted 
without giving opposing party opportunity to be heard, and original decision dissolv- 
ing interference was vacated, left parties in same position they would have been in 
had the motion been considered the first time and denied. 1042 


Contention that there has been no confusion during ten years continuous side-by- 
side use, held not established where only one party took testimony as to his own use. 

Senior party having taken no testimony is limited to its filing date; and there is 
no evidence as to senior party’s territory and methods of sale. 

Testimony in opposition proceeding with third party cannot be considered since 
record was not incorporated herein and in absence of opportunity to object thereto, or 
to cross-examine witnesses, is not binding on junior party. 1042 


(2) Opposition 
a. General 


1905 Act registration held prima facie evidence of ownership and use of opposer’s 
mark. 363 


Registrations under 1905 Act held prima facie evidence of ownership and use of 
the marks referred to therein. 

Opposer’s registration held prima facie valid and not subject to attack on ground of 
alleged abandonment in absence of action to cancel. 162 


Party claiming ownership of mark through predecessor has burden to establish 
successorship to business to which it pertained by definite and unambiguous proof. 

On facts of record, applicant held to have failed to prove successorship or date of 
first use claimed in application; opposer held to have proved priority of use on 
identical goods. 

Applicant’s claimed date of first use, in ex parte affidavit forming part of applica- 
tion, held not binding on opposer. 1047 


Where effective date of assignment was postponed by agreement that opposer’s 
assignor continue to operate his business without change, opposer was without stand- 
ing to bring proceeding with claim of priority founded upon claim of rights based 
upon assignment. 838 


1905 Act held applicable in determining question of similarity of goods where 
application was filed under that Act. 

While likelihood of confusion may be considered in determining whether products of 
the parties possess the same descriptive properties, within meaning of 1905 Act, they 


must be found to have the same descriptive properties if opposition is to be sustained. 
1038 


Registration under 1905 Act held prima facie evidence of opposer’s ownership and 
use of mark upon each of products named therein. 261 


Opposer being prior user is entitled to maintain opposition providing the marks 
and goods are confusingly similar whether or not opposer owns any registration. 

Question in opposition is not the extent to which opposer possesses exclusive rights 
but whether or not applicant is entitled to registration. 359 
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Prior use of even a descriptive term in a descriptive sense may be sufficient to 
entitle opposer to prevent a registration giving an applicant prima facie right to use 
of same term. 749 


Notice of opposition held to set forth sufficient grounds for opposition under con- 
fusion in trade clause of Section 5 of 1905 Act, where specific registrations were set 
up in conjunction with broad allegations as to opposer’s use of marks ending in 
“o-matic.” 

Opposer’s 1905 Act registration, held prima facie evidence of opposer’s use of mark. 

Applicant’s contention, that the most conspicuous portion of opposer’s mark is a 
term widely and commonly used in connection with sleeping garments, held immaterial 
since opposer’s mark is not subject to attack in this type of proceeding. 260 


Registrations of third parties held not material to any claim of acquiescence, since 
applicant claims no rights under such registrations and cannot rely upon any pre- 
sumptive rights of third parties. 65 


Third party registrations held not to indicate that the mark has become common 
to the trade or so lacking in distinctiveness as to preclude likelihood of confusion 
arising from concurrent use upon the goods of the parties. 

Where applicant has priority in use of “Ampco,” opposer has priority in use of 
“Amsco Dieweld,’” has used “Amsco” for 34 years but opposes only because registra- 
tion is sought for the combination “Ampco-Weld,” the word “Weld” being disclaimed, 
held there is no basis for suggesting that opposer can be damaged by applicant’s 
combination mark or that the marks are confusingly similar. 

No opinion expressed as to the similarity or dissimilarity of the marks or the 
elements thereof, if otherwise presented. 615 


Granting of motion for summary judgment sustaining notice of opposition held 
proper where application covered “Thorobred” for dog food and opposer was prior user 
of “Thoro-Bread,” which it had registered under 1905 Act for flours and corn meal, 
and on basis of which it had previously successfully opposed application by predecessor 
of applicant to register “Thorobread” for dog food. 

For purposes of res judicata, “Thorobred” and “Thorobread” are the same and 
changes in composition, packaging and methods of marketing dog food are immaterial. 

846 


Upon the facts and registrations of record, opposer held to have established use 
and priority of use of “Barco.” 

Court does not pass upon question whether the expiration and non-renewal of a 
registration eliminates it as corroborative proof of continuous use from its filing date 
during its term. 409 


Opposer need not own registered or registrable trade-mark in order to maintain 
opposition, where applicant seeks registration of mark confusingly similar to wording 
used by opposer on similar goods, because question is applicant’s right to register. 622 

Unless applicant’s goods are of the same descriptive properties as opposer’s, oppo- 
sition under confusion in trade clause of 1905 Act cannot be sustained. 821 


Opposer’s 1905 Act registration held prima facie proof of ownership and use of the 
mark shown therein. 256 


Opposer has burden of establishing confusing similarity, but is not limited to 
precise goods covered by its registrations, since the prima facie effect of registration 
extends to other goods obviously similar thereto. 162 


Citation of prior decisions held of little value since each case must rest upon its 
own facts. 
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Likelihood of confusion from similar marks held largely a matter of opinion. 

Specific differences in goods of same general descriptive character should be con- 
sidered together with differences in marks, in determining question of likelihood of 
confusion. 415 


Dealer or distributor need not be owner of registration nor independent user of 
trade-mark in order to maintain opposition, provided it is in position to allege damage 
to itself. 

Opposition proceedings must be brought by real party in interest to avoid multi- 
plicity. 945 


Primary question involved in opposition proceeding is that of applicant’s right to 
registration; and once applicant’s mark is held confusingly similar to opposer’s prior 
mark, this alone requires refusal of the application under the statute, irrespective of 
applicant’s defenses as against opposer. 736 


b. Pleading and Practice 


Alleged uses of the word “Dare,” by third parties, held insufficient to indicate that 
it is generic or lacking in trade-mark significance, even if such third party uses were 
properly considered. 953 


Opposer has burden of proving that the goods involved have the same descriptive 
properties. 

Opposer held to have failed to sustain burden of proof; affidavits and articles intro- 
duced held to constitute mere speculation as to exact constituents of applicant’s 
products. 156 


Evidence relating to events transpiring after filing of notice of opposition and 
after date of final hearing held not sufficient to justify reopening. 943 


In absence of counterclaim for cancellation, proof of abandonment of registered 
mark by opposer would not be pertinent in opposition proceeding. 261 


New matter in Examiner’s statement on appeal not presented in course of prosecu- 
tion of application disregarded; and applicant’s new matter in response thereto, 
offered on the argument of appeal, refused entry of record. 870 


Section 6 of 1905 Act held to preclude any amendment of notice of opposition, 
setting up new grounds of opposition, such as additional marks to which applicant’s 
is alleged to be similar, if proposed amendment is filed more than thirty days after 
publication of applicant’s mark in the Official Gazette. 

Final hearing corresponds to the trial. 313 


Opposer held not entitled to amend notice of opposition to set up additional grounds 
after expiration of statutory period. 

Opposer’s motion, after decision by the Examiner, to conform pleadings to the proof 
held properly denied because Rule 15(b) of Federal Rules of Civil Procedure does not 
overcome the statutory requirement nor permit what in effect amounts to setting up 
new cause of action. 347 


Interference proceedings should be initiated only upon express request of applicant. 
Applicant having requested interference 2s to some prior registrations cited by 
Examiner and having argued that others were dissimilar, held to have requested inter- 
ference as to all registrations regarded as pertinent by Patent Office. 366 


Provision of Rule 19, that decision of Examiner of Trade-Marks upon motion for 
dissolution will not bind Examiner of Interferences, refers to further interlocutory 
proceedings; at final hearing, however, Examiner of Interferences may pass upon not 
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only priority but any question relating to the right to register, including the similarity 
of the marks as applied to the goods. 

Under the particular circumstances of this case, and upon request of counsel for 
both parties, Commissioner decides question of similarity of the marks on appeal, 
though ordinarily Patent Office procedure would require remand for decision by 
Examiner of Interferences before consideration on appeal. 1042 


While Examiner of Interferences may have had power to grant summary judgment 
to opposer on applicant’s motion, he was under no duty to do so; and failure to do so, 
in absence of cross motion by opposer, cannot be regarded as inconsistent with final 
determination that marks involved are confusingly similar. 1049 


Fact that complaint does not set forth all facts which would entitle plaintiff to 
relief held not grounds for sustaining motion to dismiss, except in a few classes of 
cases not relevant here. 231 


On motion to dismiss, facts set forth in complaint are assumed to be true and 
affidavits and other evidence produced on application for preliminary injunction may 
not be considered. 

The court may, however, test its jurisdiction by aid of affidavits. 299 


Causes of action for common law trade-mark infringement and unfair competition 
dismissed on motion, in absence of diversity of citizenship. 910 


In absence of allegation of usage of trade-mark in an unauthorized manner, com- 
plaint held not to state cause of action for trade-mark infringement. 920 


All registrations pleaded by opposer held properly considered under Commissioner’s 
decision in Celanese Corporation of America v. American Viscose Corporation. 334 


Where applicant’s answer admitted issuance of opposer’s registration, copy of which 
was attached to notice of opposition, held there was neither failure of proof nor 
necessity for opposer to file certified copy. 363 


In absence of counterclaim for cancellation, applicant may not attack opposer’s 
registration. 615 


Though decision sustaining notice of opposition is reversed, whether or not appli- 
cant is entitled to registration held to depend upon final outcome of certain other 
proceedings against this application. 1054 


Under 1946 Act, as under 1905 Act, applicant cannot deprive opposer of its right 
to determination of the issue by mere withdrawal of application without prejudice. 

Parties may agree that withdrawal of application and withdrawal of notice of 
opposition shall be without prejudice but applicant cannot require such action. 57 


Notice of opposition held properly dismissed under 1905 Act, where goods of the 
parties were held to have different descriptive properties. 334 


Allegations of fact in notice of opposition and all proper inferences must be con- 
sidered as admitted and the pleading must be construed favorably to the pleader on 
motion to dismiss. 

Conclusions of law and statements which upon their face or from accompanying 
documents are legally impossible or incapable of proof, held not admitted by the motion. 


In considering allegations that the goods possess the same descriptive properties, it 
is proper to consider the goods of the respective parties. 353 


In considering motion to dismiss, all statements in notice of opposition must be 
taken as true and all reasonable interferences therefrom resolved in favor of opposer. 
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Notice of opposition by subsidiary alleging damage to parent corporation rather 
than to opposer held properly dismissed for failure to state cause of action. 

Opposition by subsidiary or distributor who establishes rights and shows that it 
would be damaged independently is not precluded by Examiner’s holding, but notice of 
opposition here held to relate entirely to rights of parent corporation which properly 
can be adjudicated in copending opposition. 945 


Applicant having elected to prosecute application and continue defense of opposition, 
to application containing original description of goods, held that proposed amendment 
to description, presented by motion filed after Examiner had sustained notice of oppo- 
sition but prior to expiration of time for appeal, would not be proper at this time. 

Roddenbery Co. v. Kalich, 574 O. G. 794, 65 U. S. P. Q. 254, distinguished. 

Applicant having elected to prosecute application and defend opposition under 1905 
Act, held that motion to convert application to one under 1946 Act, filed after Exam- 
iner had sustained opposition, was properly denied. 943 


Opposer having elected to rely upon confusion in trade clause as the only ground 
of opposition held to have waived any right to rely upon any statutory ground such as 
corporate name clause, under 1905 Act. 347 


While opposer may suggest ex parte action rejecting application in view of opposer’s 
corporate name, held that opposer is not entitled to question the Examiner’s decision 
upon such matters; and ex parte action held inappropriate where basis for it appears 
only in record of this case and not from matters otherwise of record in Patent Office. 

Opposer also held not entitled to be heard with respect to Examiner’s decision on 
opposer’s suggestion that ex parte action be taken because of improper marking of 
certain goods by applicant. 347 







C. Evidence 


On facts of record, held that no proof of descriptive nature of mark has been 
presented. 1040 







Pencil notes, an inventory, certain other exhibits and testimony of applicant as to 
contents of written agreement with registrant held incompetent. 
Letter to registrant from witness to contract with applicant held hearsay. 
Testimony of registrant’s brother, who witnessed contract fifteen years ago, held 
insufficient to prove contents of portion of written instrument. 171 













Senior party having submitted no proofs as to use held limited to filing date. 
Junior party has burden of proof to establish priority by clear and convincing 
evidence and any ambiguity or doubt must be resolved against it. 
On facts of record, junior party’s evidence of prior use held insufficient because of 
ambiguity, absence of explanation of lack of documentary proofs, and lack of evidence 
that the mark was actually used on items for which it is claimed. 735 














Opposer’s registrations under 1905 Act held prima facie evidence of its ownership 
of the marks for the goods specified therein. 160 





Opposer’s 1905 Act registration held prima facie evidence of its ownership of 
mark, for the goods stated therein. 617 





Opposer’s 1905 Act registration held prima facie evidence of its ownership of 
mark for goods listed. 1038 





Opposer’s registrations under 1905 Act constitute prima facie evidence of opposer’s 
ownership and use of its mark as applied to various products mentioned in its 
registrations. 
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Certain exhibits of opposer held properly stricken for failure to give notice under 
Rule 154(e). 

Advertisements and informative publications issued by opposer, held incompetent as 
proof of facts stated therein in connection with uses of nickel and nickel alloys. 

Use of nickel and nickel alloys in many articles of manufacture, including machine 
tools and similar products, held a matter of common knowledge. 158 


Opposer’s registrations under 1905 Act held to constitute prima facie proof of 
ownership and use of mark shown therein. 244 


Opposer’s registrations under 1905 Act held prima facie evidence of ownership and 
use of mark by opposer for the products stated therein. 499 


Opposer’s 1905 Act registration held prima facie proof of ownership and use of its 
mark on goods covered by registration. 739 


Registrations under 1920 Act cannot be considered proof of use of opposer’s mark. 
830 


Registration under 1881 Act, effected in 1901, renewed in 1931 and cancelled in 
1947 held to give rise to legal presumption of use of mark by appellee during that 
period. 905 


1905 Act registrations properly made of record held prima facie evidence of owner- 
ship and use of mark by opposer. 

As owner of registration, opposer held entitled to maintain opposition though it 
selected particular method of distribution and used distributor’s name on packages, 
where specimen labels showed name of opposer’s subsidiary as distributor, but there 
was nothing of record to indicate that the products were not manufactured by opposer 
and sold to subsidiary, in commerce, under the mark. 952 


Opposer, association of florists, growers and dealers in florists’ supplies, rendering 
services to members including providing facilities whereby purchasers may place 
orders with nearby members for delivery of fresh flowers at distant points through 
other members, and applicant, wholesale flower dealer, held upon evidence of record, 
not engaged in competitive businesses. 

In absence of competitive relationship between the parties, held that appellant has 
no right to oppose, under 1905 Act, since Court is unable to find that appellant would 
be damaged by registration of appellee’s mark. 412 


Opinion evidence as to likelihood of confusion and similarity of goods held entitled 
to little weight. 

Facts that goods of the parties are sold in the same stores and used by the same 
general class of purchasers, while not controlling, are entitled to some weight in 
determining the likelihood of confusion as to source and the general character of 


the goods. 
Fact that the goods of the parties come within the dictionary definition of “tools” 
held not in and of itself a controlling factor. 359 


Testimony relating to ex parte surveys conducted for purpose of establishing 
confusion between two marks held generally to carry little, if any, probative force. 
Passing off survey conducted here held not to have established actual confusion 
between the marks. 645 


Opposer’s failure to produce original or certified copy of assignment of registra- 
tion upon which it relies held immaterial, under 1905 Act, where opposer by its 
notice of opposition, notice under Rule 154(e) and certified abstract of title filed 
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therewith, properly made of record its intention to rely upon the Patent Office record 
of the assignment. 

On facts of record, “surveys’’ made by the parties disregarded as hearsay and 
incompetent in part and lacking probative force as to rest. 834 


Concurrent use of two marks on identical products over a long period of years 
without actual confusion arising would necessarily be considered in determining ques- 
tion of likelihood of confusion, if they were used in same trade channels to such 
extent that confusion would be likely to arise and come to attention of the parties. 

On facts of record, applicant’s proof of use held vague, general, and not convincing. 

830 


Statements contained in applicant’s brief on appeal and literature submitted there- 
with, held not part of the record and of no evidentiary force under the rules. 

No testimony having been taken by either party, only opposer’s registrations sub- 
mitted pursuant to notice under Rule 154(e) and applicant’s application, the drawings 
and specimens may be considered. 

Alleged differences in marketing methods are not matters of common knowledge 
and they may not be assumed in the absence of evidence. 162 


Judicial notice held properly taken that washing powders and pot cleaners are 
purchased through same channels and used together at kitchen sink for same general 
purposes. 697 


That lubricating oil may be used to remove rust held a matter of common knowl- 
edge. 160 


No great weight can be given to opinion testimony of experts to the effect that 
confusion is reasonably likely to result from use of applicant’s mark. 501 





That stockings are frequently displayed by various exhibits of stocking-clad legs 
held a matter of common knowledge. 

Photostats of certain advertisements of hosiery, apparently from Washington news- 
papers or magazines, filed with his statement by Examiner of Trade-Marks, ordinarily 
should have been presented during prosecution of case before Examiner, rather than 
on appeal, but may be proper to illustrate fact that hosiery-clad legs are, as a matter 
of common knowledge, often used to display hosiery. 759 














d. Laches, Estoppel and Acquiescence 


On facts of record, opposer held not guilty of laches in view of vagueness and 
inadequacy of applicant’s proof as to use. 830 








On facts of record, opposer’s use of registration notice held improper, but not 
sufficient to justify dismissal of notice of opposition in view of ambiquity of opposer’s 
notice. 

Equitable defense of unclean hands held not one of the equitable principles made 
applicable to pending contested cases by Section 19 of 1946 Act. 
Four Roses Products Co. v. Small Grain Distilling & Drug Co. distinguished. 736 















Section 19 of 1946 Act permits raising defenses of laches and estoppel in opposition 
proceedings against application filed under 1905 Act. 

Defenses of laches and estoppel held not sustained by the facts of record. 

Opposer’s delay could not be considered to entitle applicant to registration of con- 
fusingly similar mark, in view of statutory bar contained in Section 5 of 1905 Act. 65 
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Fact that suffix of opposer’s mark may have been used by third parties held not 
proof of any laches or estoppel against opposer, since applicant claims no rights from 
or under such third parties. 1040 


Fact that opposer’s counsel in securing registration of “Curly Lox” argued that 
opposer’s mark was not similar to a then existing registration covering “Curlox” held 
not to estop opposer from now contending that the marks are confusingly similar, 
where applicant derived no rights from the prior registrant. 246 


Publications and third party registrations cannot be used to attack validity of 
opposer’s mark or to limit its scope. 485 


Testimony offered by applicant held not to prove abandonment. 
In absence of counterclaim for cancellation of opposer’s registration, evidence 
offered to show abandonment held not pertinent. 256 


Answer did not allege that appellee’s action was barred under 1946 Act by equitable 
defenses and upon the facts of record held that opposer was not barred by laches, 
acquiescence and estoppel. 409 


Section 19 of 1946 Act applies to oppositions to applications under 1905 Act. 
On facts of record, opposer held not barred by laches, acquiescence or estoppel. 846 


(3) Cancellation 
a. General 


Uncontradicted testimony taken in connection with documentary proofs of record 
held sufficient to establish petitioner’s priority and continuous use and not affected by 
the fact that documentary evidence as to sales during each year of the period was not 
introduced. 482 


Ruling of Alcohol Tax Unit of Bureau of Internal Revenue refusing approval to 
respondent’s new labels, bearing its marks here involved, upon ground that the trade- 
marks were associated with rum originating with the Government, held not controlling 
in cancellation proceeding, as against facts shown by extensive record herein and 
because ruling was made under a different law. 487 


On facts of record, petitioner’s contention as to nonuse by respondent held clearly 
negatived. 487 


Right to cancellation is not established by mere omission of reference to applicant’s 
predecessor, in application for ten-year clause registration under 1905 Act, where use 
by applicant’s predecessor is not negatived. 

While use as a trade-mark is prerequisite to valid registration under ten-year clause 
of 1905 Act and use in trade-name would not suffice, petitioner’s registration is prima 
facie valid and respondent held to have failed to sustain burden of proof, on facts of 
record. 


In order to succeed with counterclaim for cancellation, respondent having no 
inherent rights in personal name “Ingersoll” would have to prove priority of use to 
show damage. 850 


Where Commissioner in prior cancellation proceedings between the parties, involv- 
ing same marks, had no authority to determine descriptive properties of the goods here 
involved, because of decision of Court of Custom and Patent Appeals regarding 
broader descriptions of goods there involved, held that the issue is not res judicata and 
that portion of the Commissioner’s prior decision was obiter dictum. 317 


1905 Act registration, made of record herein by petitioner for cancellation, held 
prima facie evidence of its ownership of mark shown therein. 255 
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Evidence of record held to establish use by petitioner’s predecessor of “Frenzy,” 
prior to respondent’s use of “Frenesi,” on similar goods, under 1905 Act 624 


Burden of proof is upon petitioner for cancellation and, upon facts of record, 
petitioner held to have failed to prove the mark incapable of distinguishing, or lack of 
exclusive use during one year period prior to application. 948 


Citation of prior decisions held of little value in cancellation proceedings because 
each case must rest upon its own distinctive facts. 

Likelihood of confusion is largely a matter of opinion. 

The marks of both parties must be considered in their entireties in determining 
question of confusing similarity. 699 


Opposer’s registration of “Krane Kar,” under 1920 Act, cancelled because of lack of 
exclusive use during the year prior to filing application; fact that other users spelled 
designation “Crane Car” held immaterial. 150 


b. Pleading and Practice 


Question involved is whether respondent was entitled to use of mark at date of 
application to register and whether petitioner is likely to be injured by respondent’s 
registration. 

Whether or not assignment to petitioner from first user was valid, registration of 
respondent second user was invalid and petitioner as third user would be injured thereby 
and is entitled to maintain petition for cancellation. 624 


Registrant held to have established “bona fide use” of mark “Standard Brand” 
under 1920 Act despite concurrent use of corporate name “Standard Brands Incorpor- 
ated” on similar goods by petitioner during year prior to application. 

Evidence of actual confusion is not required but on facts of record, in absence of 
actual confusion evidence, petitioner held to have failed to establish damage through 
likelihood of confusion. 746 


While “Grip,” forming a conspicuous portion of registered mark “Perma-Grip,” is 
merely descriptive and probably should have been disclaimed, this alone does not 
require cancellation of registration under 1905 Act. 834 


Record held not to show that respondent had conceded confusing similarity; and 
pleading of inconsistent material is authorized by the rules. 503 


Petition of Hydroponic for cancellation of York registration of “Hy-Po” having 
been sustained, York petition for cancellation of Hydroponic’s “Hypozene,” based on 
York’s alleged rights in “Hy-Po’’ must be dismissed. 147 


Proof of confusion is not required and mere similarity of the marks is sufficient to 
give rise to presumption of damage. 

Actual use in the same commercial field over a long period of time would be 
entitled to consideration as indicating that, in spite of apparent similarity, there is no 
likelihood of confusion. 

Respondent having elected to take no testimony but to rely only upon its registra- 
tion held not to have overcome the presumption of likelihood of confusion arising 
from similarity of the marks. 482 


Federal rules of civil procedure govern contested proceedings, except as otherwise 
provided and wherever considered applicable and appropriate. 

In view of provisions of Trade-Mark Rule 23.4, that times for taking testimony will 
be assigned, and that no testimony shall be taken except during the times assigned, 
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denial of motion for leave to take discovery depositions, filed promptly after cancel- 
lation proceedings were instituted, held properly denied where motion and petition for 
cancellation disclosed no basis for contention that such discovery depositions were 
necessary for purposes of preparing answer. 1035 


After decision of Court of Customs and Patent Appeals, cancelling registration 
under 1905 Act containing varied description of goods, Commissioner had no authority 
to permit entry of proposed disclaimer of all goods in such registration except hair 
and scalp preparations. 317 


Court of Customs and Patent Appeals remands proceedings to Patent Office on 
request of Commissioner. 

Commissioner sets aside decision of First Assistant Commissioner and remands case 
to Examiner of Interferences. 168 


Under rule 24.4 of Rules of Practice in Trade-Mark Cases, question is whether or 
not any evidence has been presented. 

Sufficiency or insufficiency of prima facie evidence, to sustain burden of proof on 
part of petitioner for cancellation, must be determined at final hearing rather than on 
motion. 255 


c. Evidence 


Applicant-counterclaimant as competitor of opposer held to have sufficient interest 
to sustain its petition for cancellation. 150 


Petitioner’s proof of prior use of confusingly similar mark held sufficient to 
maintain cancellation proceeding though petitioner might have no exclusive ownership 
of its mark or may not be the owner of any technical trade-mark. 482 


Fact that one of joint petitioners fails to prove damage would not weaken rights of 
other petitioner had confusing similarity of the marks been established. 

Alleged improper advertising of respondent held not to give rise to right to cancel- 
lation on part of petitioners. 635 


Any manufacturer of goods, as to which registered mark is merely descriptive, 
must be presumed to be damaged thereby and accordingly entitled to maintain cancel- 
lation proceeding, under 1905 Act. 749 


Since registrant’s marks are descriptive, petitioner need only show that he sells 
competitive goods. 

Loss and cancellation of orders, expense of changing labels and packaging, as a 
result of registrant’s threats of suit against petitioner and its customers show actual 
injury. 842 


Uncontradicted testimony of record on behalf of petitioner for cancellation and 
opposer, supported by certain documentary exhibits, held clear and convincing to estab- 
lish priority. 731 


Affidavit of party may not be considered in lieu of testimony, in absence of stipu- 
lation, though physical condition would not permit his appearance to testify. 

Registration under 1905 Act is prima facie evidence of ownership. 

Statements by applicant in affidavit in application file as to abandonment of mark 
by self and predecessor accepted for purposes of decision in opposition. 632 


Petitioner for cancellation, having burden of proof of registrant’s nonuse or lack of 
right to use of mark at time of application for registration, held to have failed to 
sustain that burden and dismissal of petition held proper. 632 













THIRTY-NINE TRADE-MARK REPORTER 


d. Laches, Estoppel and Acquiescence 






On the facts of record, respondent held to have failed to sustain burden of proving 
laches and petitioner held not barred by laches, acquiescence or estoppel. 482 







Section 19 of 1946 Act permitting consideration of equitable principles of laches, 
acquiescence and estoppel held specifically applicable to this proceeding though brought 
under 1905 Act. 

Mere lapse of time is not ordinarily sufficient basis for denying relief in trade- 
mark matters on grounds of laches. 

On facts of record, applicant held not barred by laches, acquiescence or estoppel 
from cancelling opposer’s registration. 749 









Upon facts of record, advertising by registrant, in publications of which petitioner 
had no knowledge, held neither notice to petitioner nor basis for imputing knowledge 
of existence of respondent’s marks or registrations thereof, under 1905 Act. 

By Section 22, of 1946 Act, registrations under both 1905 and 1946 Acts are made 
constructive notice. 

Provisions of Section 19, of 1946 Act, relating to laches apply to pending cases. 

Before doctrine of laches may be applied, it is well settled that something more 
than mere lapse of time must exist. 

On facts of record, petitioner’s failure to act for about ten years, after respondent’s 
registration issued, held mere lapse of time not accompanied by anything affirmative 
requiring action by petitioner. 856 

















Petitioner held not estopped from relying upon its ten-year clause registration 
under 1905 Act, by fact that it subsequently accepted 1920 Act registration of same 
mark for same and other goods. 851 







Fact that prior application, by opposer-petitioner, for registration of same mark, 
was rejected ex parte because of registrations of third parties and no appeal was taken, 
held not to constitute estoppel in these proceedings where only question involved is 
Peterson’s right to maintain and secure registrations. 731 







(4) Appeals 
a. To Commissioner 


Question of registrability of mark on Supplemental Register held not open to con- 


sideration, on appeal from refusal of application for registration on Principal Register. 
865 









Proceedings remanded to Examiner of Interferences for determination on the 
merits, after reversal of Examiner’s decision which dismissed notice of opposition, 


without passing on merits. 820 






Question of the sufficiency of notice of opposition may be raised on appeal from 


final hearing, since there is no provision for interlocutory appeal from motion to 
65 





dismiss. 


Applicant’s contention that its goods upon which it uses its mark differentiate from 
those of prior registrants as much as they do from each other, held not a matter open 


for consideration on this appeal. 174 








Suspension of limit of appeal, pending determination of registrability of new un- 
identified application, refused. 943 






Amendment of description of goods in application should not be made on appeal 
to Commissioner in opposition proceeding. 941 
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Where applicant attempted to submit evidence of abandonment of two prior regis- 
trations, on appeal rather than before Examiner of Trade-Marks, held that remand 
would be useless in view of existence of third registration necessitating refusal of 
registration to applicant. 265 


b. R. S. 4915 


4915 suit is more than an appeal from Patent Office; it is akin to suit to set aside 
a judgment and, as such, not to be sustained by mere preponderance of evidence. 

Question to be determined is whether evidence before Commissioner afforded infer- 
ences of fact supporting his decision. 116 


Commissioner of Patents held necessary and only indispensable party to 4915 suit, 
by unsuccessful applicant to compel issuance of registration, where defendant’s oppo- 
sition was sustained by Patent Office which also held mark “Lanolin Plus” descriptive 
of cosmetics. 

Defendant, the successful opposer, which markets both lanolin and lanolin cosmetics, 
but makes no claim to words “Lanolin Plus” as a trade-mark or to any other mark 
with which that mark is alleged to interfere, held not an indispensable party. 

Since Commissioner of Patents is not a party and not subject to suit in District of 
New Jersey, but is held indispensable where descriptiveness was a ground for refusal 
of registration, unsuccessful applicant’s complaint in 4915 suit against successful 
opposer dismissed. 988 


c. Court of Customs and Patent Appeals 
4. REGISTRATION UNDER ACT OF 1920 


Since 1920 registration does not constitute prima facie evidence of ownership opposer 
has taken testimony and held to have established its priority. 150 


Defendant’s 1920 Act registration covering “Swathmore Junior” conferred no sub- 
stantive rights and, apart from its utility as a source of federal jurisdiction and as 
determinative of applicable law, it is irrelevant. 234 


The word “Finepoint,” used on paint brushes, held descriptive but registrable under 
1920 Act. 511 


Fact that “Converted” is merely descriptive does not bar registration under 1920 Act. 
On facts of record, “Converted” held not incapable of distinguishing though des- 
criptive. 948 


Plaintiff’s right to relief depends upon the length and extent of the use of the 
trade-mark “Spin-Dry” and its ownership and adoption by plaintiff, with resulting 
secondary meaning which distinguishes plaintiff’s products. 

Registration of “Spin-Dry” for laundry machines, under 1920 Act, is not evidence 
of ownership. 818 


5. TEN YEAR CLAUSE 
Appellee held entitled to registration of “Wool Soap,” under 10-year clause of 1905 
act, as exclusive user during the ten year period. 
Descriptiveness does not prevent registration under 10-year clause. 905 


If applicant elects to include claim of exclusive use during ten-year period in 1905 
Act application, held that such language may not be considered mere surplusage though 
Patent Office considers mark to be arbitrary and the language unnecessary. 366 


Since ten-year clause of 1905 Act required “use as a trade-mark,” unless the 
material presented was actually a trade-mark, it would not have been registrable under 
the ten-year clause. 861 





| 
| 
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IV. UNFAIR COMPETITION 


1. TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION 
A. Basis of Relief—General 


In order to warrant injunctive relief, where no exclusive right to the use of a 
trade-mark exists, some fraud or deceptive use of a similar mark by another must 
be intended. 401 


Proof of fraudulent intent is not required. 
If the natural consequence of defendants’ conduct is to cause confusion, injunctive 
relief may be granted. 339 


Since on former record, there was no showing that either plaintiff’s corporate name 
or its trade-name “Consumers” had acquired secondary meaning, and defendant was 
found guilty of no fraud, palming off, or bad faith, serious question would arise as 
to Court’s authority to enjoin defendant’s use of corporate name adopted long prior to 
plaintiff’s use of similar corporate name. 

Point of demarcation between trade-name “Consumers” and defendant’s corporate 
name “Consumers Company” may not always be capable of exact ascertainment but it 
was such narrow legal gap which enabled plaintiff to prevail. 689 


Trade-mark law, which is only a part of the law of unfair competition, was origin- 
ally designed to protect the mark’s owner from diversion of customers. 

By 1905, trade-mark law had been extended by granting relief against the use of 
the mark on goods on which the owner had never used it. 

Weight of authority, under 1905 Act, held contrary to Second Circuit rule that 
goods of “the same descriptive properties” covered any as to which the owner of the 
mark might be supposed to be the source. 557 


Direct competition need not be shown to support claim for equitable relief against 
unfair competition. 

Likelihood that public would believe defendant’s product was in some way connected 
with plaintiff is sufficient. 602 


Law of trade-marks is part of broader law of unfair competition under which 
secondary meaning marks are afforded legal protection which runs to both injured 
merchant and the public in varying extents depending upon necessities of each case. 

Essence of wrong in trade-mark infringement and unfair competition cases is sale 
of one man’s goods for those of another; practical result is the same and same relief 
is accorded in cases of arbitrary and secondary meaning marks. 

Evidence of fraudulent intent or actual confusion is not required; all that is 
necessary is fact that confusion is likely to result. 715 


Test of infringement of technical trade-mark is whether ordinarily prudent pur- 
chaser is likely to be deceived. 

Proof of formal intent to confuse or of actual confusion is not required. 

In unfair competition cases, proof of intent to palm off is not sole ground of 
equitable relief, and while the purpose of palming off is emphasized, that purpose and 
the probability of its achievement are commonly inferable. 1012 


Question whether defendants’ acts are likely to cause confusion of the purchasing 
public is one of fact for the trial court to determine. 47 


Test of unfair competition is likelihood of substitution or passing off. 
In cases involving copying of non-functional features, showing of secondary mean- 
ing is required. 227 
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Modern decisions support view that an injunction will be granted where use of 
letters or abbreviations is calculated or intended to mislead the public. 588 


It is settled that first user of name composed of descriptive terms will be protected 
against second user of a confusingly similar name where first user’s name has 
acquired secondary meaning. 

Proof of actual confusion is not required to entitle plaintiff to equitable relief. 

Proof of fraudulent intent is not required to entitle plaintiff to equitable relief. 928 


Mere distance or disparity in size, while not determinative, should be considered in 
deciding question whether confusion is likely to result from use of two names involved. 

On facts of record, held there is no evidence of misrepresentation, bad faith, or 
simulation of symbols, tokens or advertising, or that defendants are taking a “free 
ride” on plaintiff’s name. 

New York sky line, like Statute of Liberty, belongs to the world; and there is 
marked similarity between uniforms worn by bell boys in many different hotels. 1004 


Trade-Mark Act of 1905 held inapplicable since that Act has been repealed by 
Trade-Mark Act of 1946. 330 


Absence of competition between prior and later users of a distinctive trade name or 
symbol held no bar to injunctive relief. 418 


Extent of exclusiveness to be accorded a trade name or trade-mark varies with its 
character and depends upon whether it is arbitrary and fanciful or frequently used in 
many different businesses. 418 


Proof of actual deception of the public with respect to non-competing infringer held 


not required in order for prior user of distinctive trade designation to obtain injunc- 
tive relief; proof of reasonable probability of confusion is sufficient. 


Infringement need not embrace complete simulation before the law can intervene. 
418 


While defendants have right to repair and rebuild sewing machines, machines sold 
by them must be so marked as to correctly and truthfully convey to buyers the true 
character of the product. 

On facts of record, defendants’ substantial changes in “Singer” machines, and 
insufficient disclosure resulting in palming off of machines as fairly new, held to 
constitute both trade-mark infringement and unfair competition, which will be enjoined. 

922 


In determining whether similarity of marks is sufficient to require restraint, test is 
whether ordinary purchaser in exercise of ordinary care and caution would be misled 
or deceived. 

In determining question of likelihood of confusion, Court must decide each case on 
its own facts; prior decisions are helpful but not controlling. 1001 


Such remarks as false statements that DuBois Budweiser was the “original” and 
that the right to use the name had been won in the courts, held “puffing” to which the 
law attaches no penalty, where made by second comer and in absence of prior adjudi- 
cation of second comer’s rights. 


That the two beers were comparable in quality held “puffing.” 574 


One who orders parts by manufacturer’s name, number and description has right 
to have his order filled as given. 

Defendant’s offering for sale parts not made by Singer, in response to orders for 
“Singer parts,” held to constitute palming off. 128 
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Publication of notice of trade-mark, patent or copyright infringement and of pend- 
ency of suit therefor has been held lawful even though coupled with threat to sue users 
who would be legally liable, provided the warnings are issued in good faith. 

Willful misrepresentation has been held beyond scope of the privilege and would 
bar relief. 603 

B. Scope of Relief—Particular Instances 

Defendant enjoined from using “Colletté of California” or any other name in which 
“Cole,” “Colletté,” “Collétte,” or “Collette,” or any other word of similar sound or spell- 
ing is combined with the word “California.” 

Defendant ordered to destroy, within thirty days of entry of decree, all labels, signs, 
prints, packages, wrappers, receptacles, advertisements, etc., bearing the name “Colletté 
of California,” or “Collétte of California,” or any colorable imitation of “Cole of 
California.” 43 


Defendants’ counterclaim sustained and plaintiff enjoined from using “Swathmore 
Classics” or other colorable imitation of “Swathmore Junior” in connection with the 
sale of blouses. 

Defendants’ request for accounting denied in absence of evidence that thus far 
plaintiff had benefited or defendants had been injured. 234 


Defendants restrained from using the word “Greyhound” or a symbol of greyhound 
dog on their taxicabs or in connection with any phase of their taxicab business in or 
about the city of Baltimore. 

Effective date of decree postponed sixty days after its date, as a reasonable time 
within which defendants must take steps necessary to comply. 418 


Plaintiff held entitled to an injunction restraining defendant’s use of the marks 
“Tuffies” and “Tuffies out of the West” and to costs and an accounting of defendant’s 
profits for the period commencing with notice of infringement. 428 


Defendant’s new label held to conform to decree. 

That suffix prescribed in decree had not prevented all mistake and confusion held 
irrelevant, under 1905 Act. 

That original defendant Johnson has now associated himself with four partners, of 
whom only one is named Johnson, held immaterial. 

Under 1946 Act, defendant held entitled to continued use of personal name, with 
prescribed distinguishing phrase, in field not occupied by plaintiff, after 16 years of 
concurrent use, though litigation began within three years of defendant’s first use of 
the name. 557 

Where plaintiff is estopped to enjoin defendant’s use of plaintiff’s mark in local- 
ized territory, defendant having conducted a localized operation may not extend its use 
of plaintiff’s mark to other areas with impunity. 574 


Defendant restrained from using the mark and name “Oraltone”’ in connection with 


mouthwash. 
Defendant directed to destroy and do away with any plates, cuts or matrices in his 
possession which have been or may be used in making prints or labels marked “Oral- 


tone.” 
Defendant directed to destroy labels, signs, packages, receptacles and advertisements 
in his possession. 593 
Plaintiff is entitled to a practical injunction affording effective protection of its 
trade-mark “King Pharr.” 
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Explanatory phrase accompanying mark held insufficient in case of inexpensive 
items like canned goods. 

Defendant restrained from using the name “Pharr” in any manner as part of its 
mark upon labels for its goods and ordered to destroy all such labels now in its possess- 
ion. 

Defendant restrained from using any statement indicating that it is successor to 
business of “King Pharr” established in 1904. 

Portion of complaint praying for injunction against use of defendant’s corporate 
name dismissed and accounting denied with costs to plaintiff. 715 


Plaintiff held entitled to judgment declaring agreement valid and binding on both 
parties; declaring plaintiff entitled to use “Esquire” only in connection with men’s 
hosiery, knitted wear, scarfs and mufflers; declaring that plaintiff indicate in its own 
advertising the source of merchandise by showing its name as manufacturer or dis- 
tributor; denying injunction and damages to defendant; and awarding costs to plain- 
tiff. 703 


Plaintiffs held entitled to relief requiring defendants to make clear that plaintiffs 
had no part in rebuilding machines, and that the machines are old rather than fairly 
new. 

Once the name “Singer” has been removed, defendants restrained from restoring 
it and required to use non-infringing name of their own selection. 

Renovated machines required to carry complete history when sold. 

Defendants permitted to use on rebuilt machine, decalmonania reading “A Singer 
head, repainted, electrified, and rebuilt by the American Sewing Machine Co. with 
American parts,” provided the name “Singer” does not appear in letters larger than 
the balance of the legend, and provided that machines sold under such legend shall 
also have attached a card reading: 

This machine is a year old sewing machine originally manufactured by the 
Singer Manufacturing Co. It has been repainted, electrified, and reconditioned with 
modification of the original design by the American Sewing Machine Co. The parts 
used in rebuilding are not made by the original manufacturer. 

Defendants restrained from selling machines not originally manufactured by plain- 
tiffs, as “Singers.” 

Defendants enjoined from substituting parts manufactured by others in response to 
orders for sewing machine parts under plaintiff’s name, without making it clear there 
has been a substitution. 922 





Defendant restrained from using “Gallo” as trade-name, or a rooster as trade-mark, 
except that in local sales of wines defendant may use “Gallo Wines” or “Gallo Wine 
Company” but not as a trade-mark or trade-name. 

In view of small extent of unfair competition, plaintiffs’ damage fixed by court at 
the sum of $300.00 with costs against defendant; accounting denied. 932 


Defendant, first user of mark, engaged in national advertising and promotion, held 
entitled to injunction against plaintiff using confusingly similar mark in particular 
locality into which defendant’s franchise bottler has not yet sold. 


In case involving identical goods, argument that mark is weak because of general 
use held inapplicable. 


Defendant held entitled to injunction restraining plaintiff from using the word 
“Crown,” singly or in combination, in connection with sale of any cola beverage. 939 
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Upon furnishing appropriate bond, plaintiff’s motion for preliminary injunction 
granted to extent of restraining colorable imitation of plaintiff’s composite mark; but 
injunction will not restrain defendant’s use of term “West Coast,” except in con- 
junction with particular trade-mark here in question. 998 


Injunction against defendant’s use of “Lassy’” denied because it was never applied 
to any product and its use in a single ad published in three papers by mistake held not 
to require injunction. 

Defendant’s use of “Lassie” in “Lucky Lassie Lumpet” and “Summer Lassie” 
restrained as trade-mark infringement and unfair competition; destruction of adver- 
tising material bearing the enjoined word “Lassie” not required; and plaintiff allowed 
costs but question of damages and accounting of profits reserved for further hearing 
and determination. 

Defendant’s discontinuance of infringing use of “Lassie” should not deter Court 
from entering injunction preventing future infringement. 

Injunctive relief against defendant’s use of “Lucky ’Lasses Lumpets” and “Summer 
*Lasses” denied. 1012 


Defendant restrained from using “Gallo” as a brand or trade-mark, or the repre- 
sentation of a rooster as a trade-mark or a trade designation, and from use of “Gallo 
Wines” and “Gallo Wine Company” as trade names or trade designations for wines. 

Defendant permitted to use, in Ohio, the family name “Gallo” as it was used prior 
to 1943. 

In view of small extent of unfair competition, plaintiffs’ damage fixed by Court at 
sum of $300.00, with costs, against defendant; accounting denied. 1031 


Costs and expenses are distinct from damages and profits and can best be dealt 
with by court in final stage of the proceedings. 815 


Plaintiff Weatherford, prior user of “Ford Van and Storage,” etc., in Los Angeles, 
held entitled to injunction restraining defendants’ use of the word “Ford” in con- 
nection with the transfer and storage business in the City of Los Angeles. 339 


Opinion on prior appeal, taken as a whole, held to condemn as unfair competition 
only defendant’s use of trade-name “Consumers” and not to prohibit use of defendant’s 
corporate name “Consumers Company.” 

On prior appeal, Appellate Court purposely refrained from suggesting form of 
decree on theory that decree could be more appropriately fashioned by Court below. 689 


Defendant’s use of “Hotel Genadeen” in catering business held an appropriation of 
plaintiff’s rights in that name. 

Defendants enjoined from using the name “Genadeen” in connection with catering 
business or service of food at premises formerly owned by plaintiff. 728 


Former exclusive distributor held not owner of manufacturer’s mark “Omag” and 
restrained from use of corporate name “Omag, Inc.” and confusingly similar marks 
“Proxomag” and “Distomag.” 321 


Seller of garage business and good-will restrained from engaging in such business 
within a radius of one-half mile from location of business sold for a period of three 
years and plaintiff awarded damages for loss of customers. 478 


Plaintiff restrained from using in advertising any trade-mark or trade name con- 
taining the words “Kitty Kelly” in connection with women’s clothing and accessories, 
except in newspapers outside the state which may circulate therein, and except as 
plaintiff’s trade-mark “Kitty Kelly,” attached to its goods shipped into Michigan, 


functions as advertising. 
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Plaintiff restrained from using the words “Kitty Kelly” to designate any store 
which may be established by it in Michigan, and from representing that any store 
controlled by plaintiff in Michigan is connected with defendants. 


Plaintiff restricted in its use of “Kitty Kelly” to use on the goods; and defendants 
awarded costs. 934 


Plaintiffs held entitled to injunction restraining defendant’s use of the word “Con- 
tinental’” on and in connection with similar goods. 305 


Plaintiff, maker of paints etc., identified by name “Cook” to the public, held en- 
titled to injunction against defendant corporation’s use of “Cook” in connection with 
non-competitive insecticide, where some confusion resulted and though there was no 
fraudulent intent. 811 


Defendant and its subsidiaries ordered to require salesmen to cease dealing in or 
selling tools similar to plaintiff’s in the use of the word “Plomb” in any manner and 
to cease advertising the word “Plomb” in any manner immediately. 138 


Some confusion for which there is no relief may result where family names are 
used as trade-marks and trade names. 


First user of family name in local commerce held entitled to continue use as it has 
been used, with Christian name of present dealer, as against prior user elsewhere who 
has developed family name into trade-mark and trade name. 


Local user held prohibited from expanding or extending use of family name into 
use as brand or trade-mark because of the prior preemption of such use by earlier user 
elsewhere in the United States. 1031 


Right to use of personal name is coupled with duty not to use name so as to pass 
off goods for those of another with resulting injury to another and deception of the 
public. 


Person who has used his surname as trade-mark may transfer same to another and 
divest himself of right to use his name in similar business. 


Since defendant’s controlling stockholder transferred his rights to plaintiff’s pre- 
decessor, defendant held not entitled to use the name “Pharr” as part of trade-mark. 


715 


Defendant held entitled to injunction restraining plaintiff from using “Town & 
Country” or “Town and Country” on stoves and gas ranges, where plaintiff had 
priority of use in advertising in connection with similar goods but defendant had 
priority as to trade-mark use. 214 


c. Scope of Protection—General 
Competitor is free to sell precise type cheese sold by petitioner provided he refrains 
from deceiving purchasers into belief they are purchasing petitioner’s product. 


Wholesaler placing in hands of retailers an instrument of fraud by which they 
mislead the public is subject to injunction. 


One may be restrained from using his own name to prevent unfair or fraudulent 
injury to another 206 


Contention that defendants are engaged in illegal and unconscionable operations in 
state where plaintiff has done no business held not to constitute unfair competition, if 
established. 308 


Where seller sets up competing business held it is usually a question of fact 
whether the new business does or does not derogate from the grant. 478 
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It is the duty of the court to protect owner of property right in trade-marks and 
trade names and good-will attaching thereto acquired by first user and popularized 
through advertising. 

Proof of actual confusion is not required to obtain relief. 305 











Plaintiff hotel keeper held to have established good-will in “Beekman Tower” as 
trade name identifying its hotel. 

Defendant pharmacy held to have established good-will in “Beekman Tower Phar- 
macy” as identifying defendant’s business, formerly conducted in premises leased 
from plaintiff. 

Businesses of plaintiff’s hotel and defendant’s pharmacy held non-competitive. 51 














State statute granting cause of action for trade-mark infringement and unfair 
competition applies to acts committed after its effective date and defendant’s date of 
incorporation is immaterial. 894 






D. Scope of Protection—Particular Instances 


Where defendants, having been enjoined from selling articles bearing patent num- 
ber and having been ordered to assign patent to plaintiff, and having assigned the 
patent as required, thereafter published a catalog and advertisements in trade journals 
containing illustrations of defendant’s goods which, through inadvertence, showed the 
patent number in small scarcely legible type, and no one was deceived by such 
publications and plaintiff’s business suffered no damage by reason thereof, held that 
defendants’ acts did not constitute unfair competition. 47 










Where plaintiff alleged but failed to prove secondary meaning, fact that defendant 
deliberately imitated decorative combination color scheme for toy, differing in size, 
shape, construction and price, held insufficient to justify injunctive relief because the 
law does not afford a remedy. 227 








Plaintiff held entitled to injunction restraining defendant from using the name 
“Globetrotters” in designating his basketball team, and to costs. 711 










Decree restraining defendant from using “Food Fair,’ unless prefaced by “Rod- 
mans,” “Brookline” or “New England,” affirmed where parties are not yet in direct 
competition, appellate court is loath to interfere with scope of relief afforded and if 


conditions change, lower court is open to plaintiff to seek modification of continuing 
894 









decree. 
In absence of misrepresentation of defendant’s goods as plaintiff’s, defendant held 
entitled to copy plaintiff’s uncopyrightable design and color combination in making 
fabrics for dresses; and complaint dismissed on motion. 993 








Defendant pharmacist having used trade-name “Panhellenic Pharmacy,” while 
operating drug store as tenant in plaintiff’s building, and defendant having adopted 
trade-name “Beekman Tower Pharmacy” simultaneously with the change of name of 
plaintiff’s building, and having used trade-name “Beekman Tower Pharmacy” for 
fourteen years, to plaintiff’s knowledge and without objection by plaintiff, held entitled 
to continue use of trade-name “Beekman Tower Pharmacy” after moving his drug 
store to the corner opposite plaintiff’s hotel. 51 

Dismissal of complaint held proper in absence of proof of secondary meaning in 
term “Majestic” or proof of confusion, where plaintiff and defendant used mark on 


goods held noncompetitive. 311 
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§ 2. UNFAIRNESS IN COMPETITION 
A. Unfair Use of Trade Name 
(1) General 


The same extent of protection is afforded trade-marks and trade-names, but a trade- 
name is generally used to designate a local business and its protection is limited to the 
territory in which such business is carried on. 339 


Fraudulent intent is presumed from infringement in actions for trade-mark infringe- 
ment; in cases of unfair competition plaintiff must prove such intent or show facts from 
which it may reasonably be inferred. 

Where unfair competition charge arises from sole fact supporting charge of trade- 
mark infringement held that the question of intention is resolved when the only fact 
upon which it is based has been found not to exist. 238 


It is not necessary as a prerequisite to obtaining equitable relief that the names be 
identical. 

Basis for relief is the likelihood that the natural and necessary consequence of de- 
fendant’s conduct will cause confusion of purchasers as to origin of the goods. 

One’s commercial use of his own name may be limited. 299 


(2) Particular Instances 
Evidence of record held to establish some deliberate substitution by dealers. 590 


Evidence of record held to establish some confusion of goods. 590 


Bronze Confessions held not confusingly similar to True Confessions, where used on 
magazines dissimilar in appearance and text and devoted respectively to a magazine 
intended to appeal to the Negro race and one designed to appeal principally to white 
readers. 401 


Plaintiff held to have failed to prove financial value of business in Massachusetts 
under mark “Cole-Ettes,” as distinguished from “Cole of California,” or extent of loss 
of sales by plaintiff due to confusion arising from defendant’s use of “Collétte of Cali- 
fornia,” or damage to plaintiff’s reputation resulting therefrom. 42 


” 


(3) Secondary Meaning 
“Life” held to have acquired secondary significance identifying brassieres, girdles 


and foundations of plaintiff’s manufacture. 39 
Fact that others may have used “Safeway,” held not to prevent its acquiring second- 
ary meaning. 116 
The word “Greyhound” held to have acquired secondary significance. 417 


“Toughies” held to have acquired a secondary meaning identifying plaintiff’s goods. 
428 


One of principal issues presented is whether plaintiff established its common law 
right to the name “Budweiser” as its exclusive trade-name. 

Whether “Budweiser” acquired secondary meaning held unnecessary to decide by 
majority because plaintiff would be denied relief here even if “Budweiser” does have 
secondary meaning. 573 


“Oraline” held to have acquired secondary meaning identifying plaintiff’s dentifrices. 
593 


Existence of secondary meaning is a question of fact and each case must be deter- 
mined according to its particular facts. 
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“King Pharr” held to have acquired secondary meaning identifying plaintiff’s 
products. 715 







“Food Fair” held to have acquired secondary meaning on adequate evidence; though 
components are generic and composite mark is weak, it is not too weak to deserve the 
protection afforded by the Court below. 894 












Evidence of record held to show that the phrase “personal Loans” had not acquired 
secondary meaning identifying plaintiff in Alabama. 308 






On the facts of record, plaintiff held to have failed to prove secondary meaning in 


the term “Parkway.” 
Fact that plaintiff was first in the field held immaterial, in view of the other findings. 
474 












“Harlem Globetrotters” and “Globetrotters” held to have acquired secondary mean- 
ing identifying plaintiff’s organization. 710 







“Cook” held to have come to identify, to the public, plaintiff’s products such as 
paints, varnishes, lacquers, etc. 811 

“Navy Club of the United States of America” held to have acquired secondary mean- 
ing identifying plaintiff’s organization. 928 







Defendants’ lack of priority, as against third party, and lack of exclusive use held 
not to deprive defendants of right to protection of their interest in the mark “Swarth- 
more” as against plaintiff. 234 






(4) Defenses 
Laches held to bar an accounting of profits and damages but not to bar injunction 
against infringement with costs. 








Appellee held to have failed to sustain burden of proving estoppel. 116 
On facts of record, defense of laches not sustained. 932 
On facts of record, defense of laches not sustained, 1031 






Extended delay may bar an accounting but will not create an estoppel against en- 
forcement of trade-mark rights unless there is acquiescence resulting in defeat of the 
right itself. 

On facts of record, manufacturer held not estopped; neither registration of manu- 
facturer’s mark by exclusive distributor nor distributor’s use of mark without notice to 
manufacturer created an estoppel. 

New York law does not require manufacturer to seek out information as to unfair 
competition and violation of duty by its distributor. 321 











Trade name and trade-mark rights may be lost by abandonment, laches, acquiescence 


or estoppel. 

Abandonment depends upon intention, expressed or implied, as evidenced by words 
or conduct. 

Mere delay may bar an accounting but in and of itself does not necessarily bar an 
injunction; passage of time is not as important as surrounding circumstances; particular 
facts disclosed in each case control and no standard or rule can be stated in terms of 
years that will apply to every case. 

War emergency in transportation field held meritorious answer to claim of laches. 

Where infringement is deliberate and fraudulent, the elements essential to estoppel 
are lacking and protection of plaintiff’s rights by injunction should not be denied. 














DIGEST OF CASES—PART II 75 





Defendant’s fraudulent conduct held bar to defenses of laches, acquiescence and 
estoppel. 


On facts of record, plaintiff held not to have abandoned its rights and not barred by 
laches, acquiescence or estoppel. 418 


Plaintiffs’ dismissal of prior suit, without prejudice and without exacting formal 
agreement from defendants not to resume infringement, held not to constitute acqui- 
escence in defendants’ subsequent infringement. 


It has been held that mere delay will not bar injunction whether the infringer has 
been innocent or fraudulent; Courts have had to decide in each case, upon its own facts, 
as to whether greater equity lay in right of trade-mark owner to exclusive use or in 
recognition of substantial business that infringer may have built up relying on such 
owner’s inaction. 


Mere delay in seeking relief held no bar to injunction against deliberate infringe- 


ment; on facts of record, plaintiffs held not to have forfeited right to prohibit future 
infringement. 685 


Both federal and Pennsylvania law held settled that mere laches may bar an account- 
ing but would not bar injunctive relief against fraudulent infringer. 

Members of court disagree on whether plaintiff’s failure to act constituted only 
laches; majority holds plaintiff has been grossly remiss. 573 


Plaintiff held estopped by long delay in reinstituting suit and to have acquiesced in 
defendant’s use of mark. 


Defendant held to have changed its position in reliance upon plaintiff’s inaction. 574 


Defendant’s defense that “Budweiser” is name of type of beer held not sustained by 
record either as to common parlance or in brewing circles. 573 


Fact that words and phrases used by both parties are common expressions in general 
use held not an absolute defense to charges of unfair competition. 299 


Testimony of witnesses that they had not been confused would have been no help to 
the court because such evidence would in no way have tended to rebut the affirmative 
evidence. 590 


Lack of fraudulent intent is no defense to injunction against trade-mark infringe- 
ment and unfair competition. 602 


Excuse that defendant corporation was organized by three men named Reiss, Crisp 
and Allen held without merit as defense in suit to restrain defendant’s use of “R-C-A,” 
in name. 


Laches may bar an accounting but held not a sufficient defense against injunction 
restraining use of infringing trade-name. 588 
On facts of record, plaintiff held not guilty of laches. 


Federal rules of civil procedure require that defense of laches be pleaded affirma- 
tively. 928 


A suitor must come into equity with clean hands and must keep them clean through- 
out proceeding. 


Doctrine held not so rigid as to permit unconscionable gain to wrongdoer at com- 
plainant’s expense. 603 


On facts of record, plaintiff held not guilty of laches in asserting rights against 
defendant, who acted with knowledge that he was simulating plaintiff’s trade name and 
proceeded by gradual and progressive encroachment. 710 
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B. Imitating Dress of Goods 


Defendant’s labels held confusingly similar to plaintiff’s in vignettes, arrangement, 
style of lettering and color scheme. 

Visual examination and comparison of labels readily disclose the imitation and sim- 
ulation. 715 









C. Trade Secrets 


Protection afforded employer for breach of valid restrictive covenants not to compete 
or divulge trade secrets extends against third persons who, knowing of employees obliga- 
tion, may profit from disclosure. 

On facts of record, employer held entitled to injunction and an accounting and 
master’s fees and salary paid to employee during the suspension period. 604 













(Restrictive covenants in employment contract to perform faithfully assigned duties, 
not to divulge trade secrets or processes or use them for personal profit, to turn over 
to employer all new discoveries and not to engage in other business during term of 
employment held reasonable and breached. 

Covenants against post-employment competition receive judicial sanction where pro- 
hibition is reasonably necessary for protection of employer’s business and not unreason- 
ably restrictive as to time or territory upon rights of employee and not prejudicial to 
public interest. 













D. Competing with Employer 
E. Unauthorized Advertising 











Agreement of the parties held not to prohibit extension of plaintiff’s use of mark to 
seamless hosiery, nor to require plaintiff to use drawing of “Pickwickian” character in 
advertising; and use of “Esquire Socks” on order blanks and building directory held not 
to violate provisions of agreement prohibiting use of “Esquire” by plaintiff as part of 
corporate name. 

Plaintiff held not responsible for unauthorized advertising used by retail stores. 703 


















F. Other Forms 


Party electing to recover profits is not entitled to recover as element of damages, 
profit which it would have made upon sales lost. 

Injury to trade-mark and good will may be recovered as damages, provided it can 
be proved with sufficient certainty and without trespassing on field of lost sales. Loss 
of sales, after infringement is discontinued, by reason of impairment of good will due 
to infringement, may be shown. 

Increased advertising and selling expense to counteract effect of infringement are 
elements of damage which may be shown, Damages resulting from lowered prices to 


combat infringement are recoverable but must be proved with reasonable definiteness. 
815 













Petitioner corporation chartered by Colonial Council for St. Thomas and St. John of 
the Virgin Islands held not a corporation organized by Congress as an agency of the 
Government; and even such a corporation would not be entitled to special prerogatives 
or exemptions from the ordinary rules of trade-mark law. 

Petitioner held not “the Government” but to have broad powers to acquire and dis- 
pose of property without any special Congressional authorization and to have disposed 
of its rights; and held that the Government had not at any time been the owner of 


respondent’s marks. 487 
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§ 3. Suits For UNFAIR COMPETITION 
A. Pleading and Practice 


Counterclaim alleging that plaintiff wantonly and maliciously contrived to obstruct 
plaintiff’s business by spreading gossip and rumors, dismissed for failure to allege that 
the gossip and rumors were both false and malicious. 41 


B. Jurisdiction 


Congress held entitled to act in respect of matters in intrastate commerce if those 
matters substantially affect interstate commerce. 

Evidence of record held to establish that defendant’s acts complained of by plaintiff 
were local retail sales in intrastate commerce with no proof that defendant’s acts affect 
interstate commerce. 

In 1946 Act, Congress held not to have intended to attempt to regulate transactions 
in intrastate commerce which are not shown to have a substantial effect upon interstate 
commerce. 330 


Federal court has no jurisdiction over suit between citizens of same state for unfair 
competition or infringement of unregistered trade-mark unless joined with substantial 
claim under copyright, patent, or federal trade-mark law. 910 


Court has jurisdiction to decide plaintiff’s claim of unfair competition based on sub- 
stantially the same facts, though defendant does not infringe plaintiff’s copyright, in 
suit between federal corporation and Rhode Island corporation. 928 


Court has jurisdiction, under 1946 Act, to protect plaintiff against technical trade- 
mark infringement of its mark registered under 1905 Act. 

Fact that defendant is engaged only in local sales held immaterial because defend- 
ant’s local sales adversely affect plaintiff’s interstate sales. 

Court has dependent jurisdiction to protect plaintiff against defendant’s unfair com- 
petition threatening plaintiff’s registered mark, regardless of whether $3,000 is involved. 

Court has no jurisdiction of cause of action based on unregistered mark “Cole-ettes,” 
due to plaintiff’s failure to prove jurisdictional amount involved. 43 


C. Evidence 


Defendant’s mere knowledge of plaintiff’s prior use of mark held not to constitute 
initial fraud, particularly if mark is being used by third parties and where Patent Office 
attorneys for plaintiff’s predecessor had argued in 1886, in response to Office action, 
that no one could have exclusive rights to mark. 

Awareness of business possibilities of a name is not persuasive proof that the choice 
of it was with fraudulent intent. 

Defendant’s advice to dealers that customers ordering “Budweiser” could be served 
defendant’s product, though trial court held that term had acquired secondary meaning 
identifying plaintiff’s products, held not fraudulent where defendant “reasonably be- 
lieved it had the right to use the word.” 

Tendency of public to mistake defendant’s goods for those of plaintiff, having priority 
in use of name, held not to constitute fraud. 574 


Circumstances under which plaintiff’s infringement notice published held not such 
as to bar relief where it did not include any misrepresentation, was used after institu- 
tion of suit in good faith and in reliance upon advice of counsel. 603 


Use of “Famous Globetrotters” and “Original Globetrotters” indicates defendant’s 
purpose to deceive; and such use has caused confusion between plaintiff and defendant 
organizations. 711 


Plaintiff held to have failed to prove loss of sales was attributable to defendant’s 
acts. 227 
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STATE TRADE-MARK STATUTES 


§ 1. EFFECT OF REGISTRATION 





V. 










Defendant’s state registrations of the infringing mark “Tuffies out of the West” 
effected in a number of states wherein plaintiff had priority of use of its trade-mark 
“Toughies” held invalid and of no legal force and effect. 428 







§ 2. NEw YorK 


Under section 964 of New York Penal Law, injunction will issue to prevent use of 
names, not only in commercial but also in non-commercial and non-profit enterprises, 
which are so similar as to mislead the public into the belief that respondent is petitioner 
or is connected therewith. 1034 


















Intent to deceive need not be directly shown but may be implied from circumstances, 
in proceedings under section 964 of New York Penal Law. 1034 










New York Alcoholic Beverage Control Law provisions of Section 17, paragraph 
12(b), purporting to authorize State Liquor Authority “in its discretion” to prohibit 
sale of alcoholic beverages, except pursuant to fair trade contracts, entered into in ac- 
cordance with provisions of General Business Law, and Rule 26 of the State Liquor 
Authority respecting mandatory price fixing held invalid as an unconstitutional delega- 
tion of legislative power to an administrative board. 469 










On facts of record, charges proven held too insubstantial to warrant complete revoca- 
tion of license. 

Determination of State Liquor Authority revoking petitioner’s license annulled; 
matter remitted to the Authority for action with respect to charges against petitioner 
other than violation of mandatory fair trade contracts. 469 









“Contracting Plumbers Association of Brooklyn and Queens, Inc.,” held confusingly 
similar to “Association of Contracting Plumbers of City of New York, Inc.’”; upon post- 
ing of bond, injunction granted under section 964 of New York Penal Law. 1034 







§ 3. CALIFORNIA 

Sections 14400 et seq. of California Business and Professions Code held to affirm the 
common law and not to take away common law remedy for protection of those who do 
not register their marks under the state act. 339 








§ 4. MINNESOTA 


Nonuse of whiskey mark, during war and from 1942 to 1946, held not to constitute 
abandonment under 1945 Minnesota statute providing for conclusive presumption of 
abandonment upon basis of three years discontinuance of use. 144 
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VI. COURTS—PLEADING AND PRACTICE 


§ 1. JURISDICTION 


Defendants’ alleged cause of action for unfair competition held to involve issues of 
fact and law other than those raised in complaint for patent infringement. 

Counterclaim embracing separate and distinct alleged cause of action for unfair 
competition held not within jurisdiction of court in patent infringement suit between 
citizens of the same state. 41 


Court of Appeals cannot consider petition for a stay unless order sought to be stayed 
is appealable. 

Interlocutory order is not appealable unless it grants or continues an injunction. 

Certain portions of interlocutory order adjudging defendant in contempt, wherein 
district court enlarged and extended original injunction, stayed pending further order 
of appellate court, upon defendant’s posting bond. 114 


Where complaint in substance alleges single ground for recovery, regardless of what 
names are attributed to causes of action, motion to dismiss unfair competition cause 
of action, joined with that for patent infringement, in suit between citizens of same 
state, denied. 132 


Allegations of complaint, based on dilution of plaintiff’s trade-mark, held sufficient as 
to jurisdictional amount. 

Defendant’s denial of allegation as to amount in controversy created issue of fact 
on which plaintiff must carry burden to avoid having complaint dismissed. 

Finding of amount in controversy can not be based upon mere possibility of future 
harm but it can be upon a present probability of such harm. 894 


Federal court sitting in Illinois held to have jurisdiction to hear and determine suit 
between New York corporation, not qualified to do business in Illinois, and citizens of 
Illinois, where Illinois statute required certificate of authority as condition precedent to 
permission to maintaining any action in any court of the state, but provided that failure 
of foreign corporation to qualify would not prevent such corporation from defending any 
action in any court of the state, and where defendants, having counterclaimed, failed 
to present question of plaintiff’s lack of qualification at the trial. 926 


§ 2. PLEADINGS 


Vagueness or ambiguity and inability to frame an answer must be basis of motion 
under Rule 12(e) for more definite statement. 

Mere fact that evidence is elicited should not bar the motion where vagueness or 
uncertainty exist in allegations of complaint. 

Discovery proceedings are proper method for obtaining evidentiary matters; motion 
denied as to items requiring disclosure of evidence, which may be obtained by such 
authorized procedures. 

Plaintiff required to give more definite statement as to allegiation of complaint that 
“plaintiff and its predecessors in business have since the year 1931, and prior thereto— 
been engaged in manufacturing and selling laundry machines under the trade-mark 
‘Spin-Dry.’ ” 818 


Upon request of both parties, Court finds clarification and amplification of opinion 
required. Former opinion rewritten in attempt to clarify points raised. 1031 


Federal Rules require that complaint be short, plain statement of the claim showing 
that pleader is entitled to relief; extensive details are neither required nor good pleading. 
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Allegations of facts in complaint held to state a cause of action and sufficient to 
entitle plaintiff to day in court. 
Neither allegations of harm already done nor of evil intent are required. 299 







Motion to dismiss denied, where prior suit between same parties was dismissed upon 
consent and without costs against either. 

Plaintiff held entitled to present its case here, for under the circumstances only upon 
final hearing can court consider facts bearing upon prejudice or estoppel or deal with 
merits of alleged infringement of plaintiff’s trade-mark. 131 









Federal Rules of Civil Procedure contemplate concise, unequivocal statements by 
plaintiff and defendant, which will apprise each of exact nature of claim asserted and 


defense interposed. 818 








Prior adjudication by Court of Customs and Patent Appeals that marks of the parties 
were not so confusingly similar as to bar plaintiff’s registration held not decisive of in- 


fringement issue here. 571 








Plaintiff having chosen Southern District of New York as forum for suit against 
non-resident defendants, held required to present himself for taking of his deposition 
there; fact plaintiff had moved to another district after suit filed held immaterial. 46 







§ 3. EVIDENCE 
It is a matter of common knowledge that there are many hotels throughout the 
country bearing the same names but having no connection with one another and which 
are non-competing and not confused with one another. 1004 







§ 4. FINDINGS 
Question of fact as to whether defendant’s acts are likely to cause confusion as to 
source must be left to trial court. 203 


Courts will presume that laws were enacted for the future and not for the past; laws 
are not to be construed retrospectively unless clearly so intended by the legislature. 144 








1946 Act does not provide for recovery of attorney’s fees by prevailing party in 


trade-mark litigation. 
Patent statute held not to permit allowance of attorney’s fees as part of costs in 


trade-mark infringement suit. 809 







Court takes judicial notice of relationship between merchandise of the parties and 
confirmatory evidence in holding trial court findings erroneous. 

Applicant’s testimony that no instance of confusion had come to his knowledge held 
insufficient basis for trial court finding contrary to finding of likelihood of confusion by 


the Patent Office. 116 


Trial Court’s announced conclusion that from the beginning defendant’s use of “Bud- 
weiser” and “Bud” has been with knowledge of plaintiff’s rights and with fraudulent 
intent to confuse and deceive the public and to enable defendant’s product to be passed 
off as and for plaintiff’s product if based upon findings of fact not clearly erroneous 


would settle problem on this appeal. 574 















§ 5. MOTION PRACTICE 


Judgment held not void in suit by unqualified foreign corporation where defendants 
failed to raise question at the trial and entered counterclaim upon which same relief 


could have been granted, under state statute, upon determination of issues presented 
926 










in counterclaim. 
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On motions to dismiss and for summary judgment where defendants offered evidence 
that goods were made under license, and plaintiff neither filed controverting affidavit 
nor offered opposing proof, alleging that it could not present facts without discovery, 
because facts were particularly within defendants’ knowledge, but failing to show steps 
taken by plaintiff to obtain such information, held that the contention that substantial 
controversy of fact existed between the parties cannot be considered on plaintiff’s own 
statement. 914 


Defendant’s motion to dismiss complaints under Robinson-Patman Act granted 
where wrongs complained of were alleged to have taken place wholly within intrastate 
commerce, although defendant is generally engaged in interstate commerce and some 
of raw materials used in manufacturing defendant’s goods were shipped in interstate 
commerce. 


Plaintiffs granted leave to amend complaints to allege discrimination between plain- 
tiffs’ and defendant’s customers, who are plaintiffs’ competitors, in other states. 134 


In suit for patent infringement and unfair competition, between citizens of the same 
state, where unfair competition relates to infringement of patent, held that cause of 
action covering unfair competition must be amended by confining allegations of unfair 
competition to acts committed subsequent to the date of granting of the patents set 
forth in first cause of action; motion to dismiss granted with leave to amend. 137 


In 4915 suit between citizens of same state, second cause of action for declaratory 
judgment held properly dismissed on motion, as matter of judicial discretion, where 
there was prior action pending in state court, involving same issues, which plaintiff had 
failed to remove to federal court within statutory time but now concedes it could have 
removed, by asserting that district court has jurisdiction of its declaratory judgment 
cause of action. 992 


Motion for summary judgment under Rule 56 presents question whether evidence 
submitted would justify submitting case to jury or whether moving party would be en- 
titled to judgment as a matter of law because no genuine issue of material fact is raised. 

Court recognizes (a) reluctance to dispose of matter without trial on the merits 
and (b) purpose of Rule 56 to expedite disposition where no substantial controversy 
exists as to the facts. 238 


Matters outside the pleading, as referred to in Rule 12(b), having been presented in 
the affidavits on preliminary injunction motion, helc that trial court had power to con- 
sider motion as one for summary judgment to be disposed of under Rule 56. 

Judgment held inconsistent in being based upon a summary proceeding as well as 
upon a ruling that complaint does not state a cause of action. 299 


Declaratory judgment section of Judicial Code did not enlarge jurisdiction of federal 
courts nor create new substantive rights. 


Trade-Mark Act of 1905 held inapplicable. 

In absence of diversity of citizenship, federal court held without jurisdiction of cause 
of action for declaratory judgment, since it does not arise under federal law. 

Cause of action for declaratory judgment held not so related to that under R. S. 4915 
as to come within rule of Hurn v. Oursler. 


Second count held not to state cause of action for unfair competition, under 28 
U.S. C. § 1338. 584 


Grant of jurisdiction, under the Declaratory Judgments Act, “in a case of actual 
controversy” carries with it the obligation on the part of the court to act when proper 
facts are before it. 
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Motion to dismiss denied where complaint sets forth Notice of Opposition filed by 
defendant, in Patent Office, alleging confusing similarity of the marks and that the 
goods are of the same descriptive properties. 586 


Plaintiff’s motion to strike defenses as immaterial and insufficient, granted, where 
defendant set up excuse for use of corporate name which was clearly insufficient in law 
and defendant sought to escape injunction against further infringement on ground that 
mere procrastination for 17 years barred plaintiff. 588 


§ 6. PRELIMINARY INJUNCTION 


Where imitation is calculated to and it plainly appears that it may cause confusion, 
preliminary injunction is necessary and will be granted. 


Upon filing bond, plaintiffs held entitled to temporary injunction restraining defend- 
ants from putting on market toy complained of, which is copy of plaintiffs’ toy, and 
further forbidding that such toy be marketed by defendants in “unmarked” boxes. 996 


Temporary injunction granted where defendant’s continued use of colorable imitation 
of plaintiff’s mark is likely to cause irreparable injury to plaintiff’s reputation, good 
will, and business, and where restraint is not likely to cause hardship or injury to de- 
fendant’s business and good will. 998 


District Court held to have jurisdiction to entertain motion to modify injunction at 
any time. 557 


Plaintiff held entitled to injunction pendente lite restraining defendant’s use of the 
word “Lite” as a trade-name of its girdles and foundations or from any other use of 
the word that will conflict with plaintiff’s use of the word “Life” as a trade-mark. 

Plaintiff’s demand for injunction affecting defendant’s other use of the word “Lite” 
must await trial. 39 


Granting or denial of preliminary injunction held primarily a matter of discretion 
for trial court but where it appears that the filing and consideration would be different 
under views expressed by appellate court, the trial court’s holding should be set aside 
without prejudice. 299 


§ 7. CONTEMPT PROCEEDINGS 

In determining question of contempt, court is limited to consideration of the order 
as written and not as it might have been; it is only a question of what decree means by 
plain intendment of the words used. 

Defendants, having been restrained from “advertising, offering for sale or selling as 
‘Singer parts’ or ‘Genuine Singer parts’ any sewing machine parts not manufactured by 
The Singer Manufacturing Company,” held to have violated the decree by substituting 
other parts for “Singer” parts when the latter were ordered; defendants’ use of am- 
biguous notice, in small type, on invoice held immaterial. 128 


Defendant held in contempt of court for violation of decree by making trade-mark 
use of its corporate name in selling tools similar to plaintiff’s and by advertising the 
word “Plomb” in connection with tools. 138 


Right of civil litigant to compensatory fine in contempt proceeding depends upon 
outcome of basic controversy and plaintiff’s actual loss. 

As amount of damages does not appear of record, Master is appointed to hear and 
report on profits and plaintiff’s expenses incurred in investigating defendant’s violations 
of the decree. 

Successful plaintiff in contempt proceeding awarded attorney’s fee, as expenses, in 
the sum of $35,000 and costs against defendant. 139 
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Exercise of reserved power to amend decree refused, where plaintiff failed to show 
change of circumstances since date of decree or occurrence of unforseen conditions. 


Defendant’s violation of decree held not sufficient cause for amendment. 139 


Defendant’s imitation of size and shape of petitioner’s cheese and use of mark 
“Berg-Ost,” which is confusingly similar to “Bond-Ost,” held a violation of previous 
injunction and to constitute contempt of court. 206 


§ 8. APPELLATE PROCEDURE 


Opinion of Appellate Court on prior appeal binds Court below and Court of Appeals. 
Decree adopted by District Court held not in conformity with opinion and mandate 
of Court of Appeals. 


Defendant’s proposed decree submitted to District Court held to conform with opinion 
and mandate of Court of Appeals; in making this observation, Court of Appeals does 
not intend to limit District Court to the precise phraseology of proposed decree. 689 


Certain papers presented in original trial but not before District Court on contempt 
proceeding, held not part of record here. 128 


Where record shows that in prior proceedings between the parties, appellee’s regis- 
tration of “Wool” for soap, under 1881 Act, was cancelled at instance of appellant and 
appellee’s opposition, when appellant applied to register “Wool Foam,” with “Wool” 
disclaimed, for washing compound, was dismissed; and no appeal was taken by appellee 
from either decision but new application here involved for registration of “Wool Soap,” 
was filed under 10-year clause of 1905 Act, before time to appeal from Commissioner 
expired; and present notice of opposition pleads res judicata but appellant did not intro- 
duce record of prior proceedings nor raise question of res judicata in its reasons of 
appeal, held that question of res judicata is not before this court. 905 


Trial court’s findings as to deceptive advertising by defendants and attempt to trade 
on plaintiff’s good will through use of confusingly similar mark held amply supported 
by the record and scope of decree held not too broad. 693 


In absence of a report of the evidence, appellate court cannot overturn trial court’s 
findings except to the extent that they are inconsistent. 474 


Order denying motion for summary judgment on counterclaim for declaratory judg- 
ment of non-infringement in trade-mark infringement suit held interlocutory and no 
appeal lies from it. 312 


On appeal the decisive question is whether the trial court’s conclusion that there 
was no unfair competition is supported by the subordinate facts of record. 
Trial court’s conclusion held amply supported by the record. 47 


§ 9. CONFLICT oF LAWS 


Federal law held controlling in determining protection of plaintiff’s federally regis- 
tered technical trade-marks, and state law governs questions of unfair competition and 
secondary meaning rights. 1012 


State law governs unfair competition and infringement of unregistered, common law 
trade-mark. By contrast, patent litigation, admiralty and bankruptcy cases are governed 
by federal law. 


Since state and federal decisions are held to be the same, court finds it unnecessary 
to determine whether state or federal law governs determination of infringement of 
federally registered trade-mark. 566 


State law controls in case of infringement of common law trade-mark. 
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Federal law governs question whether equitable remedy is to be granted by federal 
court; Pennsylvania and federal decisions held in full accord. 573 











State law held controlling in trade-mark infringement and unfair competition suit, 
where case is in federal court for diversity of citizenship only. 693 







State law controls unfair competition suit in federal court based on diversity of 






citizenship. 
Iowa law held in harmony with general rules regarding piracy of trade names and 
710 







unfair competition. 





State law governs unfair competition suit in federal court between citizens of dif- 
811 






ferent states. 





Massachusetts law governs unfair competition suit between citizens of different 


states, in federal court, in that state. 


Federal court may construe Massachusetts statute in advance of its construction by 
894 









state court. 














VII. SHERMAN ACT—MONOPOLIES 


Trade-marks may become detrimental weapons if used to serve harmful or injurious 







purposes. 
Licensing of trade-marks may not be used to escape consequences of violation of 
431 







anti-trust laws. 





All combinations unreasonably in restraint of international trade and all agreements 
to restrict competition are condemned by the Sherman Law; and the extent to which 
cartels succeeded held immaterial, it being sufficient that the end sought to be accom- 
plished was the impeding of competition. 

Allocation of markets to members of combine and eradication of competition held to 
violate Sherman Law though only part of the competition in bearings was stifled, be- 
cause it is the character of the restraint not the amount of commerce affected which is 











made illegal. 
Price fixing in any form, association for the purpose of protecting each other’s 


markets and excluding outsiders, and restraints on imports and exports held to violate 
Sherman Law. 431 











Facts that cartel agreements were made on foreign soil, for good business reasons 
and without intent to restrain trade, held immaterial. 

While only unreasonable restraints of trade violate Sherman Law, determination of 
what constitutes unreasonable restraint is province of the courts and with but rare ex- 
ceptions since Standard Oil case, activities theretofore viewed as illegal restraints have 








been regarded since as unreasonable per se. 
Cloak of joint venture of partnership would be no defense to association violating 






anti-trust laws. 

Patentee may not restrain trade in processes or devices beyond scope of his patent; 
and owner of “know how” is entitled to no greater right to avoid provisions of Sherman 
Law. 

Courts have not decided whether, within provisions of Sherman Law, commerce may 
be restrained to extent reasonably ancillary to protect trade-mark. 431 
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VIII. COPYRIGHTS 


Even if there were doubt as to invalidity of copyrighted design, copyright held lost 
by failure to publish on fabric and dresses, in connection with each repetition of the 
design, the proper statutory notice. 993 


Artistic design printed on fabric by repeating the design over and over in continuous 
running form, held part of article of merchandise and not a print or label within mean- 
ing of Copyright Act. 

Use of the design in advertisement of the goods held proper and the use contem- 
plated by the statute. 993 


“Copyright 1948” used in second line below trade-mark “Closet Caddy,” on box label, 
held sufficient compliance with the statutory requirement as to notice of copyright. 910 


IX. FEDERAL TRADE COMMISSION ACT 


Direct evidence of express agreement to do what law forbids not required; combina- 
tion or conspiracy may be found in course of dealings or circumstances. 

Commission and not trial Examiner is charged with finding the facts; and findings 
of Commission if supported by evidence are conclusive irrespective of findings by trial 
Examiner. 799 


Modification of order prohibiting freight equalization as part of combination or con- 
spiracy refused though practice “might be all right if used by the manufacturers indi- 
vidually.” 

Order modified to eliminate its application to cork discs because of lack of sufficient 
evidence of conspiracy or combination in restraint of trade in them and no finding suffi- 
cient to support application of order to dealings therein. 799 


Evidence of record held to support F.T.C. findings of conspiracy and combination in 
restraint of trade, constituting an unfair method of competition, under section 5 of 
F.T.C. Act, where manufacturers of 85 per cent of all crown bottle caps adopted uniform 
prices and discounts, standardization of products, equalization of freight and patent 
licenses with restrictive price agreement. 

Question as to patent licenses is limited to whether such agreements support charge 
of conspiracy. 

Freight equalization practice, whether viewed as unfair trade practice per se or as 


evidence of conspiracy, produces same results as multiple basing point system in prac- 
tice. 799 


X. FOOD, DRUG & COSMETIC ACT 


Where drugs and literature having common origin and destination were shipped sep- 
arately, held that the drugs were misbranded under Federal Food, Drug and Cosmetic 
Act. 

Literature used in sale of the drugs held an essential supplement to the label and 
products and labels held interdependent. 

Literature relating to the efficiency of the drugs, separately shipped, held to be 
matter “accompanying such article.” 

Fact that some of the booklets carried a selling price held immaterial on the facts 
shown. 18 
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Federal law governs question whether equitable remedy is to be granted by federal 
court; Pennsylvania and federal decisions held in full accord. 573 


State law held controlling in trade-mark infringement and unfair competition suit, 
where case is in federal court for diversity of citizenship only. 693 


State law controls unfair competition suit in federal court based on diversity of 


citizenship. 
Iowa law held in harmony with general rules regarding piracy of trade names and 
unfair competition. 710 


State law governs unfair competition suit in federal court between citizens of dif- 
ferent states. 811 


Massachusetts law governs unfair competition suit between citizens of different 
states, in federal court, in that state. 
Federal court may construe Massachusetts statute in advance of its construction by 


state court. 894 


VII. SHERMAN ACT—MONOPOLIES 


Trade-marks may become detrimental weapons if used to serve harmful or injurious 


purposes. 
Licensing of trade-marks may not be used to escape consequences of violation of 
anti-trust laws. 431 


All combinations unreasonably in restraint of international trade and all agreements 
to restrict competition are condemned by the Sherman Law; and the extent to which 
cartels succeeded held immaterial, it being sufficient that the end sought to be accom- 
plished was the impeding of competition. 

Allocation of markets to members of combine and eradication of competition held to 
violate Sherman Law though only part of the competition in bearings was stifled, be- 
cause it is the character of the restraint not the amount of commerce affected which is 
made illegal. 

Price fixing in any form, association for the purpose of protecting each other’s 
markets and excluding outsiders, and restraints on imports and exports held to violate 
Sherman Law. 431 


Facts that cartel agreements were made on foreign soil, for good business reasons 
and without intent to restrain trade, held immaterial. 

While only unreasonable restraints of trade violate Sherman Law, determination of 
what constitutes unreasonable restraint is province of the courts and with but rare ex- 
ceptions since Standard Oil case, activities theretofore viewed as illegal restraints have 
been regarded since as unreasonable per se. 

Cloak of joint venture of partnership would be no defense to association violating 
anti-trust laws. 

Patentee may not restrain trade in processes or devices beyond scope of his patent; 
and owner of “know how” is entitled to no greater right to avoid provisions of Sherman 
Law. 

Courts have not decided whether, within provisions of Sherman Law, commerce may 
be restrained to extent reasonably ancillary to protect trade-mark. 431 
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VIII. COPYRIGHTS 


Even if there were doubt as to invalidity of copyrighted design, copyright held lost 
by failure to publish on fabric and dresses, in connection with each repetition of the 
design, the proper statutory notice. 993 


Artistic design printed on fabric by repeating the design over and over in continuous 
running form, held part of article of merchandise and not a print or label within mean- 
ing of Copyright Act. 

Use of the design in advertisement of the goods held proper and the use contem- 
plated by the statute. 993 


“Copyright 1948” used in second line below trade-mark “Closet Caddy,” on box label, 
held sufficient compliance with the statutory requirement as to notice of copyright. 910 


IX. FEDERAL TRADE COMMISSION ACT 


Direct evidence of express agreement to do what law forbids not required; combina- 
tion or conspiracy may be found in course of dealings or circumstances. 

Commission and not trial Examiner is charged with finding the facts; and findings 
of Commission if supported by evidence are conclusive irrespective of findings by trial 
Examiner. 799 


Modification of order prohibiting freight equalization as part of combination or con- 
spiracy refused though practice “might be all right if used by the manufacturers indi- 
vidually.” 

Order modified to eliminate its application to cork discs because of lack of sufficient 
evidence of conspiracy or combination in restraint of trade in them and no finding suffi- 
cient to support application of order to dealings therein. 799 


Evidence of record held to support F.T.C. findings of conspiracy and combination in 
restraint of trade, constituting an unfair method of competition, under section 5 of 
F.T.C. Act, where manufacturers of 85 per cent of all crown bottle caps adopted uniform 
prices and discounts, standardization of products, equalization of freight and patent 
licenses with restrictive price agreement. 

Question as to patent licenses is limited to whether such agreements support charge 
of conspiracy. 

Freight equalization practice, whether viewed as unfair trade practice per se or as 
evidence of conspiracy, produces same results as multiple basing point system in prac- 
tice. 799 


X. FOOD, DRUG & COSMETIC ACT 


Where drugs and literature having common origin and destination were shipped sep- 
arately, held that the drugs were misbranded under Federal Food, Drug and Cosmetic 
Act. 

Literature used in sale of the drugs held an essential supplement to the label and 
products and labels held interdependent, 

Literature relating to the efficiency of the drugs, separately shipped, held to be 
matter “accompanying such article.” 

Fact that some of the booklets carried a selling price held immaterial on the facts 
shown. 18 
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XI. FAIR TRADE ACT 


Legislative intent in Illinois fair trade act is to protect property interest in mark, 
name or brand, under which goods are sold, by preventing use of the symbol by price- 
cutters in ways likely to depreciate the property interest of the owner of good will 
identified by the mark, name or brand. 

Owner of patent, who is not owner of a trade-mark nor a manufacturer, producer, 
or vendor, held not within scope of fair trade act. 914 


Where plaintiff contracted with third party for manufacture of goods bearing plain- 
tiff’s trade-marks and subsequently agreed with fourth party not to assert any rights 
contrary to fourth party’s rights to dispose of the goods pledged as security for loan 
made by fourth party to third party, held that plaintiff had waived and abandoned all 
rights under fair trade agreements fixing the prices of the goods manufactured for it 
by third party. 920 


Informed opinion differs as to whether so-called “fair trade contract” legislation is 
related to the public health, safety, morals and welfare. 

Where the question of what the facts establish is fairly debatable, courts have 
accepted opinion of the legislature. 469 
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